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(6) delivering a receiver specific datum at said interactive mass medium 
program output apparatus simultaneously or sequentially with said mass medium program 
or said data. 



Please add the following new claims: 



(New) The method of claim 35, wherein said at least one subscriber 
datum is presented in said mass medium programming. 

82. (New) The method of claim^S, wherein said at least one subscriber 
datum is displayed simultaneously with said mass medium programming.-^ 

II. REMARKS 

A. Introduction 

Applicants have carefully reviewed the Office Action originally issued on April 5, 
2000 and have made the foregoing amendments in response thereto. 

1. Claim Accounting 

Claims 3-12, 18, 32, 35, 37, 39, 41, 45, 47-54, 59-61, 75 & 79 are amended. 
Claims 81 & 82 are newly presented. Claims 3-82 are pending in the application. 
Applicants present no new matter in the foregoing amendments. Applicants respectfully 
request approval and entry of this amendment. 

2. Summary of Office Action Rejections 

The following summarizes the objections and rejections of the April 5, 2000 
Office Action with respect to its corresponding paragraph numbers: 
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Paragraph 3. Claims 3-82 are rejected under 35 U.S.C. § 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor, at the time the 
application was filed, had possession of the claimed invention. 

Paragraph 4. Claims 3-82 that are directed to digital related processes and 
apparatus, are rejected under 35 U.S.C. § 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

Paragraph 5. Claims 3-82 that are directed to data, datum, and indicia and related 
processes and apparatus, are rejected under 35 U.S.C. § 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Paragraph 6. Claims 3-82 are rejected under 35 U.S.C. § 1 12, first paragraph, 
because the best mode contemplated by the inventor has not been disclosed. 

Paragraph 8. Claims 3-82 are rejected under 35 U.S.C. § 112, second paragraph, 
as failing to set forth the subject matter which Applicants regard as their invention. 

Paragraph 9. Claims 3-82 using the terms having different descriptions from 
Applicants 5 1987 specification and 1981 priority application, are rejected under 35 U.S.C. 
§ 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which Applicants' regard as their invention. 

Paragraph 10. Claims 3-82 using the terms, inter alia, 'program' and 
'programming' are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
Applicants' regard as their invention. 
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Paragraph 12. Claims 3-82 are rejected under 35 U.S.C. § 102(b) as being clearly 
anticipated by Applicants' U.S. Pat. Nos. 4,694,490 and 4,704,725. 

Paragraph 14. Claims 3-82 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Applicants WO 89/02682. 

Paragraph 15. Claims 3-82 that are directed to processes of controlling cable head 
end processes and monitoring of those processes and combined medium presentation, are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Greenberg, U.S. Pat. No. 
4,547,804 in view of Galumbeck et al., U.S. Pat. No. 4,725,886. 

Paragraph 16. Claims 3-82 that are directed to, inter alia, processes of controlling 
broadcast subscriber stations, including decrypting, processing, storing, generation and 
monitoring to those processes and combined medium presentation, are rejected under 35 
U.S.C. § 103(a) as being unpatentable over Jeffers et al., U.S. Pat. No. 4,739,510. 

Paragraph 17. Claims 3-82 that are directed to, inter alia, processes of controlling 
cable head end processes and monitoring of those processes and combined medium 
presentation are rejected under 35 U.S.C. § 103(a) as being unpatentable over Hazelwood 
et al., U.S. Pat. No. 4,025,851 in view of the publication "System and Apparatus for 
Automatic Monitoring Control of Broadcast Circuits" by Yaname et al. and Hetrich, 
Australian Patent No. 74,619. 

Paragraph 18. Claims 3-82 that are directed to, inter alia, processes of controlling 
subscriber station processes and monitoring of those processes and of combined medium 
presentation and processes, are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over either one of the common subject matter suggested by Campbell et al., (WO 
81/02961, abandoned parent application no. 135,987, and U.S. Pat. No. 4,536,791), in 
view of at least one or more of: Breeze "Television Line 21 Encoded Information and It's 
Impact on Receiver Station Design"; Schnee, U.S. Pat. No. 4,290,142; and Zaboklicki, 
DE 2,904,891. 
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Paragraph 19. Claims 3-82 that are directed to, inter alia, either processes of 
controlling affiliate stations and processes and monitoring of those processes and 
combined medium presentation or processes of controlling subscriber stations and 
method and process for monitoring and providing combined medium presentations, that 
fall out each particular determining group members of the group of claims described in 
rejection above, the groups are rejected further in view of one or more of: Hazelwood et 
al., Yaname et al., Hetrich, Marsden, Young et al., "Journal of SMPTE" Oct. 1971, U.S. 
Pat. No. 3,761,888 to Flynn, U.S. Pat. No. 3,627,914 to Davis, Tunmann et al., U.K. Pat. 
No. 959,374 to Germany, Byloff, Chiddix, Skilton, Schiller et al., Zettl, Vikene, U.S. Pat. 
No. 4,547,804 to Greenberg, Jeffers et al., Diederich, Campbell et al. (WO 81/02961, 
abandoned U.S. application no. 135,987, and U.S. Pat. No. 4,536,791), Kazama et al., 
Gosch, Stern, Breeze, Barlow, Millar, U.S. Pat. No. 4,725,886 to Galumbeck et al., 
"CBS/CCETT North American Broadcast Teletext Specification," Zaboklicki, U.S. Pat. 
No. 4,064,490 to Nagel, U.S. Pat. No. 4,251,691 to Kakihara, Hedger et al., Anderson, 
Gunn, Gaucher, U.S. Pat. No. 4,290,142 to Schnee et al. 

Paragraphs 20-21. All claims are subject by the Office to an adminstrative 
requirement based on the nonstatutory double patenting rejection based on a judicially 
created doctrine preventing the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple assignees. 

Paragraph 23. All pending claims are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over at least one or 
more of Applicants' issued patents, U.S. Pat. Nos.: 4,694,490; 4,704,725; 4,965,825; 
5,109,414; 5,233,654; and 5,335,277, in view of at least one or more of: Marsden, Young 
et al., Flynn, Davis, Tunmann et al., Germany, Chiddix, Skilton, Schiller et al., Zettl, 
Vikene, Greenberg, Jeffers et al., Diederich, Campbell et al., Kazama et al., Gosch, Stern, 
Breeze, Barlow, Millar, Galumbeck, CBS/CETT North American Broadcast Teletext 
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Specification/' Zaboklicki, Nagel, Kakihara, Hedger et al., Anderson, Gunn, Gaucher, 
and Schnee et al. 

Paragraph 24. Rejects Applicants' basis for amending the typographical errors in 
the instant specification in two places on page 37. 

Paragraph 25. The oath or declaration is defective under 37 C.F.R. § 1.67(a). 

B. Summary of Claim Amendments 

Claims 3-12, 18, 32, 35, 37, 39, 41, 45, 47-54, 59-61, 75 & 79 are amended. 

Claim 3 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 4 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 5 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 6 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 7 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 8 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 9 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 10 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 1 1 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 
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Claim 12 has been amended to farther clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 18 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 32 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 35 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 37 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 39 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 41 has been amended to further clarify the claim language in view of 
Applicants* disclosure. 

Claim 45 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 47 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 48 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 49 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 50 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 5 1 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 
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Claim 52 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 53 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 54 has been amended to correct an antecedent basis problem. 

Claim 59 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 60 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 61 has been amended to further clarify the claim language in view of 
Applicants' disclosure. 

Claim 75 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

Claim 79 has been amended to further clarify the claim language in view of 
Applicants 1 disclosure. 

C. Statement of Patentable Novelty under 37 C.F.R. § 1.111 

Applicants submit that the independent claims as amended include the following 
limitations that are not found in the prior art. These limitations show patentable novelty 
in view of the state of the art disclosed by the references cited and the objections made. 

Claim 3: 

receiving an information transmission from a remote station and passing at least a 
portion of said information transmission to said computer, said information transmission 
including data and at least one instruct signal; 

detecting an instruct-to-select signal in said information transmission; 
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processing said data at said computer and selecting a plurality of subscriber data; 

storing said selected plurality of subscriber data at said memory location; 

receiving mass medium programming from a programming source and outputting 
said mass medium programming at said output device; 

selecting subscriber information to output based on said step of storing; and 

outputting at least one of a simultaneous presentation and a sequential 
presentation of said mass medium programming and said selected subscriber information. 

Claim 13: 

(1) receiving at a transmitter station said downloadable code which is 
effective at at least one of said plurality of receiver stations to select said at least one 
subscriber datum for at least one of simultaneous presentation and a sequential 
presentation of said at least one subscriber datum with mass medium programming, 
wherein said downloadable code has a target processor to process data at each of said 
plurality of receiver stations; 

(2) transferring said downloadable code from said transmitter station to a 
transmitter; 

(3) receiving said at least one control signal at said transmitter station, said at 
least one control signal operating to execute said downloadable code; and 

(4) transferring said at least one control signal from said transmitter station to 
said transmitter and transmitting an information transmission including said 
downloadable code and said at least one control signal. 

Claim 17: 

(1) identifying at least one of: 

(a) said resource to select for at least one of simultaneous presentation and 
sequential presentation with mass medium programming; and 
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(b) said control signal which is effective to select said at least one subscriber 
datum for said at least one of simultaneous presentation and sequential presentation with 
said mass medium programming; 

(2) monitoring said identified at least one of said resource and said control 

signal; 

(3) storing a record of the use of said at least one of said resource and said 
control signal from said step of monitoring; and 

(4) communicating information evidencing said use of said identified at least 
one of said resource and said control signal from said step of storing from said receiver 
station to the remote station. 

Claim 19: 

(1) receiving at said at least one origination transmitter station said mass 
medium programming to be transmitted by the remote intermediate mass medium 
programming transmitter station and delivering said mass medium programming to at 
least one origination transmitter, said mass medium programming having an instruct 
signal which is effective at said at least one receiver station to select said at least one 
subscriber datum for at least one of simultaneous presentation and sequential presentation 
with said mass medium programming; 

(2) receiving said at least one control signal which at the remote intermediate 
mass medium programming transmitter station operates to control the communication of 
said mass medium programming; and 

(3) transmitting said at least one control signal from said at least one 
origination transmitter before a specific time. 

Claim 22: 
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(1) receiving at least one of a code and a datum at a transmitter station, said at 
least one of said code and said datum designating at least one of: 

(a) a product and a service offered in said mass medium programming; and 

(b) said subscriber reaction; 

(2) receiving at said transmitter station an instruct signal which is effective at 
said at least one of said plurality of receiver stations to select said at least one subscriber 
datum for at least one of simultaneous presentation and sequential presentation with said 
mass medium programming; 

(3) transferring at least one of said at least one of said code and said datum 
and said instruct signal to a transmitter at said transmitter station at a specific time; and 

(4) transmitting said at least one of said at least one of said code and said 
datum and said instruct signal from said transmitter station. 

Claim 27: 

(1) receiving at one of a broadcast transmitter station and a cablecast 
transmitter station at least one instruct signal which is effective at said at least one of said 
plurality of receiver stations to select said at least one subscriber datum for at least one of 
simultaneous presentation and sequential presentation with mass medium programming; 

(2) transferring said at least one instruct signal from said one of said broadcast 
transmitter station and said cablecast transmitter station to a transmitter; 

(3) receiving at least one control signal at said one of said broadcast 
transmitter station and said cablecast transmitter station, wherein said at least control 
signal identifies at least one specific receiver station device to which said at least one 
instruct signal is addressed; and 

(4) transferring said at least one control signal from said one of said broadcast 
transmitter station and said cablecast transmitter station to said transmitter, said one of 
said broadcast transmitter station and said cablecast transmitter station one of 
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broadcasting and cablecasting said at least one instruct signal and said at least one control 
signal to said at least one of said plurality of receiver stations. 

Claim 35: 

outputting television programming that promotes mass medium programming, 
said interactive television viewing apparatus having an input device to receive input from 
a subscriber; 

prompting said subscriber during said television programming whether said 
subscriber wants said mass medium programming promoted in said step of displaying, 
said interactive television viewing apparatus having a memory for storing at least one of a 
code and a datum; 

receiving a reply from said subscriber at said input device in response to said step 
of prompting said subscriber, said interactive television viewing apparatus having a 
processor for processing said subscriber reply; 

processing said reply from said step of receiving said reply and selecting at least a 
portion of said at least one of a code and a datum designating said mass medium 
programming, said interactive television viewing apparatus having a transmitter for 
communicating information to a remote site; 

communicating said selected at least a portion of a code and a datum to said 
remote site, said interactive mass medium output apparatus and said remote site including 
a network having a plurality of transmitter stations; 

organizing in said network, at least a first signal which is effective at said 
interactive television viewing apparatus to deliver said at least one subscriber datum for 
presentation with said mass medium programming, said interactive television viewing 
apparatus having a receiver for receiving said first signal from said remote station; 

delivering said at least said first signal at said interactive television viewing 
apparatus; and 
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outputting said at least one subscriber datum in said presentation with said mass 
medium programming on the basis of said at least said first signal. 

Claim 39: 

outputting mass medium programming that promotes a specific fashion of 
presenting information to one of complete and supplement said mass medium 
programming, said interactive mass medium programming output apparatus having an 
input device to receive input from a subscriber; 

prompting said subscriber during said mass medium programming whether said 
subscriber wants said information to one of complete and supplement said mass medium 
programming presented in said specific fashion promoted in said step of displaying, said 
interactive mass medium programming output apparatus having an output device for 
outputting information in said specific fashion; 

receiving a reply from said subscriber at said input device in response to said step 
of prompting said subscriber, said interactive mass medium programming output 
apparatus having a processor for processing said subscriber reply and controlling delivery 
of said mass medium programming in response to instructions; 

delivering said instructions at said interactive mass medium programming output 
apparatus in response to said step of receiving said reply, said instructions controlling 
said interactive mass medium programming output apparatus; 

processing said instructions from said step of delivering, said instructions 
effective to select said at least one subscriber datum for presentation with said mass 
medium programming; and 

presenting said information to one of complete and supplement said mass medium 
programming in said specific fashion on the basis of said instructions. 

Claim 43: 
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detecting one of a presence and an absence of one of a broadcast control signal 
and a cablecast control signal; 

inputting an instruct-to-react signal to a processor based on said step of detecting; 

controlling said processor to output specific information in response to said 
instruct-to-react signal; and 

selecting said at least one datum for at least one of simultaneous and sequential 
presentation with mass medium programming on the basis of information received from 
said processor based on said step of controlling said processor. 

Claim 47: 

receiving a data transmission from a remote data source and passing said data 
transmission to said computer; 

processing said data transmission at said computer and selecting one or more data 
of interest; 

storing said selected one or more data of interest at said memory location; 

receiving mass medium programming from a programming source and outputting 
said mass medium programming at said output device; 

selecting designated information to output, said designated information being the 
product of processing at least a portion of said selected data; and 

outputting a simultaneous or sequential presentation of said mass medium 
program and said designated output. 

Claim 55: 

receiving at a transmitter station downloadable code which is effective at a 
receiver station to select and store one or more data for subsequent processing or 
presentation during the course of a mass medium program, said downloadable code 
addressed at each of said plurality of receiver stations to said processor; 
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transferring said downloadable code from said transmitter station to a transmitter; 

receiving said at least one control signal at said transmitter station, said control 
signal operative at a receiver station to execute said downloadable code; and 

transferring said at least one control signal from said transmitter station to said 
transmitter, and transmitting an information transmission comprising said downloadable 
code and said at least one control signal. 

Claim 59: 

identifying a resource to select for subsequent presentation of a mass medium 
program or a control signal which is effective to select information from one or more 
processed and stored data for presentation during the course of a mass medium program; 

monitoring said resource or said control signal; 

storing a record of the use of said resource or said control signal from said step of 
monitoring; and 

communicating information evidencing said use of said resource or said control 
signal from said step of storing a record from said receiver station to said remote station. 

Claim 61: 

receiving mass medium programming to be transmitted by the remote 
intermediate mass medium programming transmitter station and delivering said mass 
medium programming to at least one origination transmitter, said mass medium 
programming having an instruct signal which is effective at said receiver station to select 
information from one or more processed and stored data for presentation during the 
course of a mass medium program; 

receiving one or more control signals which at the remote intermediate mass 
medium programming transmitter station operate to control the communication of at least 
one of said mass medium programming and said instruct signal; and 
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transmitting said one or more control signals to said transmitter before a specific 

time. 

Claim 64: 

receiving a first code or first data at a transmitter station, said first code or data 
designating at least one of said subscriber response and a product or service offered by 
said mass medium programming presentation; 

receiving at said transmitter station a first instruct signal which is effective at said 
at least one receiver station to select and store one or more second data received in an 
information transmission for subsequent processing or presentation during the course of 
said mass medium programming presentation; 

transferring said first code or first data or said first instruct signal to a transmitter 
at said transmitter station at a specific time; and 

transmitting said first code or first data or said first instruct signal from said 
transmitter station. 

Claim 69: 

receiving at a broadcast or cablecast transmitter station a first instruct signal 
which is effective at said at least one of a plurality of receiver stations to select and store 
one or more data for subsequent processing or presentation during the course of a mass 
medium program; 

transferring said first instruct signal from said transmitter station to a transmitter; 

receiving one or more first control signals at said transmitter station, said control 
signals addressing said first instruct signal to said processor at said at least one of a 
plurality of receiver stations; and 
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transferring said one or more first control signals from said transmitter station to 
said transmitter, said transmitter station broadcasting or cablecasting said first instruct 
signal and said one or more first control signals to said plurality of receiver stations. 

Claim 77: 

displaying a first mass medium program that promotes first data, said interactive 
mass medium program output apparatus having an input device to receive input from a 
subscriber; 

prompting said subscriber during said first mass medium program to provide 
subscriber input if said subscriber wants said first data promoted in said step of 
displaying, said interactive mass medium program output apparatus having an output 
device for outputting said first data; 

receiving a reply from said subscriber at said input device in response to said step 
of prompting said subscriber, said interactive mass medium program output apparatus 
having a processor for processing said subscriber reply and controlling delivery of said 
first data; 

delivering instructions at said interactive mass medium program output apparatus 
in response to said step of receiving a reply, said instructions controlling said interactive 
mass medium program output apparatus; 

processing said instructions from said step of delivering, said instructions 
effective to select and store second data to be used as a source for subsequent processing 
or presentation of said first data during the course of a second mass medium program; and 

delivering said first data on the basis of said instructions. 
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D. Response to Allegation of Defective Oath/Declaration 

The Examiner asserts that the oath or declaration is defective (Office Action at 
149-150.) The Examiner asserts that the instant application is a continuation-in-part of 
Application No. 1 13,329, filed August 30, 1993. Thus, the Examiner requires a new oath 
or declaration that acknowledges the duty to disclose to the Office all information known 
to Applicants to be material to patentability which occurred between the filing date of the 
prior application and the filing date of the instant application. Applicants note that the 
disclosure as filed May 22, 1995 is identical to the disclosure of Application No. 1 13,329. 
Applicants properly filed the instant application under the provisions of 37 C.F.R. § 1.60 
as in effect on May 22, 1995. Rule 60 provided conditions under which an Applicant 
may omit signing a new oath or declaration in a continuation application. Applicants 
respectfully submit that they have fully complied with the provisions of Rule 60 as in 
effect upon filing of the instant application. Accordingly, Applicants request that the 
requirement for a new oath or declaration be withdrawn. Notwithstanding the above, 
should the Examiner maintain the requirement to file a new oath or declaration, 
Applicants respectfully request that the requirement be held in abeyance until allowable 
subject matter is indicated as provided under 37 C.F.R. § 1.111. 

The Examiner addresses the preliminary amendment filed May 22, 1995, which 
substituted on page 1 a paragraph under 35 U.S.C. § 120 including references to related 
applications. This amendment included the statement: "This is a continuation of 
application serial no. 08/1 13,329, filed August 30, 1993, herein incorporated by reference 
in its entirety." The Examiner apparently believes this statement introduced new matter 
into the specification. As the document attempted to be incorporated by reference is an 
identical specification to the specification of the instant application, the Examiner's basis 
for this position is not entirely clear to Applicants. However to advance the prosecution 
of this application Applicants request that any alleged new matter by canceling the phrase 
"herein incorporated by reference in its entirety" from page 1 . 
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£. Response to Objection to the Specification 

The Office Action states, 'The instant specification is objected to because 
applicants are changing, some +18 years after making the '81 disclosure, the original 
written description." (Office Action at 8 & 149.) 

The amendment changes page 37, lines 23-25, of the specification to read: 

Controller, 39, 44, or 47, is preprogrammed to receive [units] words of 
signal information, to assemble said [units] words into signal [words] units 
that subscriber station apparatus can receive and process, and to transfer 
said [words] units to said apparatus. 

(Additions underlined, deletions bracketed.) 

Applicants submit that this amendment corrects an inadvertent error made in 

preparation of the specification as filed. The amendment includes no new matter. 

Applicants respectfully request that the Examiner withdraw the objection for the 

following reasons. 

The amended language describes that aspect of the invention in which signal 
words are received and assembled into signal units. The assembly of signal words into 
signal units is described consistently throughout the specification in the manner effected 
by the amendment. As the amendment merely clarifies the disclosure, the amendment 
introduces no new matter. 

The specification as filed, on page 14, lines 23-25, describes, "discrete words . . . 
that receiver apparatus must assemble in order to receive one complete instruction." A 
signal unit is defined as "one complete signal instruction." (Spec, at 14 11. 26-27.) Thus, 
words must be assembled to create a signal unit. The specification consistently discloses 
that signal words are received and assembled into signal units. 

Further, the specification consistently refers to signal words as the basic 
information block from which other information units are formed. The specification at 
page 65, lines 34-35, states; "Each message is composed in a whole number of signal 
words." "Said information consists of a series of discrete signal words." (Spec, at 70 11. 
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28-29.) "[S]aid given signal word is an EOFS WORD and may be part of an end of file 
signal." (Spec, at 71 11. 5-7.) "[T]o detect those particular uninterrupted series of EOFS 
WORDs that constitute end of file signals." (Spec, at 74 11. 11-12.) "For example, end of 
file signals could include the signal word preceding said uninterrupted sequence." (Spec, 
at 82 11. 23-25.) Signal words are formed into commands and other signals throughout 
the specification. 

In the recent Office Action, the sentence on page 15, lines 4-6, of the specification 
is relied upon as evidence that the amendment is new matter. (Office Action at 8 & 149.) 
The sentence reads, "Signal words may contain parts of signal units, whole signal units, 
or groups of partial or whole signal units or combinations." This statement simply 
describes the circumstance in which a higher level word could contain a lower level unit. 
Obviously, this statement does not contradict the prior statement that discrete words must 
be assembled to obtain a signal unit. As signal words are disclosed as being assembled 
into signal units, the amendment cannot contain new matter, regardless of the other 
variations disclosed in the specification. The statement relied upon by the Examiner 
actually supports the conclusion that the amendment does not introduce new matter. 

In Personalized Media Communications, L.L. C v. International Trade 
Commission, No. 97-1532 (Fed. Cir. Jan. 7, 1999), the U.S. Court of Appeals for the 
Federal Circuit construed claim 35 in U.S. Patent No. 5,335,277 (the c 277 patent). The 
'277 patent issued to Applicants on August 2, 1994, from a specification identical to the 
specification filed in the instant application. In construing the claims of the '277 patent, 
the Court concluded that the prosecution history of the '277 patent did not prevent the 
term "information of a selected television unit" from reading on channel and time 
information. The Court thus addressed the meaning of the term "selected television 
program unit." The Court noted that "a selected program unit" is a particular television 
program, such as Wall Street Week. The Court did not address the meaning of the terms 
"signal unit" or "signal word." No reasoning set forth by the Court conflicts with 
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Applicants' assertion that the specification discloses that signal units are assembled from 
signal words. 

Applicants maintain that the amendment to the specification filed February 18, 
1999, corrects an obvious error in the specification as originally filed. The amended 
language describes the assembly of signal words into signal units. The assembly of signal 
words into signal unit is described at page 14, lines 23-27, of the specification. 
Therefore, the amendment does not include new matter. Accordingly, Applicants request 
that the objection to the specification be withdrawn. 

F. Response to Rejections under 35 U.S.C. § 112 

1. Response to Rejections under §112, first paragraph 

a) Response to Written Description Rejections 

(1) The Office Action Fails to Establish a Prima Facie 

Rejection Under the Written Description Requirement of 
35 U.S.C. §112 

In the Office Action, the Examiner rejects claims 3-82 under 35 U.S.C. § 1 12, 
first paragraph for incorporating subject matter not described in the specification as filed 
in such a manner as to reasonably convey to one skilled in the relevant art that the 
inventors, at the time the application was filed, were possessed of the claimed invention. 
(Office Action at 8.) Applicants firmly believe that the instant specification and 
respective priority documents, all of which are substantially identical, each describe the 
subject matter of the pending claims. Thus, in Applicants 5 view, the pending claims fully 
comply with the requirements of the first paragraph of 35 U.S.C. § 1 12. Accordingly, 
Applicants respectfully request the withdrawal of the rejections of claims 3-82 under 35 
U.S.C. § 1 12, first paragraph. 

The Examiner notes that the instant specification does not include the exact words 
and phrases of the disclosure of Applicants' parent Application No. 317,510 (the '81 
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disclosure.) (Office Action at 3.) The Examiner argues that since Applicants successfully 
assert that the '81 disclosure supports the pending claims and the '81 disclosure is not 
duplicated verbatim in the instant specification then it follows that the instant 
specification does not support the pending claims. The Examiner assumes that the 
subject matter in the '81 disclosure that is not duplicated verbatim within the instant 
specification is omitted from the instant specification. This assumption is incorrect. 
Applicants maintain that, although the '81 disclosure is not included in identical words in 
the instant specification, the subject matter of the '81 disclosure is specifically included in 
the instant specification. 

"The function of the description requirement is to ensure that the inventor had 
possession, as of the filing date of the application relied on, of the specific subject matter 
later claimed by him." In re Wertheim, 541 F.2d 257, 262, 191 U.S.P.Q. 90, 96 
(C.C.P.A. 1976). Applicants rely on the filing date of November 3, 1981. On this date, 
Applicants filed Application No. 317,510, now issued as U.S. Patent No. 4,694,490 (the 
'490 patent). The specification of the '490 patent (the 5 81 disclosure) clearly 
demonstrates that Applicants had possession of the subject matter presently claimed. 

"[T]he PTO has the initial burden of presenting evidence or reasons why persons 
skilled in the art would not recognize in the disclosure a description of the invention 
defined by the claims." Id. at 263, 191 U.S.P.Q. at 97. The Examiner has failed to meet 
this burden. The record of the prosecution of the instant application fails to include any 
reasons why persons skilled in the art would not recognize from the specification that 
Applicants invented the invention defined by the pending claims. The Examiner merely 
states, at page 15 of the Office Action, that the "instant '571 disclosure has not been 
found to describe the alleged '81 support ' ... in such full, clear, concise, and exact terms 
. . .' as is required under the law of 35 U.S.C. 1 12 1st paragraph." The Examiner also 
provides a list of claim phrases that are deemed to lack support (Office Action at 8-75). 
This list includes practically all phrases from nearly all the pending claims and amounts 
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to an unsubstantiated assertion that the pending claims as a whole are unsupported under 
the written description requirement of 35 U.S.C. §112, first paragraph. The Examiner 
has failed to present evidence or reasons why persons skilled in the art would not 
recognize in the disclosure a description of the invention defined by the claims. 

The outstanding rejection under the written description requirement is merely a 
blanket, unsupported statement that the pending claims fail to meet the requirements of 
35 U.S.C. § 1 12, first paragraph. Because the Examiner includes no reasons for the 
rejection, the only manner for Applicants to respond is to exhaustively demonstrate where 
each and every limitation in the pending claims is found in the specification without 
regard to how clearly the specification may show each limitation to those skilled in the 
art. However in order to advance the prosecution of the instant application, Applicants 
submit herewith, Appendix A, reciting specification support for each claim limitation to 
the instant specification at to the parent 1981 priority application. 

(2) Applicants' Summary and Description of Integration of 
the Instant Specification 

Each manifestation of Applicants' claimed invention, regardless of how the 
manifestation may be described in the specification, is a single embodiment of the 
invention. Thus, the specific support provided for each claim is by definition from within 
a single embodiment. 

Applicants acknowledge that there are numerous embodiments of the presently 
claimed invention described in the specification. Applicants' specification is a single 
cohesive document with each successive section and example extending and developing 
the preceding disclosure. The various disclosures, examples, and subsystems disclosed 
within the specification are clearly intended to be integrated into general working 
systems, methods and apparatus. Applicants' specification is very carefully constructed 
to provide clear and unequivocal contextual relationship between the various inventive 
concepts, processes and apparatus that Applicants disclose. 
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At the outset, Applicants focus on the importance of integrating functionalities 
and state: 

It is the object of this invention to unlock this great potential in the fullest measure 
by means of an integrated system of programming communication that joins 
together all these capacities most efficiently. 

(Spec, at 3 11. 30-33)(emphasis added). 

In "Background of the Invention" (Spec, at 1-11), Applicants list a multitude of 
problems and limitations in the prior art for which this integrated system provides 
valuable solutions. Applicants also introduce focal opportunity: 

Today great potential exists for combining the capacity of broadcast 
communications media to convey ideas with the capacity of computers to process 
and output user specific information. One such combination would provide a new 
radio-based or broadcast print medium with the capacity for conveying general 
information to large audiences— e.g., "Stock prices rose today in heavy trading,"— 
with information of specific relevance to each particular user in the audience— e.g., 
"but the value of your stock portfolio went down." (Hereinafter, the new media 
that result from such combinations are called "combined" media.) 

Unlocking this potential is desirable because these new media will add substantial 
richness and variety to the communication of ideas, information and 
entertainment. Understanding complex subjects and making informed decisions 
will become easier. 

(Spec, at 2 11. 8-24,) 

Applicants explicitly acknowledge that to succeed in the fullest measure means 
solving many technical problems as well as providing for a broad spectrum of subscriber 

information demands and equipment capacities: 

To unlock this potential fully requires means and methods for combining and 
controlling receiver systems that are now separate— television and computers, 
radio and computers, broadcast print and computers, television and computers and 
broadcast print, etc. 

But it requires much more. 

To unlock this potential fully requires a system with efficient capacity for 
satisfying the demands of subscribers who have little receiver apparatus and 
simple information demands as well as subscribers who have extensive apparatus 
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and complex demands. It requires capacity for transmitting and organizing vastly 
more information and programming than any one-channel transmission system 
can possibly convey at one time. It requires capacity for controlling intermediate 
transmission stations that receive information and programming from many 
sources and for organizing the information and programming and retransmitting 
the information and programming so as to make the use of the information and 
programming at ultimate receiver stations as efficient as possible. 

(Spec, at 2 1. 25 through p. 3 1. 8)(emphasis added). 

To disclose how the integrated system overcomes the identified limitations, solves 
the problems, and realizes this potential fully, requires step-by-step teaching of separate 
elements - methods as well as apparatus - of Applicants' disclosed system. At each new 
step, the contextual relationship of the new teaching to earlier teachings is explicitly 
stated. Applicants highlight below how this step-by-step teaching carries the 
relationships of the various separate elements throughout the disclosure. 

(a) "One Combined Medium" (pages 19-28) 

In a section, (Spec, at 19-28), entitled "One Combined Medium," (Spec, at i 1. 16 
and p. 191. 5), which focuses on the subscriber station of Fig. 1, Applicants begin by 
teaching "a video/computer combined medium," (Spec, at 19 1. 6)(emphasis added). A 
local image - Fig. 1 A {See Spec, at 25 11. 9-14) - is provided at the subscriber station and 
combined with a remotely supplied video image - Fig. IB {See Spec, at 25 11. 30-33) - in 
order to deliver a combined image of Fig 1C {See Spec, at 26 11. 8-15). (Simultaneously, 
user specific local images are provided at other subscriber station and combined with the 
remotely supplied video image - {see, specification at page 26 lines 16-19.) 

(As an example of Applicants' step-by-step teaching approach, not until a section 
entitled "Audio Overlays and Other Overlays," which begins on page 463, are Applicants 
prepared to focus on Fig. 7D and teach "a radio/computer combined medium," (Spec, at 
464 1. 6), or teach "a broadcast print and computer combined medium," (Spec, at 466 1. 
20), or focus on Fig. 7E and teach "the full combined medium of television and 
computers," (Spec, at 468 11. 10-11). 
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In the "One Combined Medium" section, Applicants disclose concepts of "a 
combining operation" and "synchronization". For example: "subscriber station apparatus 
... execute a combining operation in synchronization.,.." (Spec, at 26 11. 21-22)(emphasis 
added). 

Applicants also teach order of operations. For example, one operation. (Spec, at 
24 11. 5-27), may provide the local image-Fig. 1 A-at the subscriber station; a different 
operation, (Spec, at 26 11. 4-11), may deliver the combined image-Fig. 1C. ("One 
Combined Medium" also discloses that a third operation, (Spec, at 27 11. 3-7), may 
terminate delivery of the combined image.) 

More broadly, in "One Combined Medium" Applicants teach important concepts 
regarding instructions and, most importantly, timing* For example: 

Decoder, 203, is preprogrammed to detect digital information .... Microcomputer, 
205, is preprogrammed ... to respond ... to instruction signals embedded in the ... 
programming transmission. 

(Spec, at 21 1L 14-24)(emphasis added). 

In said series in full— and in any one or more subsequent series of instructions— 
particular instructions are separated, as may be required, by time periods when no 
instruction that controls the microcomputer, 205, of any station is transmitted 
which periods allow sufficient time for the microcomputer, 205, of each and every 
subscriber station to complete functions controlled by previously transmitted 
instructions and commence waiting for a subsequent instruction, in a waiting 
fashion well known in the art, before receiving a subsequent instruction. 

(Spec, at 22 11. 9-18)(emphasis added). 

... an instruction ... causes subscriber station apparatus to execute a combining 
operation in synchronization .... 

(Spec, at 26 11. 21-22)(emphasis added). 

In addition, personalized programming is displayed only when it is of specific 
relevance to the conventional television programming of said combined medium. 
In the example, each subscriber views a graphic presentation of his own portfolio 
performance information as soon as it becomes specifically relevant to graphic 
information of the performance of the market as a whole. Prior to its time of 
specific relevance, no personalized information is displayed (despite the fact that 
said graphic information of the performance of the market as a whole is 
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displayed). And said personalized information is displayed only for so long as it 
remains specifically relevant. As soon as its specific relevance terminates, its 
display terminates. 

(Spec, at 27 11. 21-33)(emphasis added). 

In the "One Combined Medium" section, Applicants demarcate a critical type of 

instruction with a definition. 

Hereinafter, an instruction ... that causes subscriber station apparatus to execute a 
combining operation ... is called a "combining synch command." 

(Spec, at 26 11. 20-23)(emphasis added). 

Furthermore, in "One Combined Medium," Applicants teach a temporal 
relationship of combining synch commands that have specific functionalities. A first 
combining synch command, (See Spec, at 24 11. 5-27 and p. 26 11. 23-28), causes the 
local image-Fig. 1 A-to be provided at the subscriber station. A second combining synch 
command, (See Spec, at 26 11. 1-8 and 20-23), causes display of the combined image-Fig 
1C. (Furthermore, a third combining synch command, (See Spec, at 27 11. 3-7), 
terminates display of the combined image.) In their step-by-step teachings, Applicants 
provide clear contextual pertinence of subsequent teachings by making explicit 
reference to the "One Combined Medium" disclosure, and especially by establishing the 
temporal relationships of subsequent teachings to the Fig.lC combining and the 
functionalities provided by these combining synch commands. 

(b) "The Signal Processor" through "The Normal 
Transmission Location" (pages 28-86) and "The 
Preferred Configuration of Controller, 39, and SPAM- 
Controller, 205C." (pages 156-162) 

In the specification at pages 28-86 and pages 156-162, Applicants teach apparatus 

and signaling techniques that are used throughout the remainder of Applicants ' 

disclosure. Applicants teach Signal Processor, (Spec, at 28-34 and Fig.l); Signal 

Decoder, (Spec, at 34-38 and Figs.2A-2C); and Signal Processor System, (Fig.2D), 

apparatus. Applicants also teach in detail the controller (Spec, at 156-162 and Fig.3A) 
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apparatus of Signal Decoders (e.g., controller, 39, in Fig. 2A). Applicants teach 
signaling techniques in sections entitled "The Composition of Signal Information ... 
Commands, Information Segments, and Padding Bits," (Spec, at 43-49), The 
Organization of Message Streams ... Messages, Cadence Information, and End of File 
Signals," (Spec, at 59-69), "Detecting End of File Signals " (Spec, at 69-84), and "The 
Normal Transmission Location," (Spec, at 84-86). 

(c) "Operating Signal Processor Systems ... Introduction" 
through "Operating Signal Processor Systems ... Signal 
Record Transfer" (pages 86-278) 

At specification pages 86-278, Applicants teach methods of operating the signal 

processing apparatus of pages 28-86 and 156-162 explicitly within the context of the 

"One Combined Medium" disclosure. For example: 

Five examples illustrate methods of operating signal processing system apparatus. 
Each focuses on subscriber stations where the signal processor system of Fig. 2D 
and the combined medium apparatus of Fig. 1 share apparatus and operate in 
common. Fig. 3 shows one such subscriber station. 

(Spec, at 86 1. 32 through p. 87 1. 2)(emphasis added). 

All five examples describe signal processing variations that relate to the Fig. 1C 
combining of "One Combined Medium, " 

(Spec. 87 11. 30-32)(emphasis added). 

Each example focuses on the processing of the three signal messages of the Fig. 
1C combining. The information of said messages include three combining synch 
commands and one program instruction set. The first message is of the 
information associated with the first combining synch command. Said first 
command has a "01" header, an execution segment, and a meter-monitor segment 
of six fields. Said command is followed by an information segment that contains 
said program instruction set, and said information segment is followed by an end 
of file signal. Said first command addresses URS microcomputers, 205, and 
causes said computers, 205, to load and run the program instruction set 
transmitted in the information segment. 

(Spec, at 89 11. 3-16)(emphasis added). 

The second message is of the information associated with the second combining 
synch command. 
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(Spec, at 90 11. 4-5)(emphasis added). 

The third message is of the information associated with the third combining synch 
command, 

(Spec, at 90 11. 28-29)(emphasis added). 

Repeatedly throughout each of the five examples, reference is made to pertinent 
"One Combined Medium" disclosures. For example, in Example #1, (Spec, at 93-143), 
Applicants state: 

OPERATING SIGNAL PROCESSOR SYSTEMS ... EXAMPLE #1. 

The first example elaborates on the Fig. 1C combining described above in "One 
Combined Medium" and focuses on the operation of decoder, 203, SPAM- 
controller, 205C, and microcomputer, 205, on the execution of controlled 
functions, and on the the use of cadence information to organize signal 
processing. The example begins as divider, 4, starts to transfer to decoder, 203, in 
its outputted composite video transmission, the embedded binary information of 
the first message. 

(Spec, at 93 11. 20-29.) 

As described in "One Combined Medium" above, loading and running said 
program instruction set causes microcomputer, 205, (and URS microcomputers, 
205, at other subscriber stations) to place appropriate Fig. 1 A image information 
at particular video RAM. 

(Spec, at 107 11.20-24.) 

In the foregoing fashion and as described in "One Combined Medium" above, 
said transferred information of the second combining synch command causes 
microcomputer, 205, to combine the programming of Fig. 1 A and of Fig. IB and 
transmit said combined programming to monitor, 202M, where Fig. 1C is 
displayed. 

(Spec, at 125 1. 31 through p. 126 1. 1.) 

Fig. 3 (which is the combination of the apparatus of Figs. 1 and 2D (See Spec, at 
86 1. 32 et seq.)) and Fig. 3A (the controller in the decoders 30 and 203 in Fig. 3, (See 
Spec, at 156 1. 18 et seq.)) depict the receiver station at which all five examples occur. 
Example #1 discloses in detail transfer of SPAM messages to addressed apparatus at the 
receiver station as well as the execution of controlled functions in response to the 
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messages. Example #2 discloses selective decryption of content of the SPAM message 
stream at decryptor 10 of signal processor 200. Example #3 discloses the creation of 
signal records at signal processor 200 based on monitoring information contained in the 
message stream that delivers the Fig. 1C image. Example #4 discloses functioning of the 
Fig. 3A controller 39 in decoder 203, including selective decryption at decryptor 39K and 
additional processing of the message stream content to create signal records. Example #5 
discloses the functioning of signal processor 200 components (e.g., 6, 1, 2, 3, 30 and 40) 
to gather data on the availability of programming (see, for example, page 269 line 6). 

Pages of the specification 271-278, state: "In examples #3, #4, and #5, the 
transmission of SPAM signal information causes signal processor, 200, to transfer signal 
record information by telephone to remote station computers," (Spec, at 271 1. 33 et seq.) 
and teach this process in detail. 

(d) "Regulating the Reception and Use of Programming ... 
including Example #6" and "... Example #7" (pages 278- 
312) as well as "... More on Example #7 ... Combining ... 
Automatically to the Computer System ..." (pages 427- 
447) 

At pages 278-312 of the specification, Applicants teach methods of governing the 
reception and use of programming and relate to, for example, "digital ... television 
transmissions," {See Spec, at 279 1. 14). Example #6 discloses a variant of the type of 
decryption techniques disclosed in examples #2 and #4 to regulate the use of control 
signal, in particular. Focusing on the receiver station of Fig. 4, {See Spec, at 286 1. 6 
through p. 288 1. 20), example #7 discloses a multistage process of selectively decrypting 
digital components (video and audio) of a "television signal," {See Spec, at 288 11. 32-33). 
The multistage process includes selective transfer, e.g., by tuning or switching, (Spec, at 
295 11. 6-30). At pages 427-447, additional regulating concepts are taught which are 
variants to the disclosure of pages 287-312, and which rely on disclosures (e.g., 
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intermediate transmitter station automation, (Spec, at 324-390)) which occur in the 
specification between pages 312 and 427. 

Just like every one of examples #l-#5, examples #6 and #7 (Spec, at 287-312 and 
427-447) are disclosed within the context of the "Wall Street Week" program. With 
respect to example #6, see, for example, page 281 lines 7-9. With respect to example #7, 
see, for example, page 289 lines 12-27 and page 429 lines 26-33. The examples also 
disclosed functionally and temporally with respect to earlier disclosures such as in "One 
Combined Medium" at pages 19-28 (e.g., Spec, at 31 1 11. 10-16 and p. 447 11. 8-14). 

(e) "Monitoring Receiver Station Reception and 
Operation" (pages 312-324) 

At pages 312-324 of the specification, Applicants teach methods of monitoring 

the reception and operation of a receiver station using Fig. 5. Fig. 5 shows an extended 

system of monitoring decoder, controlled by signal processor 200, each monitoring an 

associated device and communicating monitor information to signal processor 200. This 

disclosure is also set within the context of the "Wall Street Week" program (See Spec, at 

322 11. 26-27), references Fig. IB (Spec, at 322 1. 35), and cites previously defined 

portions of example #3, which concern monitoring (see Spec, at 322 11. 30-35, p. 174 11. 

21-23, and p. 190 11. 14-16). 

(f) "Automating Intermediate Transmission Stations" 
(pages 324-390) including "Example #8" (pages 340- 
354) 

At pages 324-390 of the specification, Applicants teach automation of 
intermediate stations. The teachings relate to forms of programming that include, but are 
not limited to, television, radio, and data and that apply to all manner of broadcast and 
cablecast operations (see Spec, at 324 11. 11-17, p. 339 1. 9 through p. 340 1. 10, and p. 
389 1. 14 through p. 390 1. 1 1). Figs. 6A-B illustrate Applicants' teachings in the setting 
of a cable television system. Generally speaking, apparatus of Figs. 6A-B are described 
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at page 324 line 18 through page 328 line 17 and page 337 lines 1-24, and the basic 
methods of operation of the station (e.g., operating according to a complete programming 
schedule) are disclosed at page 325 line 17 through page 326 line 18 and page 328 line 8 
through page 331 line 16. Organizing units of prerecorded programming (e.g., to play 
according to schedule) is disclosed at page 331 line 17 through page 334 line 6. Playing 
according to schedule is disclosed at page 334 line 7 through page 336 line 35. 
Monitoring station operations is disclosed, inter alia, (e.g., to provide auditable proof-of- 
performance) at page 337 line 25 through page 339 line 8. In their teachings of 
organizing, playing and monitoring, Applicants introduce exemplary programming, 
including program unit Q which is a specific focus of later disclosures in Applicants' 
specification. Applicants teach the subject matter of pages 324-390 following pages 86- 
324 to make clear that the earlier teachings apply at intermediate transmission stations as 
well as end user stations, (e.g., Spec, at 339 1. 29 through p. 340 1. 10 and p. 389 1. 31 
through p. 390 1. 11). 

In example #8, Applicants teach a distribution station, such as a satellite uplink, 
which transmits control signals and units of programming, such as television spot 
commercials, to a plurality of automated intermediate transmission stations as taught at 
pages 324-340 (Spec, at 340 1. 13 through p. 345 1. 28). The intermediate transmission 
stations receive the control signals, (e.g., Spec, at 342 1. 18 through p. 343 1. 17 and p. 
344 11. 28-32), and the programming, and store and retransmit selected exemplary 
television spot commercials - most focally program unit Q, (e.g., Spec, at 343 11. 5-17, 
p. 351 1. 27 through p. 352 1. 30, and p. 353 11. 6-28), with each intermediate station 
operating independently and retransmitting its selected exemplary commercial(s) at 
different times and in different channels (Spec, at 343 1. 5 through p. 344 1. 22 and p. 345 
1. 29 through p. 354 1. 3). The intermediate stations automatically retain and 
communicate proof-of-performance records to one or more remote auditing stations, (see 
Spec, at 341 11. 1 1-15 and p. 352 1. 18 through p. 354 1. 3). 
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(g) Examples #9 and #10 (pages 354-390 & 469-516): 
"Automating Intermediate ... Station Combined 
Medium Operations" (pages 354-374 of Example #9) 
and "Network Control of Intermediate Generating and 
Embedding" (pages 374-390 of Example #10) 

In examples #9 and #10, at pages 354-374 of the specification for example #9 and 
pages 374-390 for example #10, Applicants teach automation of an intermediate station 
in creation and transmission of combined medium programming ("of the same sort as 
'Wall Street Week"' at page 355 lines 1-2). At pages 469-516, Applicants teach the 
corresponding operations of a plurality of end user stations to which the intermediate 
station transmits the programming so created. Both examples focus on Program unit Q 
(see Spec, at 354 1. 35 through p. 355 1. 14, p. 374 1. 29 through p. 375 1. 12, p. 469 11. 1-2, 
and p. 478 11. 23-26). In each example, Applicants teach a sequence of messages and 
carefully name each message in the sequence with a name that ties together the 
transmitter functions of pages 354-390 and the corresponding end user station 
functions of pages 469-516 unambiguously. (Appendix D, a Glossary of Defined 
Terms, is included herewith identifying certain terms and defined by their use in the 
instant specification.) For example, the "program-instruction-set message (#9)" is defined 
at page 371 lines 17-19 and transmitted at page 372 lines 4-6; the "program-instruction- 
set message (#10)" is defined at page 385 lines 14-16 and transmitted at page 386 lines 
12-14: the "program-instruction-set message (#10)" is received at the end user station(s) 
at page 484 lines 5-14; and at page 514 lines 8-13, 17 and 23-24 Applicants teach that the 
"program-instruction-set message (#9)" "[causes] the same functioning" at the end user 
station(s) as the "program-instruction-set message (#10)". Some of the other messages in 
the sequence are named at page 372 lines 20-35, page 387 lines 19-31, page 490 lines 24- 
34, page 492 lines 1-11, page 495 lines 1-10, etc., and page 514 lines 8-31. 

At pages 354-374 in example #9, Applicants teach local origination, (Spec, at 
374 1. 6 and p. 368 11. 3-4), of combined medium programming at an automated 
transmitter station (which is also an intermediate transmission station). Program unit Q, 
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which is delivered to and handled at the intermediate station according to the teachings of 
pages 324-354, (Spec, at 355 11. 15-17), is disclosed as television-based combined 
medium programming, (Spec, at 354 1. 35 through p. 355 1. 14), that contains embedded 
signals, (e.g., Spec, at 356 1. 9 through p. 358 1. 21, p. 367 11. 30-33, p. 369 11. 4-6, and p. 
372 11. 22-35). As one example of the creation of programming, at pages 359 line 14 
through page 365 line 21, Applicants teach automation of the intermediate station to 
create a set of instructions (called "PROGRAM.EXE" at page 365 line 8 and defined as 
the '"program-instruction-set of Q'" at page 365 lines 18-21) and to transmit the 
instructions, (Spec, at 371 1. 11 through p. 372 1. 6), in a "program-instruction-set 
message,' 5 (Spec, at 371 11. 17-19 and p. 372 11. 4-6). 

At pages 374-390 in example #10, Applicants teach network origination (Spec, 
at 374 11. 20-31) of combined medium programming and focus especially on the creation 
of programing in the network at automated intermediate stations as well as at an 
origination station. Program unit Q in example #10 is the same program unit Q as in 
example #10 (Spec, at 375 11. 7-8). In example #10 Applicants disclose the same creation 
of programming as in example #9. For example, page 377 line 4 through page 382 line 
14 corresponds to page 358 line 26 through page 366 line 18; "PROGRAM.EXE" 
appears at page 379 line 24, page 380 line 18, and page 382 line 3; definitions of the 
"'program-instruction-set of Q.T" and "'program-instruction-set of Q.2'" occur at page 
378 lines 23-28 and at page 380 lines 20-24 respectively; and generated instructions are 
transmitted at page 385 line 9 through page 386 line 14 in a "program-instruction-set 
message." But in contrast to example #9 which focuses on origination at just one 
transmitter station, in example #10 Applicants teach a plurality of automated intermediate 
station operating in parallel under control of a network origination station to generate and 
transmit control instructions messages (see Spec, at 59 11. 29-33) to different end user 
stations. Furthermore, Applicants teach that the control instructions differ from each 
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other (e.g., the PROGRAM.EXE files in the messages (Spec, at 484 11. 9-10 and 17-18) 
differ (Spec, at 379 11. 5-31 and p. 380 11. 7-20)). 

The end user station functionalities of examples #9 and #10 are disclosed at pages 
469-516. Applicants teach a series of combined medium outputs (e.g., Spec, at 491 11. 
10-16 and p. 506 11. 17-21) in response to the transmitted control instructions or 
"messages" (Spec, at 484 11. 5-18, p. 485 11. 14-18, p. 490 1. 24 through p. 491 1. 16, and 
p. 505 1. 32 through p. 506 1. 21). Furthermore, the information outputted in the 
combined medium outputs differs from end user station end user station (Spec, at 491 11. 
10-29 and p. 506 11. 17-31). Applicants also teach in examples #9 and #10 other 
functionalities, such a viewer interactivity and interactivity with stations remote from the 
end user stations, that are discussed more fully below. 

(h) Automating Ultimate Receiver Stations (pages 390-427) 
... Regulating Station Environment (pages 396-406) ... 
Coordinating a Stereo Simulcast (pages 406-419) ... 
Receiving Selected Programming (419-427) 

Focusing on Fig. 7, Applicants teach, at pages 390-396 of the specification, 

apparatus and functionalities of an end user station including computing, signal 

processing (e.g. Figs. 2-2D), switching, decrypting, etc., in addition to receivers, storage 

devices, and various speaker and display devices. On page 396 is additional disclosure 

associated with the preferred controller, 39, taught at pages 156-162. At pages 396-406, 

Applicants disclosure concepts associated with broadcast/cablecast control of end 

receiver station heating/cooling and mechanical systems as well as interactivity associated 

with, for example, utilities meter reading. At pages 406-419, Applicants teach 

coordinating separate systems under broadcast/cablecast control - in this case, controlling 

devices associated with television and radio to present a stereo simulcast - as well as 

monitoring the devices in order to provide records of the performance of the stereo 

simulcast and of other presentations at the end user station to a remote data collection 
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station. At pages 419-427, Applicants teach storing identifiers (e.g., of the stocks in a 
stock portfolio) and controlling the receiver station (e.g., tuning cable converter 222 at 
page 423 lines 1 1-13) to receive identified news at to process the news {e.g., Spec, at 425 
11. 30-34) according to pre-entered instructions of a user. 

(i) More Disclosure in the Context of "Wall Street Week" 
(pages 427-469) 

Having taught basic concepts of apparatus and automation of ultimate receiver 
stations, Applicants teach more advanced concepts within the context of "Wall Street 
Week" and its many attendant earlier teachings. Applicants' objective, in so doing, is to 
teach how the various teachings, attendant to "Wall Street Week", relate to each 
other. 

(j) More on Example #7 (pages 427-447) 

At pages 427-447 of the specification, Applicants elaborate on the earlier 
"Regulating Systems" (Spec, at 288 1. 22) teachings of example #7 (Spec at 288-312), 
which are summarized in section (d) above. Applicants teach the network described in 
"One Combined Medium" (Spec, at 20 1. 28 through p. 21 1. 4) as a self structuring, 
parallel processing computing system. This teaching follows Applicants teaching of 
"Automating Intermediate Transmission Stations" (Spec, at 324 1. 7 and pp. 324-390) in 
order to elaborate on intermediate transmission station {e.g., see references to Fig. 6 at 
page 429 line 29 and page 325 lines 15-16) automation within the context of example #7 
{e.g., Spec, at 429 1. 26 through p. 435 1. 15) and the teachings attendant to "Wall Street 
Week" generally. Applicants teach the selective processing of incoming programming in 
accordance pre-stored "program-unit-of-interest information" {e.g., Spec, at 428 11. 21-26) 
that enables different viewer stations to handle differently (e.g., store/display, 
automatically authorize purchase of) the "Wall Street Week" programming. Applicants 
teach storage of programming (Spec, at 445 11. 27-32) that includes {e.g., Fig. 1C) the 
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locally provided information (e.g., Fig. 1 A) combined with the remotely supplied 
information (e.g., Fig. IB). 

(k) Controlling Combined Medium Operations (pages 447- 
457) 

At pages 447-457 of the specification, Applicants teach the functioning of "One 
Combined Medium" (Spec, at 19-28) within the context (e.g., Spec, at 451 11. 1-3) of 
functions that (i) precede (Spec, at 447 1. 26 through p. 45 1 1. 1 1) the beginning of the 
"One Combined Medium" programming (i.e., "Wall Street Week") and (ii) follow (Spec, 
at 451 1. 4 through p. 457 1. 10) the display of Fig. 1C. Applicants teach providing and 
updating viewer data (e.g., stock portfolio data) before the start of, for example, "Wall 
Street Week" and controlling viewer stations to generate and combine into the "One 
Combined Medium" programming a series of local images with each image combined 
within its specific time interval of relevance. Applicants also teach error correction 
techniques for controlling viewer station computers that function incorrectly or 
inefficiently. 

(1) Transmitting Program Instructions Sets (pages 457-463) 

Having taught generation of more than one image, inefficiency, and error 
correction, Applicants teach methods, at pages 457-463, for timely provision of software 
for controlling the generating and combining of local images (e.g., Fig. 1A) into the "One 
Combined Medium" programming. These include varying size of the bandwidth in 
which the software is located, as well as the location(s) and the timing pattern(s) in which 
the software is transmitted. 

(m) Audio Overlays and Other Overlays (pages 463-468) 

Focusing on Fig. 7D, Applicants teach a radio combined medium at pages 464- 
466 of the specification, including local selection at a radio receiver station of user 
specific audio and insertion of the selected audio into radio programming supplied from a 
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remote radio transmitter. Applicants teach a broadcast print combined medium at pages 
466-468, including local selection at a broadcast print receiver station of user specific text 
and insertion of the selected text into broadcast print programming supplied from a 
remote transmitter. Focusing on Fig. 7E, Applicants teach at page 468 a television 
combined medium that includes customized audio as well as customized video. 

(n) Examples #9 and #10 Continued - Viewer/Listener 
Station Functionalities (pages 469-516) 

To teach the viewer/listener station processing of program unit Q in examples #9 

and #10 (see section (g) above), Applicants focus on the "ultimate receiver station" 

(defined at page 40 line 35 through page 41 line 1) of Fig. 7 (e.g., Spec, at 390 11. 30-31 

and p. 470 1. 9). Having taught the concepts summarized in section (m) above, 

Applicants can teach receiver stations interconnecting "apparatus ... in the fashion of Fig. 

7E" (Spec, at 480 11. 16-17). In this environment, Applicants teach local interactions 

(e.g., by humans at page 471 lines 6-18 and page 508 line 19 through page 509 line, and 

by equipment at, for example, page 484 lines 7-18 and page 509 line 35 through page 511 

line 22) result in interaction between local station and remote station equipment (see 

Spec, at 509 1. 35 through p. 510 1. 4). Drawing on virtually every previous teaching, 

Applicants disclose at pages 469-516 generation of a series of outputs (e.g., Spec, at 485 

11. 14-18) that include video (e.g., Spec, at 491 11. 10-29), audio (Spec, at 491 1. 30 

through p. 493 1. 22), and print (Spec, at 496 1. 3 through p. 499 1. 3). Applicants also 

disclose error correction, as summarized in the section above, at page 514 line 32 through 

page 516 line 13. Furthermore, Applicants disclose at page 514 lines 8-31 that the 

viewer/listener stations perform substantively identically in examples #9 and #10. 
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(o) Preprogramming Receiver Station Operating Systems 
(pages 516-532) and The Preferred SPAM Header 
(pages 532-533) 

At pages 516-532 of the specification, Applicants teach one master control station 
(e.g., Spec, at 518 11. 17-26) transmitting operating system instructions to and 
programming transmitter and receiver station widely dispersed over a geographic area 
with the operating systems. Each station to be programmed selects those operating 
system instructions that apply to its particular type and version of reprogrammable 
device(s) (e.g., Spec, at 522-524), routes the instructions to memory of the 
reprogrammable device(s), and commences operating under control of the operating 
system instructions. At pages 532-533, Applicants further focus on the desirability of 
flexibility for system expansion and teach that the preferred SPAM header is one byte in 
length. 

(p) The General Case ... Summary Example #11 (pages 533- 
557) 

While Applicants could summarize their disclosure by simply stating that each 
method and feature of their disclosed "unified system" (Spec, at 533 1. 24) could be 
combined with every other method and feature (on its face an apparent tautology), they 
choose, instead, to provide one final example which explicitly relies on the entirety of 
foregoing disclosure. In example #11, programming is distributed in a time cycling 
fashion (e.g., Spec, at 536 1. lie/ seq. and p. 556 11. 12-14) from a European master 
control station via satellite (Spec, at 536 11. 4-6) to national intermediate transmission 
stations (Spec, at 534 11. 26-31) which transmit to local intermediate transmission station 
(Spec, at 535 11. 18-22) which, in turn, transmit to ultimate receiver stations (Spec, at 534 
11. 1-4) where programming is displayed (e.g., Spec, at 552 11. 20-30) and information is 
communicated responsively (e.g., Spec, at 555 11. 14-29) back to the European master 
control station and the national and local intermediate stations (Spec, at 555 1. 26 through 
p. 556 1. 9). 
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The European master control station controls the national intermediate stations 
(e.g., Spec, at 541 1. 29 through p. 542 1. 2 and p. 543 11. 20-29) to control the local 
intermediate stations (e.g., Spec, at 544 1. 23 through p. 545 1. 1 1) to control the ultimate 
receiver stations (e.g., Spec, at 547 11. 19-26 and p. 548 11. 1-6). User specific information 
is generated at each ultimate receiver station (e.g., Spec, at 548 11. 18-22 and p. 550 11. 30- 
31), stored at each ultimate receiver station (e.g., Spec, at 551 11. 11-14), explained in 
combined medium output (Spec, at 552 11. 17-30), and communicated to the European 
master control station and the national and local intermediate stations (Spec, at 555 1. 26 
through p. 556 1. 9). At points in the disclosed example #1 1 cycle where functions are 
described in general, reference is made to earlier sections of the specification that teach 
the detail of how the function is performed. For example, at page 537 lines 6-17, the 
European master control station is explicitly disclosed as preprogramming the national 
and local intermediate stations and the ultimate receiver stations in the fashion 
summarized in the above section. 

(q) Conclusion 

As demonstrated above, within the specification, many embodiments of the 
claimed invention are disclosed. Each manifestation of an apparatus or method that 
includes the subject matter defined by the instant claims is a single embodiment of 
Applicants' invention. Such a single embodiment of Applicants' invention may have 
elements or steps that are described in detail in various separate sections of the instant 
specification. Every embodiment of the instant invention that is described by the 
specification as a whole is a single embodiment of the instant invention that provides 
support under the written description requirement. 

It appears, however, that what the Examiner intends to request is that Applicants 
provide support for every limitation of an individual claim from within a single one of the 
detailed enumerated examples listed in the specification. In other words, the Examiner 
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requests that the support provided for all the limitations of an individual claim be 
contiguous or proximate within only a portion of the specification, rather than the 
specification as a whole. The written description requirement of 35 U.S.C. § 1 12 does 
not mandate such contiguous or proximate descriptions of each element or step of every 
individual claim. 

"To fulfill the written description requirement, a patent specification must 
describe an invention and do so in sufficient detail that one skilled in the art can clearly 
conclude that the 'inventor invented the claimed invention.'" Regents of University of 
California v. Eli Lilly and Co., 1 19 F.3d 1559, 43 U.S.P.Q.2d 1398, 1404 (Fed. Cir. 
\997)(quoting Lockwood v. American Airlines, 107 F.3d 1565, 41 U.S.P.Q.2d 1398, 1405 
(Fed. Cir. 1997)). Applicants submit that one of ordinary skill in the art would determine 
that the inventors possessed the claimed invention by recognizing that the embodiments 
indicated in Appendix A are described in the specification. Since, for the reasons 
discussed above, one of ordinary skill in the art would recognize that the specification is a 
single cohesive document containing many descriptions of methods and apparatus 
included in general integrated systems, there is no reason that the entire support for each 
individual claim must come from within a single detailed enumerated example described 
in the specification. However in order to advance the prosecution of the instant 
application, Applicants have selected embodiments for inclusion in Appendix A that 
include elements and steps described primarily in a single enumerated example of the 
specification. 

(r) The Subject Matter in the '81 Disclosure is Specifically 
Included In the Instant Specification 

Applicants recognize that they must convey that they were in possession of the 

invention as of the effective filling date of November 3, 1981. Applicants also recognize 

that the claim of priority under 35 U.S.C. § 120 requires that the previously filed 

application disclose the invention in the manner provided by the first paragraph of 35 
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U.S.C. § 1 12. Accordingly, throughout the prosecution of the pending claims, Applicants 
have provided support based on the application filed November 3, 1981. Applicants also 
submit herewith, in Appendix A, support for each claim limitation from the application 
filed November 3, 1981 . Applicants respectfully submit that the detailed support 
provided in Appendix A demonstrates full compliance with the written description 
requirement of 35 U.S.C. § 1 12, first paragraph, and the related requirement of 35 U.S.C. 
§ 120. Additionally, Applicants submit Appendix C herewith, to provide a correlation 
between the 1981 priority specification (as referenced the column and line numbers of 
Applicants' U.S. Pat. No. 4,694,490) and the instant specification, and Appendix D 
containing a Glossary of Defined Terms with respect to the instant specification. 

In the Office Action at page 5, the Examiner seeks an explanation for how the '81 
disclosure can be considered the specification support. The subject matter in the '81 
disclosure is clearly included in the instant specification as demonstrated by Appendix C. 
Applicants respectfully assert that one skilled in the art, upon recognizing a description of 
the invention in the '81 disclosure, would readily recognize a description of the invention 
in the instant specification. The Examiner merely states at page 3 of the Office Action 
that the previously provided support does not cite the sentences, paragraphs, or passages 
of the instant specification. Applicants submit that the support provided in Appendix A 
demonstrates that the instant specification describes the subject matter that is originally 
disclosed in the '81 application and is presently claimed. 

Applicants clarify that the instant specification does not included a verbatim 
duplication of the '81 disclosure. However, Applicants maintain that the subject matter 
in the '81 disclosure is specifically included in the instant specification. Neither 35 
U.S.C. § 1 12 nor 35 U.S.C. § 120 requires that the parent application be incorporated into 
the pending application either by reference or by verbatim repetition. "In order to 
determine whether a prior application meets the 'written description' requirement with 
respect to later-filed claims, the prior application need not describe the claimed subject 
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matter in exactly the same terms as used in the claims; it must simply indicate to persons 
skilled in the art that as of the earlier date the applicant had invented the what is now 
claimed." Eiselstein v. Frank, 52 F.3d 1035, 34 U.S.P.Q.2d 1467, 1470 (Fed. Cir. 
1995)(citation omitted)(quoting Vas-Cath v. Mahurkar, 935 F.2d 1555, 1561, 19 
U.S.P.Q.2d 1111,1116 (Fed. Cir. 1991)). Applicants respectfully submit that the support 
cited in Appendix A demonstrates that the c 81 disclosure indicates to persons skilled in 
the art that as of November 3, 1981, Applicants had invented what is now claimed. 

(3) 35 U.S.C. § 112 Includes No Requirement That Identical 
Embodiments of the Invention be Described in Both a 
Parent Application and a Subsequent Application 
Claiming Priority Therefrom 

As discussed above, there are many embodiments of the claimed invention 

disclosed in the specification in such full, clear, concise, and exact terms that one skilled 

in the art would clearly conclude that Applicants invented the claimed invention as of the 

effective filing date of the application. There is no conflict or discrepancy for Applicants 

to refer to one embodiment at one point during the prosecution of the instant application 

and to refer to another embodiment at a different point. Applicants may independently 

rely on various embodiments of the claimed invention to demonstrate support under the 

written description requirement. Likewise, there is no requirement in either 35 U.S.C. § 

1 12 or 35 U.S.C. § 120 that identical embodiments of the invention be described in both a 

parent application and subsequent application claiming priority therefrom. As noted 

above, "the prior application need not describe the claimed subject matter in exactly the 

same terms as used in the claims; it must simply indicate to persons skilled in the art that 

as of the earlier date the applicant had invented the what is now claimed." Eiselstein v. 

Frank, 52 F.3d 1035, 34 U.S.P.Q.2d 1467, 1470 (Fed. Cir. 1995)(citation 

omitted)(quoting Vas-Cath v. Mahurkar, 935 F.2d 1555, 1561, 19 U.S.P.Q.2d 1111,1116 

(Fed. Cir. 1991)). "[IJpsis verbis disclosure is not necessary to satisfy the written 
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description requirement of section 112. Instead, the disclosure need only reasonably 
convey to persons skilled in the art that the inventor had possession of the subject matter 
in question." Fujikawa v. Wattonasin, 39 U.S.P.Q.2d 1895, 1904 (Fed. Cir. 
\996){cpiOimgIn re Edwards, 56% F.2d 1349, 1351-52, 196 U.S.P.Q 465, 467 (C.C.P.A. 
1978)). Applicants may rely on different embodiments at different times to show that the 
disclosure conveys to those skilled in the art that Applicants had possession of the 
claimed subject matter. Applicants respectfully submit that such use of multiple 
embodiments is permissible to demonstrate compliance with the written description 
requirement of 35 U.S.C. § 1 12. However, where clarity permits, Applicants have 
selected similar embodiments from both the '81 disclosure and the instant specification 
for inclusion in Appendix A to demonstrate compliance with the written description 
requirement. 

(4) Conclusion 

The Examiner has failed to establish a prima facie rejection under the written 
description requirement of 35 U.S.C. § 1 12, first paragraph, because no reasons are given 
as to why one skilled in the art would not consider the description sufficient. The 
Examiner also asserts that there is a lack of continuity between the disclosure in the 
application filed November 3, 1981 and the instant specification. Applicants maintain 
that, although the '81 disclosure is not included in identical words in the instant 
specification, the subject matter of the '81 disclosure is included in the instant 
specification. Furthermore to demonstrate support for the instant claims, submitted 
herewith, in Appendix A, are tables demonstrating support for each claim from both the 
'81 disclosure and the instant specification. In view of the above arguments and 
Appendices A, C & D, Applicants respectfully request that the rejection under the written 
description requirement of 35 U.S.C. § 112, first paragraph be withdrawn. 
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b) The Specification Enables One Skilled in the Art to Make and 
Use the Invention 

The Examiner rejects claims 3-82 under the enablement requirement of 35 U.S.C. 
§112, first paragraph. (Office Action at 5.) The Examiner concludes that the 
handling/transmission of "digital television signals" is not enabled by the specification. 
(Office Action at 75.) The Examiner also concludes that "data" could not be processed in 
the same manner as television and radio programming units. (Office Action at 86.) 
However, these conclusions are not directed specifically to the invention claimed by the 
presently pending claims. 

The test for enablement is whether one reasonably skilled in the art could make or 
use the invention from the disclosure in the application coupled with information known 
in the art without undue experimentation. United States v. Telectronics, Inc., 857 F.2d 
778, 785, 8 U.S.P.Q.2d 1217, 1223 (Fed. Cir. 1988). The invention is defined by the 
claims presented in the instant application. The Examiner concludes that the terms 
"digital" and "data" are not enabled. The Examiner fails to consider how these terms 
define Applicants' invention in the instant claims. The Examiner has failed to include 
any analysis of whether any particular claim is supported by the disclosure. The PTO 
bears the initial burden of setting forth a reasonable explanation as to why it believes that 
the scope of protection provided by each claim is not adequately enabled by the 
description of the invention provided in the specification of the application. In re Wright, 
999 F2d 1557, 27 U.S.P.Q.2d 1510, 1513 (Fed. Cir. 1993) The Examiner has failed to 
consider the scope of protection provided by the claims in his analysis under the 
enablement requirement. Therefore, the Examiner has failed to establish a prima facie 
rejection under the enablement requirement of 35 U.S.C. § 1 12, first paragraph. 

The Examiner suggests Applicants enumerate which claim trees are directed 
toward an '81 embodiment and which are directed toward an '87 embodiment. In Part 
a)(2)(r) above, Applicants have fully addressed this ground of rejection in the context of 
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the written description requirement. Applicants maintain that each pending claim defines 
an invention that has embodiments described in both the application originally filed 
November 3, 1981, and the instant specification. The Examiner has failed to determine 
that one reasonably skilled in the art could not make or use the invention by the 
conclusion that the claims "seem to mix and match '81 and '87 disclosed embodiments." 
Therefore, the Examiner has failed to establish a proper rejection under the enablement 
requirement of 35 U.S.C. § 112, first paragraph. 

(1) "Digital" is Enabled by the Specification 

Claims 3-82 stand rejected under 35 U.S.C. § 1 12, first paragraph, because the 
Examiner alleges these claims contain subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. (Office Action at 
76.) The Examiner asserts the specification fails to disclose the manner in which digital 
television signals are formatted and processed. The Examiner acknowledges that the 
transmission of digital television signals was known in the art. The rejection is based on 
the assertion that the transmission of digital television signals was not interchangeable 
with the transmission of analog television signals and the Examiner's conclusion that 
Applicants' disclosure assumes that they are interchangeable. This reasoning is an 
insufficient basis for the rejection of claims 3-82. Primarily, the Examiner's discussion 
of the transmission and formatting of digital television signals is not directed to the scope 
of claims 3-82. In fact, there is no recitation to the term "digital" in the instant language. 

For at least this reason, Applicants respectfully request the withdrawal of the 
rejection of the claims under the enablement requirement of 35 U.S.C. § 1 12, first 
paragraph. 
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(2) "Data" is Enabled by the Specification 

Claims 3-82 and all claims depending therefrom stand rejected under 35 U.S.C. 
§ 1 12, first paragraph, because the Examiner alleges these claims contain subject matter 
which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. (Office Action at 86.) The Examiner notes that the specification discloses that 
SPAM messages can be embedded within the "normal locations" of "other media" such 
as broadcast data or print. The Examiner also notes that the specification discloses that 
print or data information is transmitted within SPAM messages. Applicants acknowledge 
the disclosure from line 6 of page 85 through line 1 1 of page 86 of the instant 
specification, which describes that SPAM signals may accompany conventional print or 
data programming. It is unclear to what specific disclosure the Examiner refers by the 
specific citations recited on pages 86-87, and in the footnote on page 85 of the Office 
Action. The Examiner asserts that these disclosures are so contradictory that one of 
ordinary skill in the art would need to resort to undue experimentation to practice the 
invention. (Office Action at 85.) Applicants firmly assert that a thorough reading of the 
specification shows that the disclosure is in no way contradictory with respect to the term 
"data." 

Applicants disclose the use of SPAM signals to control and coordinate a wide 
variety of subscriber stations. (Spec, at 40.) The information of SPAM signals includes 
data, computer program instructions, and commands. (Spec, at 41 11. 20-21.) One typical 
example of the composition of a SPAM signal is shown in Figure 2E. (Spec, at 44.) The 
specification clearly discloses that SPAM signals may included information segments. 
(Spec, at 44 1. 11.) Program instruction sets, intermediate generation sets, other computer 
information, and data may all be transmitted in information segments. (Spec, at 53 1. 34 
through p. 54 1. 2.) Applicants disclose that SPAM signals can be embedded in many 
different locations in electronic transmissions. (Spec, at 85 11. 6-7.) In broadcast and data 
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communications transmissions, SPAM signals can accompany conventional print or data 
programming in the conventional transmission stream. (Spec, at 85 11. 20-23.) More 
precisely, the conventional print or data information may be transmitted in an information 
segment of a SPAM signal. (Spec, at 86 11. 1-11.) Thus, SPAM signals can be included in 
broadcast print and data communication transmissions. Also, conventional data 
information can be transmitted in an information segment of a SPAM signal. There is no 
conflict in this disclosure. Any person skilled in the art would be enabled to use SPAM 
signals to control and coordinate a subscriber station through a broadcast data 
communication transmission by reading the instant specification. After thoroughly 
reading the specification any person skilled in the art would require no undue 
experimentation to practice Applicants' claimed invention. 

The Examiner asserts that Applicants' disclosure did not describe a system or 
method which formatted, transmitted, received, processed, or displayed data program 
units under control of associated SPAM messages because data program units were 
actually transmitted with the SPAM messages. (Office Action at 84-85.) The Examiner 
extends this conclusion to hold that the disclosure fails to set forth the means or steps 
needed to make or use systems in which data is manipulated in the same manner as 
described for television and radio television program units. (Office Action at 86.) The 
Examiner's conclusion fails to follow from the stated facts. Data program units 
transmitted with SPAM signals can be manipulated under the control of the associated 
SPAM signal. The fact that data are disclosed as transmitted in the information segment 
of SPAM signals in no way conflicts with disclosed control of such transmissions through 
the use of the SPAM signals. 

Furthermore, at most the Examiner's conclusion applies to data communication 
transmissions that are controlled through the use of SPAM signals accompanying data 
programming. However, the Examiner makes no attempt to construe the claims to 
determine how this rejection applies to the scope of each claim. Assuming arguendo that 
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the Examiner's reasoning is correct, every use of the term data does not violate the 
enablement requirement of 35 U.S.C. § 1 12. Applicants recognize that the pending 
claims set forth an invention that may be used with broadcast print or data 
communications transmissions. However, Applicants submit that the instant rejection 
does not directly apply to the following claim limitations: 

Claim 3, "storing data," and "subscriber data," 

Claim 9, "subscriber data," 

Claim 10, "subscriber datum," 

Claim 11, "subscriber data," 

Claim 13, "process data," 

Claim 14, "identification data," 

Claim 18, "source of data and a supplier of data," 

Claim 32, "data that one of (a) designate at least one of a time of transmission and 
a channel of transmission of said at least one instruct signal; and specify one of a title of 
and a subject matter contained in one of said mass medium programming and said data 
associated with said at least one instruct signal;. . .," 

Claim 37, "source of data and a supplier of data," 

Claim 41, "source of data and a supplier of data," 

Claim 47, "storing data," "data transmission from a remote data source," "data of 
interest," and "selected data," 

Claim 52, "data transmission," 
Claim 54, "specific data," 

Claim 55, "more data for subsequent processing or presentation," 
Claim 56, "identification data designating said downloadable code," 
Claim 59, "processed and stored data," 
Claim 60, "a source or supplier of data," 
Claim 61, "processed and stored data," 
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Claim 63, "data which operates ... to identify at least one of said mass medium 
programming," 

Claim 64, "first data," "data designating at least one of said subscriber response 
and a product or service," and "second data," 
Claim 65, "first data," 
Claim 67, "first data," 

Claim 69, "one or more data for subsequent processing or presentation," 

Claim 74, "one or more data that designate a time or a channel of transmission of 
said instruct signal," "one or more data that specify the title of or some subject matter 
contained in a unit of mass medium programming," and "data associated with said 
instruct signal," 

Claim 77, "first data " "second data," 

Claim 79, "first data," "source or supplier of data," 

Claim 81, "subscriber datum," and 

Claim 82, "subscriber datum." 

For at least the above reasons, Applicants submit that the subject matter defined 
by the above listed claims is described in the specification in such a way to enable any 
person skilled the art to make or use Applicants' invention. Accordingly, Applicants 
respectfully request that the rejection of these claims be withdrawn. 

c) The Best Mode of Practicing the Claimed Invention 

Contemplated by Applicants is Disclosed in the Specification 

Claims 3-82 stand rejected under 35 U.S.C. § 1 12, first paragraph, because it is 

asserted that the best mode contemplated by the inventor has not been disclosed. (Office 

Action at 86.) The first paragraph of 35 U.S.C. § 1 12 provides that the specification 

"shall set forth the best mode contemplated by the inventor of carrying out his invention." 

A two step inquiry is used to determine if the best mode requirement is met. Chemcast 

Corp. v. Arco Industries Corp., 913 F.2d 923, 16 U.S.P.Q.2d 1033,1036 (Fed. Cir. 1990) 
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First, the Examiner must determine whether, at the time Applicants filed their patent 
application, they knew of a mode of practicing the claimed invention that they considered 
to be better than any other. Id. Second, the Examiner must determine whether the 
disclosure is adequate to enable one skilled in the art to practice the best mode, if one was 
known to Applicants. Id. This inquiry is designed to preclude applicants from concealing 
preferred embodiments of their inventions which they have conceived. Id. The Examiner 
has failed to apply this test in rejecting the pending claims under the best mode 
requirement. The Examiner has failed to present evidence that Applicants concealed any 
embodiment of their invention which they considered to be better than the embodiments 
disclosed in the instant specification. Therefore, Applicants respectfully request the 
withdrawal of the rejection of claims 3-82 under the best mode requirement of 35 U.S.C. 
§112, first paragraph. 

The Examiner compares the present case to In re Ruschig, 379 F.2d 990, 154 
U.S.P.Q. 118 (C.C.P.A. 1967). The misapplication of Ruschig by the Examiner cannot 
substitute for the two step inquiry to be applied under a proper best mode analysis. The 
reasoning applied in Ruschig is inapplicable to the best mode rejection made by the 
Examiner in the instant case. First, the issue in Ruschig was whether a claim was 
supported by the disclosure of the appellants 5 application. Id. 154 U.S.P.Q. at 1 19. The 
analysis in Ruschig by the United States Court of Customs and Patent Appeals does not 
address the best mode requirement. Second, the Ruschig analysis is inapplicable to the 
facts in the instant case. In Ruschig, a claimed specific species of a genus of chemical 
compounds was not named or identified by formula in the specification. Id. 154 U.S.P.Q. 
at 121. The issue was whether the disclosure of the genus along with teachings of a 
number of other species would lead one skilled in the art to the claimed species. The 
Court held that the disclosure in Ruschig failed to include guides directing the selections 
required to arrive at the claimed compound rather than any of the many other compounds 
that could also be made within the genus. Id. 154 U.S.P.Q. at 123. The Court employed 
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the analogy of travel through a forest. The Court found that the appellants were pointing 
to trees, but that there were no blaze marks to single out the trees that led to the unnamed 
compound. Id. 154 U.S.P.Q. at 122. The facts in Ruschig are in direct contrast to the 
present case. In Ruschig the claim limitation was not named or identified in the 
specification. In the instant case the Examiner acknowledges that Applicants' disclosure 
addresses the variety of claim limitations included in the claims. (Office Action at 88.) 
As the claim limitations are addressed by the instant specification, no blaze marks are 
required to lead a skilled artisan through a forest of possibilities to find them. 

The Examiner asserts that he cannot recognize the pending claimed processes 
within the "woods." (Office Action at 89.) In response, Applicants have provided 
detailed support for each claim limitation. Applicants find it disingenuous for the 
Examiner to now assert that somehow Applicants have erred by describing numerous 
specific claim limitation details (i.e. pointing to the trees that make up the Examiner's 
woods.) 

The Examiner asserts that there is a scattering of teachings across the multiple 
applications in the chain of continuity of the ancestor applications relied upon by the 
claim of priority in the instant application. (Office Action at 89.) The Examiner 
concludes that this scattering constitutes either (1) concealment of the best mode, or (2) a 
failure to meet the written description requirement. For the reasons set forth above in 
Part a), Applicants have fully complied with the written description requirement. Also as 
explained above in Part a), there is no scattering of teachings across applications. The 
instant application is a proper continuation application of Application No. 096,096, filed 
September 11, 1987, which in turn is a proper continuation-in-part of Application No. 
317,510, filed November 3, 1981. The instant disclosure is substantially identical to the 
disclosure of Application No. 096,096 (the '87 disclosure.) The instant disclosure 
includes substantially all the subject matter in the disclosure of Application No. 317,510 
(the '81 disclosure) and adds considerable details and improvements to the methods and 
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apparatus disclosed therein. There is no scattering of teachings across these disclosures 
as asserted by the Examiner. 

The Examiner confusingly questions whether Applicants disclosed their best 
mode in relation to the terms "data," "pending claim processes as a whole," and "digital." 
In accordance with M.P.E.P. § 2165.03, the Examiner should assume that the best mode 
is disclosed unless there is evidence to the contrary. The Examiner points to no evidence 
indicating Applicants contemplated a best mode of carrying out the claimed invention 
that they have failed to disclose. That the Examiner questions whether the best mode is 
disclosed with respect to the "pending claim processes as a whole" is not evidence that 
Applicants concealed the best mode. With respect to the terms "data" and "digital," the 
Examiner has utterly failed to apply the first step of the proper best mode analysis. The 
Examiner has failed to determine that Applicants knew that one mode was better than 
another. Therefore, the Examiner has failed to establish a proper best mode rejection. 
Applicants note that this best mode rejection appears to be a repetition of the enablement 
rejection, which asserts that no embodiment of Applicants invention claimed using the 
terms "data" or "digital" is adequately disclosed. The enablement rejection is fully 
addressed in Part b) above. 

The Examiner has failed to apply the proper analysis in rejecting claims 3-82 
under the best mode requirement of 35 U.S.C. § 1 12. The Examiner has failed to 
determine whether Applicants knew that one mode was better than another at the time the 
application was filed. Thus, the Examiner cannot determine whether the disclosure is 
adequate to enable one of ordinary skill in the art to practice the best mode. As the 
Examiner has failed to establish a proper rejection under the best mode requirement, 
Applicants respectfully request that these rejections under 35 U.S.C. § 1 12, first 
paragraph, be withdrawn. 
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2. The Claims Comply With 35 U.S.C. § 112, second paragraph 

Claims 3-82 stand rejected under 35 U.S.C. § 1 12, second paragraph. (Office 
Action at 5 & 91 .) The second paragraph of 35 U.S.C. § 1 12 mandates that the 
specification conclude with claims that meet two requirements. First, the claims must set 
forth the subject matter that Applicants regard as their invention. Second, the claims 
must be definite. The legal standard for definiteness is whether a claim reasonably 
apprises those of skill in the art of its scope. In re Warmerdam, 33 F.3d 1354, 31 
U.S.P.Q.2d 1754, 1759 (Fed. Cir. 1994). When rejecting any claim, the Examiner is 
required to state the reason for such rejection. 35 U.S.C. § 132. Section 132 is violated 
when a rejection is so uninformative that it prevents the applicant from recognizing and 
seeking to counter the grounds for rejection. Chester v. Miller, 906 F.2d 1574, 1578, 15 
U.S.P.Q.2d 1333, 1337 (Fed. Cir. 1990). Applicants submit that the Office Action fails 
to demonstrate that any claim is directed to subject matter that Applicants do not regard 
as their invention. The Office Action also fails to demonstrate that any claim fails to 
reasonably apprise those of skill in the art of its scope. Applicants, therefore, respectfully 
request the withdrawal of these rejections under 35 U.S.C. § 1 12, second paragraph. 

Claims 3-82 stand rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite. This rejection is directed to the terms "programming" and "programming." No 
further reasons are given to support this rejection. The Examiner utterly fails to indicate 
why any claim fails to reasonably apprise those of skill in the art of its scope. This 
rejection is so uninformative that it prevents Applicants from recognizing and seeking to 
counter the grounds for rejection and is therefore invalid under 35 U.S.C. § 132. 
Accordingly, Applicants respectfully request that this rejection be withdrawn. The claim 
language "programming" and is address below in Part b). 



89 



Serial No. 08/446,43! 
Docket No. 05634.0150 

a) The Claims Define That Which Applicants Regard as Their 
Invention 

Claims 3-82 stand rejected under 35 U.S.C. § 1 12, second paragraph, because the 
Examiner asserts that the claims fail to set forth the subject matter which Applicants 
regard as their invention. (Office Action at 91.) The Examiner requests "to remove all 
claim terms from pending claims when [their] conceptual meanings are not identical." 
This logic is incorrect for the reasons given in Part l.a)(2)(r) above, in which Applicants 
maintain that the subject matter in the '81 disclosure is specifically included in the instant 
specification. 

Furthermore, the Examiner has merely pointed to evidence that Applicants believe 
that the claims are supported by the '81 disclosure. The conclusion that the claims fail to 
set forth subject matter which Applicants regard as their invention simply does not follow 
from the fact that Applicants believe that the claims are supported by the '81 disclosure. 
Applicants believe that the claims define an invention that is fully disclosed in both the 
'81 disclosure and the instant specification. The Examiner has failed to point to any 
evidence indicating that Applicants regard the invention to be something other than what 
is defined by the claims. As Applicants have consistently regarded the subject matter 
defined by the instant claims to be their invention, Applicants respectfully request the 
withdrawal of this rejection of claims 3-82 under 35 U.S.C. § 1 12, second paragraph. 

b) There is no discrepancy in the use of the term 
"Programming" 

In considering claims, the Examiner suggests that the Applicants' use of the term 
"programming" in the pending claims is "repugnant to the normal/usual use of said 
terminology." (Office Action at 96.) The Examiner further suggests that, in the '81 
disclosure (in the Parent Application No. 317,510 filed November 3, 1981), the 
Applicants defined the term "programming" as "everything transmitted over television or 
radio intended for communication of entertainment or to instruct or inform." The 
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Examiner relies on the definition of programming set forth in the abstract of the 
disclosure. "The purpose of the Abstract is to enable the Patent and Trademark Office 
and the public generally to determine quickly from a cursory inspection the nature and 
gist of the technical disclosure. The abstract shall not be used for interpreting the scope 
of the claims." 37 C.F.R. § 1 .72(b). By properly making reference to the whole 
specification, the Examiner will get a more complete understanding of Applicants' 
meaning of the term "programming". 

"It is the object of this invention to unlock this potential [for a significant increase 
in the scope and scale of multi-media and multi-channel presentations] by the 
development of means and methods which permit progra[m]ming to communicate with 
equipment that is external to television and radio receivers, particularly computers and 
computer peripherals such as printers." "It is the further purpose of this invention to 
provide means and methods to process and monitor such transmissions and presentations 
at individual receiver sites and to control, in certain ways, the use of transmitted 
progra[m]ming and the operation of certain associated equipment. Such receiver sites 
may be stations or systems that intend to retransmit the progra[m]ming, or they may be 
end users of the progra[m]ming. The present invention contemplates that certain data may 
be encrypted and that certain data collected from such processing and monitoring will 
automatically be transferred to a remote geographic location or locations." U.S. Patent 
No. 4,694,490, col. 1, 11. 22-24, 36-53. 

Applicants contend that the definition of "programming", to include television 
and radio entertainment information, computer programming and data to control 
execution of a processor, in the present application is clearly supported by the definition 
of the term "programming" in the '81 disclosure. 

Applicants assert that their use of the term "programming" in the present 
application is both consistent with normal/usual usage and with the parent application. 
Webster's Seventh New Collegiate Dictionary (1977) gives separate definitions for the 
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noun and verb forms of "programming". The noun form of "programming" is defined 
with a series of gerunds: 

"programming or programing ... n : the planning, scheduling, or 
performing of a program." 

And the noun form of "program", which includes the word "programming" in its 
definition, is: 

"program or programme ... n ... 1 ... : a public notice 2 a : a brief usu. 
printed outline of the order to be followed, of the feature or features to be 
presented, and the persons participating (as in a public exercise, 
performance, or entertainment) b : the performance of a program; esp : a 
performance broadcast on radio or television 3 : a plan or system under 
which action may be taken toward a goal 4 : CURRICULUM 5 : 
PROSPECTUS, SYLLABUS 6 a : a plan for the programming of a 
mechanism (as a computer) b : a sequence of coded instructions that can 
be inserted into a mechanism (as a computer) or that is part of an organism 
7 : matter for programmed instruction" 

The verb form of "programming" is defined with the verb form of "program" and 

is: 

"program also programme vt -grammed or -grained; -gramming or - 
graming 1 a : to arrange or furnish a program of or for : BILL b : to 
enter in a program 2 : to work out a sequence of operations to be 
performed by (a mechanism) : provide with a program 3 : to insert a 
program for (a particular action) into or as if into a mechanism" 

Applicants assert that these definitions are entirely consistent with Applicants' 

present and parent application. For example, the '81 disclosure describes a well known 

television program, "Wall Street Week", at U.S. Patent No. 4,694,490 (hereinafter c 490) 

col. 19 1. 5 through col. 20 1. 7. At '490 col. 19 1. 48-53 and col. 19 1. 63 through col. 20 

1. 7, Applicants disclose a sequence of operations performed by a mechanism (a 

computer) which includes a first output ('490 col. 19 1. 65 through col. 20 1. 2) and a 

second output ('490 col. 20 1. 6). This sequence of operations is performed in response to 

"several instruction signals" ('490 col. 19 1. 46) followed by "an instruction signal" ('490 

col. 19 1. 60). (That Applicants' "signals" are coded is disclosed at '490 col. 11 lines 12- 
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14 where a code reader passes the signals to a computer.) Applicants assert that these 
disclosed instruction signals ('490 col. 19 1. 48-53 and 60-67) clearly meet the dictionary 
definition of a program-"a sequence of coded instructions that can be inserted into a 
mechanism (as a computer)"— and are, in fact, what is now, and was in 1981, widely 
known among those of considerably less than ordinary skill in the art as "a computer 
program" and as "computer programming". 

Applicants also assert that the first output ('490 col. 19 1. 65 through col. 20 1. 2) 
and a second output ('490 col. 20 1. 6), by themselves, also meet the dictionary definition 
of a program--"the performance of a program". Furthermore, Applicants contend that 
they constitute both computer programming and television programming. Being 
generated and outputted by a computer qualifies them as computer programming. Being 
displayed as an integral part of a television program— "Wall Street Week" ('490 col. 191. 
45, 54-60, and col. 19 1. 67 through col. 20 1. 2)— qualifies them as television 
programming. 

Finally, Applicants assert that this disclosure is in no way inconsistent with the 
meaning given to "programing" in the Abstract of Applicants' parent disclosure— 
"everything transmitted over television or radio intended for communication of 
entertainment or to instruct or inform." Applicants clearly disclose that the signals are 
"instruction signals embedded in the 'Wall Street Week' programing transmission" ('490 
col. 19 1. 43-44) and that "These signals instruct" ('490 col. 19 1. 48) and "This signal 
instructs" ('490 col. 19 1. 64-65). 

For the reasons set forth above, Applicants assert that the term "programming" as 
used throughout the instant application to include what are commonly known as 
television, radio and computer programming is clearly and unambiguously supported by 
the specification as filed and withdrawal of the corresponding rejection is respectfully 
requested. 
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G. Response to Rejections under 35 U.S.C. § 102 

1. Rejection under 102 (b) over Applicants' U.S. Pat. Nos. '490 & 
'725 

Claims 3-82 stand rejected under 35 U.S.C. § 102(b). The Examiner asserts that 
claims are clearly anticipated by Applicants' own U.S. Patent Nos. 4,694,490 and 
4,704,725. (Office Action at 94.) The instant application claims the benefit under 35 
U.S.C. § 120 of the filing date of both the previous applications that matured into the 
patents relied upon by the Examiner. Accordingly, neither of the patents relied upon by 
the Examiner is available as a reference under 35 U.S.C. § 102(b). The Examiner asserts 
that the instant specification fails to adequately support the instant claims. This assertion 
is incorrect and irrelevant to Applicants' claim of priority under 35 U.S.C. § 120. 

Under 35 U.S.C. § 120, an application obtains the benefit of the filing date of a 
previously filed patent application if (a) the invention is disclosed in the manner provided 
by the first paragraph of section 1 12 in the previously filed application, (b) the application 
is filed by inventors named in the previously filed application, (c) the application is filed 
before the patenting or abandonment of or termination of proceedings on an application 
similarly entitled to the benefit of the filing date of the first application, and (d) the 
application contains a specific reference to the earlier filed application. The instant 
application meets each of these requirements with respect to Applicants' previous 
Application No. 317,510 filed November 3, 1981. The Examiner acknowledges that 
Application No. 317,510, discloses the subject matter of the instant claims. The same 
inventors as filed the instant application filed application No. 317,510. The instant 
application was filed before the termination of proceedings of Application No. 1 13,329, 
filed August 30, 1993, (currently pending) which is similarly entitled to the benefit of the 
filing date of Application No. 317,510. The instant application contains a specific 
reference to the entire chain of Applicants' applications extending back to Application 
No. 317,510. As the instant application meets all the requirements of 35 U.S.C. § 120, 
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the instant application is entitled the benefit of the effective filing date of November 3, 
1981 . Accordingly, neither U.S. Patent No. 4,694,490 nor No. 4,704,725 are available as 
prior art under 35 U.S.C. § 102(b) as neither was patented or published more than one 
year prior to November 3, 1981 . 

Furthermore, the Examiner asserts, "this rejection, under 35 U.S.C. § 102(b), is 
caused by Applicants choice to cite passages that did not exist in the original '87 CLP. 
disclosure." Applicants respectfully assert that the showing that the instant claims are 
supported by the '81 disclosure cannot form the basis for this rejection under 35 U.S.C. 
§ 102(b). To the contrary, the showing establishes that the instant claims are entitled to 
an effective filing date of November 3, 1981. Additionally, Applicants assert that the 
instant claims are fully supported by the instant specification as discussed above in Part 
F.l.a) above. 

For at least the above reasons, Applicants respectfully submit that U.S. Patents 
Nos. 4,694,490 and 4,704,725 are not available as prior art with respect to the presently 
pending claims. Applicants, therefore, request the withdrawal of the rejection of claims 
3-82 under 35 U.S.C. § 102(b) as being anticipated by U.S. Patents 4,694,490 and 
4,704,725. 

H. Response to Rejections under 35 U.S.C. § 103 

1. Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art to modify the 
reference to combine the teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references combined) must teach or suggest 
all the claim recitations. The teaching or suggestion to make the claimed combination 
and the reasonable expectation of success must both be found in the prior art, not based 
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on Applicants' disclosure. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 
1991). M.P.E.P. 706.02(j). 

2. Rejection under 103 (a, b & e) over Applicants WO 89/02682. 

Claims 3-82 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Applicants' WO 89/02682. 

The Examiner asserts that all the instant claims are unpatentable over WO 
89/02682 to the extent that applicants can satisfy the support enablement requirement of 
Section 1 12, first paragraph, but not the support requirement. WO 89/02682 is the 
international publication number of the Applicants' own international application 
published March 23, 1989. The specification of this international application 
substantially corresponds to the specification of the instant application and the 
specification of the parent application filed September 1 1, 1987. Claims 2 to 303 are 
entitled to the effective filing date of November 3, 1981. However, assuming arguendo 
that the claim of priority to the 1981 application is flawed, then the claims are entitled to 
an effective filing date of September 11, 1987. In either case, this international 
application published March 23, 1989, is unavailable as prior art. Accordingly, 
Applicants request the withdrawal of this rejection of claims 3-82 under 35 U.S.C. 
§ 103(a). 

3. Rejection over Greenberg, U.S. Pat. No. 4,547,804 in view of 
Galumbeck et al., U.S. Pat No. 4,725,886. 

Claims 3-82, that are directed to processes of controlling cable head end processes 

and monitoring of those processes and combined medium presentation, are rejected under 

35 U.S.C. § 103(a) as being unpatentable over Greenberg, U.S. Pat. No. 4,547,804 in 

view of Galumbeck et al., U.S. Pat. No. 4,725,886. 
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The Office Action states that "considering pending claims of the group 3-82, that 
cover, inter alia, processes of controlling cable head end processes and monitoring of 
those processes and combined medium presentation are suggested by [Greenberg]." 

First, Applicants traverse this rejection on the grounds that Greenberg is an 
unavailable reference in that it was filed on March 21, 1983, subsequent to Applicants 5 
priority date of November 3, 1981 . Additionally, Galumbeck et al. is an unavailable 
reference in that it was filed on April 21, 1983, again subsequent to Applicants' priority 
date of November 3, 1981. 

Secondly, the Office Action fails to analyze any of Applicants' claim language in 
the rejection but rather chooses to summarize the specific contents of the instant 80 
claims (numbers 3-82) with the statement, "processes of controlling cable head end 
processes and monitoring of those processes and combined medium presentation." The 
Examiner has failed to identify which, if any, claims actually fall into the group that 
stands rejected. Under 37 C.F.R. § 1.104(c), "If the invention is not considered 
patentable, or not considered patentable as claimed, the claims, or those considered 
unpatentable will be rejected." This rule requires that the Examiner at a minimum 
identify the claims subject to each ground of rejection. 

The Examiner has failed to identify which, if any, claims actually fall into the 
group that stands rejected. When rejecting any claim, the Examiner is required to state 
the reason for such rejection. 35 U.S.C. § 132. Section 132 is violated when a rejection is 
so uninformative that it prevents the applicant from recognizing and seeking to counter 
the grounds for rejection. Chester v. Miller, 906 F.2d 1574, 1578, 15 U.S.P.Q.2d 1333, 
1337 (Fed. Cir. 1990). Under 37 C.F.R. § 1.104(c), "If the invention is not considered 
patentable, or not considered patentable as claimed, the claims, or those considered 
unpatentable will be rejected. . . . The pertinence of each reference, if not apparent, must 
be clearly explained and each rejected claim specified'' (emphasis added) Section 
707.07(i) of the M.P.E.P. sets forth, "In every letter, each pending claim should be 
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mentioned by number, and its treatment or status given." Accordingly, to state a valid 
rejection the Examiner must, at a minimum, specify by number the claims subject to each 
ground of rejection. The failure of the Examiner to identify by number the claims that 
may stand rejected results in a statement that is so uninformative that it prevents 
Applicants from recognizing and seeking to counter the grounds for rejection. As the 
purported rejection fails to identify the claims rejected by number, the purported rejection 
fails to comply with the requirements of 35 U.S.C. § 132, 37 C.F.R. § 1.104(c) and 
M.P.E.P § 707.07(i). 

The Examiner has failed to provide information on which a prima facie case of 
obviousness could be based under 35 U.S.C. § 103(a). 

Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be 
ascertained; and the level of ordinary skill in the pertinent art resolved. 
Against this background, the obviousness or nonobviousness of the subject 
matter is determined. 

Graham v. John Deere Co., 383 U.S. 1, 148 U.S.P.Q. 459, 467 (1966). 

The Examiner has utterly failed to conduct the second inquiry set forth in Graham 
v. Deere. The Office Action includes no inquiry into the differences between the prior art 
and the claims at issue. "Ascertaining the differences between the prior art and the claims 
at issue requires interpreting the claim language." M.P.E.P. § 2141.02. The Examiner 
makes no attempt to interpret the claim language. The Examiner makes no attempt to 
determine whether the pending claims are obvious in view of the cited prior art. Rather, 
the Examiner merely asserts what he feels the applied references teach. The Office 
Action includes no showing that applied references teach all of the limitations of any of 
the pending claims. Thus, the Office Action provides insufficient information on which 
to base a prima facie case of obviousness. 

Applicants respectfully submit that, notwithstanding the accuracy of the 
Examiner's characterization of the applied references or applicability of any of these 
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references against the pending claims, for the above reasons the Office Action fails to 
state a prima facie case of obviousness. Therefore, Applicants respectfully request that 
this rejection under 35 U.S.C. § 103(a) be withdrawn. 

4. Rejection over over Jeffers et al., U.S. Pat. No. 4,739,510. 

Claims 3-82, that are directed to, inter alia, processes of controlling broadcast 
subscriber stations, including decrypting, processing, storing, generation and monitoring 
to those processes and combined medium presentation, are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Jeffers et al., U.S. Pat. No. 4,739,510. 

The Office Action states that "considering pending claims of the group 3-82, that 
cover, inter alia, processes of controlling broadcast subscriber stations, including 
decrypting, processing, storing, generation and monitoring to those processes and 
combined medium presentation they cover what [Jeffers et al.] suggests. . .broadcast 
programming including, inter alia, audio and control signals that are digitized and 
inserted into the horizontal blanking interval of distributed television programming." 

First, Applicants traverse this rejection on the grounds that Jeffers et al. is an 
unavailable reference in that it was filed on April 2, 1987, subsequent to Applicants' 
priority date of November 3, 1981. Therefore, Applicants respectfully request that this 
rejection under 35 U.S.C. § 103(a) be withdrawn. 

Secondly, the Office Action fails to analyze any of Applicants' claim language in 
the rejection but rather chooses to summarize the specific contents of the instant 80 
claims (numbers 3-82) with the statement, "processes of controlling broadcast subscriber 
stations, including decrypting, processing, storing, generation and monitoring to those 
processes and combined medium presentation . . .broadcast programming including, inter 
alia, audio and control signals that are digitized and inserted into the horizontal blanking 
interval of distributed television programming." The Examiner has failed to identify 
which, if any, claims actually fall into the group that stands rejected. Under 37 C.F.R. § 
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1.104(c), "If the invention is not considered patentable, or not considered patentable as 
claimed, the claims, or those considered unpatentable will be rejected." This rule requires 
that the Examiner at a minimum identify the claims subject to each ground of rejection. 

The Examiner has failed to identify which, if any, claims actually fall into the 
group that stands rejected. When rejecting any claim, the Examiner is required to state 
the reason for such rejection. 35 U.S.C. § 132. Section 132 is violated when a rejection is 
so uninformative that it prevents the applicant from recognizing and seeking to counter 
the grounds for rejection. Chester v. Miller, 906 F.2d 1574, 1578, 15 U.S.P.Q.2d 1333, 
1337 (Fed. Cir. 1990). Under 37 C.F.R. § 1.104(c), "If the invention is not considered 
patentable, or not considered patentable as claimed, the claims, or those considered 
unpatentable will be rejected. . . . The pertinence of each reference, if not apparent, must 
be clearly explained and each rejected claim specified" (emphasis added) Section 
707.07(i) of the M.P.E.P. sets forth, "In every letter, each pending claim should be 
mentioned by number, and its treatment or status given." Accordingly, to state a valid 
rejection the Examiner must, at a minimum, specify by number the claims subject to each 
ground of rejection. The failure of the Examiner to identify by number the claims that 
may stand rejected results in a statement that is so uninformative that it prevents 
Applicants from recognizing and seeking to counter the grounds for rejection. As the 
purported rejection fails to identify the claims rejected by number, the purported rejection 
fails to comply with the requirements of 35 U.S.C. § 132, 37 C.F.R. § 1 .104(c) and 
M.P.E.P § 707.07(i). 

The Examiner has failed to provide information on which a prima facie case of 
obviousness could be based under 35 U.S.C. § 103(a). 

Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be 
ascertained; and the level of ordinary skill in the pertinent art resolved. 
Against this background, the obviousness or nonobviousness of the subject 
matter is determined. 
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Graham v. John Deere Co., 383 U.S. 1, 148 U.S.P.Q. 459, 467 (1966). 

The Examiner has utterly failed to conduct the second inquiry set forth in Graham 
v. Deere. The Office Action includes no inquiry into the differences between the prior art 
and the claims at issue. "Ascertaining the differences between the prior art and the claims 
at issue requires interpreting the claim language." M.P.E.P. § 2141.02. The Examiner 
makes no attempt to interpret the claim language. The Examiner makes no attempt to 
determine whether the pending claims are obvious in view of the cited prior art. Rather, 
the Examiner merely asserts what he feels the applied references teach. The Office 
Action includes no showing that applied references teach all of the limitations of any of 
the pending claims. Thus, the Office Action provides insufficient information on which 
to base a prima facie case of obviousness. 

Applicants respectfully submit that, notwithstanding the accuracy of the 
Examiner's characterization of the applied references or applicability of any of these 
references against the pending claims, for the above reasons the Office Action fails to 
state a prima facie case of obviousness. Therefore, Applicants respectfully request that 
this rejection under 35 U.S.C. § 103(a) be withdrawn. 

5. Rejection over Hazelwood et al., U.S. Pat No. 4,025,851 in view 
of the publication "System and Apparatus for Automatic 
Monitoring Control of Broadcast Circuits" by Yaname et al. and 
Hetrich, Austrailian Patent No. 74,619. 

Claims 3-82, that are directed to, inter alia, processes of controlling cable head 

end processes and monitoring of those processes and combined medium presentation are 

rejected under 35 U.S.C. § 103(a) as being unpatentable over Hazelwood et al., U.S. Pat. 

No. 4,025,851 in view of the publication "System and Apparatus for Automatic 

Monitoring Control of Broadcast Circuits" by Yaname et al. and Hetrich, Austrailian 

Patent No. 74,619. 
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a) Characterization of References 

(1) Hazel wood et al. 

Hazelwood et al. states, 

In accordance with a preferred embodiment of the invention, each network 
originated program is coded with a data signal from which each program may be 
identified. This coded data signal may take the form of a code identifying the 
program itself, or the code may identify the source of the program and the time 
that the program originated to permit the program to be identified from the station 
logs. The encoding is done by placing binary data on line 20 or any other unused 
line in the vertical interval. The coded signal is applied to the network where it is 
received by the network affiliated stations for immediate or delayed broadcast. 

A plurality of monitoring sites are disposed about the network coverage area to 
monitor the programs broadcast by the network affiliates. The monitoring may be 
done remotely by means of a monitor receiver that receives the programs 
broadcast by the network affiliates and recovers the data encoded on line 20. 
Alternatively, the monitoring unit may be installed on the premises of the network 
affiliate to monitor the program material applied to the transmitter. In the latter 
case, there is no need to transmit the data encoded on line 20, and the data may be 
stripped off by the monitoring unit before the signal is applied to the transmitter. 

In either case, the data recovered from line 20 is stored at the remote location in a 
change format, that is, a format wherein the data is stored once, and new data is 
stored only when there is a change in the data. In addition, data indicative of the 
time interval between changes in data is stored. The time information permits 
delayed broadcasts to be identified since the real-time data will not correspond to 
the network time data in a delayed broadcast. 

Each remote unit is periodically interrogated (usually once per day) via telephone 
line by a centrally located computer that controls a mini-computer located in each 
of the remotely located monitor units. Upon interrogation, the mini-computer 
causes the stored data to be transmitted in blocks to the central computer together 
with error checking data to permit the central computer to request the remotely 
located mini-computer to retransmit the data in the event that an error is found. In 
addition, each remotely located mini-computer may be reprogrammed by the 
central computer in the event that a modification of the data handling is desired. 
This is accomplished by providing each remotely located mini-computer with a 
hard-wired read-only memory (ROM) that initiates the data processing and 
transmission and a random-access memory (RAM) which may be reprogrammed 
by the central computer upon completion of the read-only memory routine. 
(Column 2, lines 8-59.) 
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In response to the Office Action's characterization of Hazelwood et al., on page 
103, the Office Action states that "the embedded codes . . . identify the programming 
being broadcast by title,. . ." (emphasis added). Hazelwood et al. fails to teach 
identification by "title," but rather, "identified by the source identification code ... and 
the time of origin . . . serving to identify the program. Alternatively, a unique program 
identifying code can be generated for identifying each program, and used instead of or in 
addition to the time and source identification code;...," (column 5 lines 61-66). 

The Office Action on page 103 characterizes Hazelwood et al. as teaching "the 
embedded monitoring instruction codes. . .," and, "means for performing communication 
programming to a storage device," (emphasis added). Hazelwood et al. fails to teach 
"instruction codes," and "performing communication programming to a storage device," 
but rather "a data signal from which each program may be identified," (column 2 line 11), 
is "transmitted in blocks to a central computer. . .," (column 2 lines 46-47). 

Additionally, the Office Action on page 104 states, "At the encoder 12 of Fig. 1, 
has to have (sic) been controlled so as to communicate the monitoring codes to the 
summing circuit 14 at "selected" times in view that the monitoring codes were carried 
through the line at the selected time in which they were provided to summing circuit 14." 
Applicants' best understanding of the Office Action's characterization may apply to 
Applicants' following claim language: 

Claim 18, "a time of transmission," 

Claim 19, "a specific time," 

Claim 21, "specific time," 

Claim 22, "a specific time," 

Claim 32, "a time of transmission," 

Claim 37, "a time of transmission," 

Claim 41, "a time of transmission," 

Claim 60 "a time of transmission," 
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Claim 61, "a specific time," 
Claim 64, "a specific time," 

Claim 74, "a time or a channel of transmission," and 
Claim 79, "a time of transmission." 

However, Hazelwood et al. mere teaches that "the video information from the 
camera 10 is combined with the coding information from the encoder 12 at a mixing 
point 14 before the signal applied to a network feed line 16 which feeds all of the local 
network affiliates such as the network outlet 18 shown in Fig. 1," (column 3 lines 23-28). 
There is no teaching in Hazelwood et al. of "selected times" of embedding identification 
codes other than when programming is being feed from camera 10 to mixing point 14. 

(2) Yaname et al. 

Yaname et al. teaches at page 15 "transmitting by multiplexing a control signal 
together with the identification signal on the program signal," wherein the control signal 
is characterized by a "Qe signal transmitted from Station Line . . .[when Qe is] received by 
Station M, Station M switches its circuit toward Station Line, and each lower station 
thereafter switches its circuit toward the next transmitting station in turn." This switching 
function as initiated by the control signal (Qe) at the transmitter stations initiates 
communication to confirm "that the trouble did not occur between itself and the next 
higher station, troubleshooting can effect rational recovery action without damaging 
stations unnecessarily." 

(3) Hetrich 

Hetrich teaches control signals "are preferably sent over the network lines during 
non-programming periods such as the normal one minute station breaks between 
programs," (page 1 1). "These control signals may be used to start and stop audio 
recorders to record special programs for later broadcast, to accomplish the switching of 
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local and network programs, to interrupt programming for emergency announcements, 
etc.," (page 10). 

In response to the Office Action's characterization of Hetrich, the Office Action 
on page 105 states that, "Hetrich discloses ... embedding control signals used for 
identifying the portions of the network programming which are to be recorded by the 
storage device of the affiliate stations for delayed re-broadcast," (emphasis added). 
However, Hetrich fails to teach or suggest the control signals "identifying the portions of 
the network programming." All Hetrich teaches the control signals are operative to do is 
to "start and stop audio recorders to record special programs for later broadcast, to 
accomplish the switching of local and network programs, to interrupt programming for 
emergency announcements," (at page 10). 

Additionally, the Office Action's characterization of Hetrich on page 106 states 
that, "the control codes are effective to instruct the affiliate station to delay the network 
programming for some selected period of time." Applicants traverse this interpretation of 
Hetrich's disclosure since all that the control signals are disclosed to accomplish is to 
"start and stop audio recorders to record special programs for later broadcast, to 
accomplish the switching of local and network programs, to interrupt programming for 
emergency announcements," (at page 10). There is no teaching or suggestion that the 
control signals "instruct" the network station to delay the network programming, but 
merely to start and stop a recording device at the network station. The disclosure 
anticipates the subsequent broadcasting of the special recorded programs, but fails to 
indicate that the record start/stop control signal additionally "instructs" the subsequent 
rebroadcasting. 

b) Absence of Comparison of Cited References with Applicants' 
Claim Language 

The Office Action states that "considering pending claims of the group 3-82, that 
cover, inter alia, processes of controlling cable head end processes and monitoring of 
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those processes and combined medium presentation [Hazelwood] suggests the term 
'processor 5 wherein the network station , the affiliate station, and the individual circuits 
which make up the network and affiliate stations, all function to process signals and 
hence are considered processors of a kind." 

The Office Action fails to analyze any of Applicants' claim language in the 
rejection but rather chooses to summarize the specific contents of the instant 80 claims 
(numbers 3-82) with the statement, "processes of controlling cable head end processes 
and monitoring of those processes and combined medium presentation. . .wherein the 
network station , the affiliate station, and the individual circuits which make up the 
network and affiliate stations, all function to process signals and hence are considered 
processors of a kind." The Examiner has failed to identify which, if any, claims actually 
fall into the group that stands rejected. Under 37 C.F.R. § 1.104(c), "If the invention is 
not considered patentable, or not considered patentable as claimed, the claims, or those 
considered unpatentable will be rejected." This rule requires that the Examiner at a 
minimum identify the claims subject to each ground of rejection. 

When rejecting any claim, the Examiner is required to state the reason for such 
rejection. 35 U.S.C. § 132. Section 132 is violated when a rejection is so uninformative 
that it prevents the applicant from recognizing and seeking to counter the grounds for 
rejection. Chester v. Miller, 906 F.2d 1574, 1578, 15 U.S.P.Q.2d 1333, 1337 (Fed. Cir. 
1990). Under 37 C.F.R. § 1.104(c), "If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those considered unpatentable will be 
rejected. . . . The pertinence of each reference, if not apparent, must be clearly explained 
and each rejected claim specified" (emphasis added) Section 707.07(i) of the M.P.E.P. 
sets forth, "In every letter, each pending claim should be mentioned by number, and its 
treatment or status given." Accordingly, to state a valid rejection the Examiner must, at a 
minimum, specify by number the claims subject to each ground of rejection. The failure 
of the Examiner to identify by number the claims that may stand rejected results in a 
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statement that is so uninformative that it prevents Applicants from recognizing and 
seeking to counter the grounds for rejection. As the purported rejection fails to identify 
the claims rejected by number, the purported rejection fails to comply with the 
requirements of 35 U.S.C. § 132, 37 C.F.R. § 1.104(c) and M.P.E.P § 707.07(i). 

The Examiner has failed to provide information on which a prima facie case of 
obviousness could be based under 35 U.S.C. § 103(a). 

Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be 
ascertained; and the level of ordinary skill in the pertinent art resolved. 
Against this background, the obviousness or nonobviousness of the subject 
matter is determined. 

Graham v. John Deere Co., 383 U.S. 1, 148 U.S.P.Q. 459, 467 (1966). 

The Examiner has utterly failed to conduct the second inquiry set forth in Graham 
v. Deere. The Office Action includes no inquiry into the differences between the prior art 
and the claims at issue. "Ascertaining the differences between the prior art and the claims 
at issue requires interpreting the claim language." M.P.E.P. § 2141.02. The Examiner 
makes no attempt to interpret the claim language. The Examiner makes no attempt to 
determine whether the pending claims are obvious in view of the cited prior art. Rather, 
the Examiner merely asserts what he feels the applied references teach. The Office 
Action includes no showing that applied references teach all of the limitations of any of 
the pending claims. Thus, the Office Action provides insufficient information on which 
to base a prima facie case of obviousness. 

Applicants respectfully submit that, notwithstanding the accuracy of the 
Examiner's characterization of the applied references or applicability of any of these 
references against the pending claims, for the above reasons the Office Action fails to 
state a prima facie case of obviousness. Therefore, Applicants respectfully request that 
this rejection under 35 U.S.C. § 103(a) be withdrawn. 
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c) Office Actions Improper Motivation for Combining 
References 

The Office Action on page 105 states, "pending claims of the 3-82, directed to, 
inter alia, processes of controlling cable head end processes and combined medium 
presentation, not suggested by [Hazelwood et al.], are further suggested [by] Yaname et 
al. and [Hetrich] However, the Examiner never states what elements of Applicants' 
claims were not suggested by the base reference Hazelwood et al. Applicants traverse 
this rejection as being improper and request withdrawal of the rejection. 

(1) Improper Combination of Hazelwood et al. in view of 
Yaname et al. 

Applicants contend that the Office Action improperly combined the switching 
control codes of Yaname et al. with Hazelwood et al. The disclosure of Hazelwood et al. 
is directed toward the storing of embedded program identifiers at either network affiliate 
stations or at viewer receiver stations. Hazelwood fails to teach or suggest any 
anticipation of transmitted control codes that alter transmitter stations' circuits to switch 
output toward upline transmitter stations as taught by Yaname et al. The only disclosure 
in Hazelwood et al. regarding altering the functionality of a station is the reprogramming 
of the data collecting monitoring devices by a central data collection station via telephone 
lines. The Examiner cannot assume it is obvious to modify Hazelwood et al. in view of 
the control codes of Yaname et al. simply due to the fact that both disclosures have 
"identification codes" in common, when the base reference Hazelwood et al. fails to 
anticipate any need for the alleged modifying multiplexed control signal of Yaname et al. 
that changes the functionality of switching output at a transmitter station. Applicants 
traverse the rejection combining Hazelwood et al. and Yaname et al. for failing to provide 
proper motivation for combining the references since there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to 
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one of ordinary skill in the art to modify the reference to combine the teachings. In re 
Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). M.P.E.P. 706.020). 

(2) Improper Combination of Hazelwood et al. and Yaname et 
al., further in view of Hetrich. 

Assuming arguendo, that it would have been obvious to modify Hazelwood et al. 

in view of Yaname et al., Applicants traverse the combination of Hetrich with the two 

mentioned references. Applicants contend that there was no motivation provided and that 

it would be improper to combine the recording start and stop control signals transmitted 

at station breaks of Hetrich with the transmitting station circuit switch control signals of 

Yaname et al. The Examiner cannot assume it would have been obvious to modify 

Hazelwood et al. and Yaname et al. further in view of Hetrich due to the fact that both 

disclosures have "control signals" in common. Yaname et al. discloses transmitting 

control codes for the purpose of switching output circuits at transmitter stations for the 

purpose of confirming that the transmission trouble (errors) did not occur between itself 

and the next higher transmitter station. There is no teaching or suggestion in Yaname et 

al. that the disclosed Qe signal could be modified to anticipate and other function 

including the starting and stopping of recorders during non-program periods as disclosed 

by Hetrich. Applicants traverse the rejection combining Hetrich with Hazelwood et al. 

and Yaname et al. for failing to provide proper motivation for combining the references 

since there must be some suggestion or motivation, either in the references themselves or 

in the knowledge generally available to one of ordinary skill in the art to modify the 

reference to combine the teachings. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. 

Cir. 1991). M.P.E.P. 706.02(j). 
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6. Rejection over either one of the common subject matter 

suggested by Campbell et al. 9 (WO 81/02961, abandoned parent 
application no. 135,987, and U.S. Pat. No. 4,536,791), in view of 
at least one or more of: Breeze "Television Line 21 Encoded 
Information and It's Impact on Receiver Station Design"; 
Schnee, U.S. Pat. No. 4,290,142; and Zaboklicki, DE 2,904,891. 

Claims 3-82, that are directed to, inter alia, processes of controlling subscriber 

station processes and monitoring of those processes and of combined medium 

presentation and processes, are rejected under 35 U.S.C. § 103(a) as being unpatentable 

over either one of the common subject matter suggested by Campbell et al. ? (WO 

81/02961, abandoned parent application no. 135,987, and U.S. Pat. No. 4,536,791), in 

view of at least one or more of: Breeze "Television Line 21 Encoded Information and It's 

Impact on Receiver Station Design"; Schnee, U.S. Pat. No. 4,290,142; and Zaboklicki, 

DE 2,904,891. 

a) Office Action's Failure to Identify Applicants Claim in the 
Rejection 

The Examiner has failed to identify which, if any, claims actually fall into the 
group that stands rejected. Under 37 C.F.R. § 1.104(c), "If the invention is not 
considered patentable, or not considered patentable as claimed, the claims, or those 
considered unpatentable will be rejected." This rule requires that the Examiner at a 
minimum identify the claims subject to each ground of rejection. 

Applicants summarize the rejection: 

1) The Office Action states, "Campbell et al. suggest (sic) the claims that 
cover an addressable cable television control system controlling television program and 
data signal transmission from the cable head end to the subscriber stations," (at page 
108). 

2) The Office Action then characterizes the Campbell et al. reference with no 
specific mention to any claims at issue in the instant application. 
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3) The Office Action then states, "Claims that cover processes of controlling 
subscriber station processes and monitoring of those processes and of combined medium 
presentation and processes that are not suggested by Campbell et al. are suggested by 
Breeze" (at page 110). 

4) The Office Action then characterizes the Breeze reference with no specific 
mention to any claims at issue in the instant application. 

5) The Office Action then states, "Claims that cover processes of controlling 
subscriber station processes and monitoring of those processes and of combined medium 
presentation and processes that are not suggested by Campbell et al. and are not suggested 
by Breeze, are suggested by [Schnee]," (at page 1 1 1). 

6) The Office Action then characterizes the Schnee reference with no specific 
mention to any claims at issue in the instant application. 

7) The Office Action then states, "Claims that cover processes of controlling 
subscriber station processes and monitoring of those processes and of combined medium 
presentation and processes that are not suggested by Campbell et al. and are not suggested 
by Breeze, are not suggested by [Schnee], are suggested by [Zaboklicki]," (at page 1 1 1). 

8) The Office Action then characterizes the Zaboklicki reference with no 
specific mention to any claims at issue in the instant application. 

9) The Office Action states that "it would have been obvious ... for providing 
cable subscribers with enhanced interactive processes including enhanced conventional 
entertainment, providing useful information, and offering greater control to the cable head 
end operators." Applicants note that in the entire rejection, not one word of Applicants' 
instant claim language was addressed. It seems that the Examiner uses broad 
characterizations of general concepts found in the instant application and elsewhere in 
Applicants' co-pending applications to make this rejection. 

Applicants traverse this grounds of this rejection as being improper for failing to 
identify Applicants' specific claim language that allegedly reads on the prior art. 

Ill 
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When rejecting any claim, the Examiner is required to state the reason for such 
rejection. 35 U.S.C. § 132. Section 132 is violated when a rejection is so uninformative 
that it prevents the applicant from recognizing and seeking to counter the grounds for 
rejection. Chester v. Miller, 906 F.2d 1574, 1578, 15 U.S.P.Q.2d 1333, 1337 (Fed. Cir. 
1990). Under 37 C.F.R. § 1.104(c), "If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those considered unpatentable will be 
rejected. . . . The pertinence of each reference, if not apparent, must be clearly explained 
and each rejected claim specified" (emphasis added) Section 707.07(i) of the M.P.E.P. 
sets forth, "In every letter, each pending claim should be mentioned by number, and its 
treatment or status given." Accordingly, to state a valid rejection the Examiner must, at a 
minimum, specify by number the claims subject to each ground of rejection. The failure 
of the Examiner to identify by number the claims that may stand rejected results in a 
statement that is so uninformative that it prevents Applicants from recognizing and 
seeking to counter the grounds for rejection. As the purported rejection fails to identify 
the claims rejected by number, the purported rejection fails to comply with the 
requirements of 35 U.S.C. § 132, 37 C.F.R. § 1.104(c) and M.P.E.P § 707.07(i). 

The Examiner has failed to provide information on which a prima facie case of 
obviousness could be based under 35 U.S.C. § 103(a). 

Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be 
ascertained; and the level of ordinary skill in the pertinent art resolved. 
Against this background, the obviousness or nonobviousness of the subject 
matter is determined. 

Graham v. John Deere Co., 383 U.S. 1, 148 U.S.P.Q. 459, 467 (1966). 

The Examiner has utterly failed to conduct the second inquiry set forth in Graham 
v. Deere. The Office Action includes no inquiry into the differences between the prior art 
and the claims at issue. "Ascertaining the differences between the prior art and the claims 
at issue requires interpreting the claim language." M.P.E.P. § 2141.02. The Examiner 
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makes no attempt to interpret the claim language. The Examiner makes no attempt to 
determine whether the pending claims are obvious in view of the cited prior art. Rather, 
the Examiner merely asserts what he feels the applied references teach. The Office 
Action includes no showing that applied references teach all of the limitations of any of 
the pending claims. Thus, the Office Action provides insufficient information on which 
to base a prima facie case of obviousness. 

Applicants respectfully submit that, notwithstanding the accuracy of the 
Examiner's characterization of the applied references or applicability of any of these 
references against the pending claims, for the above reasons the Office Action fails to 
state a prima facie case of obviousness. Therefore, Applicants respectfully request that 
this rejection under 35 U.S.C. § 103(a) be withdrawn. 

b) Rejection further in view of Zaboklicki. 

Zaboklicki discusses in general terms (as best understood by Applicants) an 
"interactive television system" (i) wherein "a local central unit is provided in the home 
television receivers on the receiver side; that central unit switches the data selection 
systems on the basis of the television viewer's answer and on the basis of the centrally 
transmitted digital processing program for the television segments (transmission 
fragments)" (English language translation of DE 29 04 981 A 1 at 10 11. 13 - 18); (ii) 
with "individual variants of . . . additional information . . . passed on in the form of 
acoustic or sound signals in the television receiver in the infrared band to the individual 
infrared receivers" {id. at 1 1 11. 2 - 7); (iii) with "participation of the television viewer in 
the centrally transmitted telecast in such a way that the output signals of the local central 
unit in the viewfinder of the television camera turn on the contours of the person is 
provided for by the director [whereby the shape of the viewer contained in these contours 
is blended into the main content" {id. at page 12, lines 8 - 13); and (iv) wherein, "[i]n the 
case of telecasts where an answer or the opinion of the television viewers is desired... the 
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viewer's answer is put out parallel and converted into telephone signals... introduced into 
the subscriber telephone line. . . [and] supplied to the monitor in the television studio after 
statistical processing" (id. at 12, 1. 13 through p. 13 1. 3). 

In fact, Zaboklicki is so vague and indefinite in its description of the technology 
that virtually any reliance on the publication as prior art in the instant application can only 
be based on speculation and conjecture about the functionalities alleged to be provided 
by, or the method of operation of, the Zaboklicki system. Zaboklicki is not an enabling 
publication. 

Applicants note the PTO has supplied and relies on a translation of German Patent 
publication No. DE 2904981 A 1 in formulating the rejections of the subject claims. 
Applicants have found that the applied German Patent publication is based on an earlier 
Polish patent application No. PL 204525 A filed February 9, 1978. In addition to the 
German publication, the earlier Polish application also forms the basis for French patent 
publication FR 2417226 A published October 12, 1979 and British patent publication GB 
2016874 A published September 26, 1979. 

After careful review of the Polish application and British publication, it is self 
evident that neither the translation provided by the PTO nor the British patent publication 
(presumably prepared or approved by Zaboklicki) indicates or suggests any method of 
operation of, or relationship between, the blocks shown in the various figures. In fact, it 
is difficult or impossible to determine what functions are being performed by the blocks 
shown in the various figures because many of the labels are not descriptive, failing to 
articulate or indicate the intended function. The written description does not cure this 
defect of the disclosure, failing to describe the functions or the interactions between the 
blocks. Examples of labels inadequately describing the structure of and function 
performed by the corresponding blocks are included in the following table. 
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Ref. 


Label 


Description 


No 




English Language Translation of 
German Patent Publication 


British Patent Publication 


4 


The circuit for the 
prescreening of 
information items for 
television viewers 


preliminary screening of the information 
items for the television viewer 


distributes the information for 
televiewers 


5 


The control circuit 


None 


output of control system 5 is 
additionally fed to the circuits 8 and 10 
and is also applied to a circuit 1 1 for 
restoring the music signal 


6 


The central unit (the 
processor, for 
example, integrated 
microprocessor) 


the output signals of the central unit 6 
control a data selection circuit 8; 
energizes a sound signal switching unit 
20 in at least one additional sound 
channel 


output of circuit 3 is fed to a processor 6 
. . . [which] is also fed with signals 
representing the televiewer's answer 
from the circuit 2 [and] transmits a 
digital programme of manipulation, 
televiewers' answers and the successive 
identification data of . . . individual 
fragments of the broadcast to a store or 
memory (RAM) 7; keyboard 12 feed 
into the processor 6 and the latter output 
to a transmitter of infra-red signals 1 3 
which produces a remote control signal 
at 14; Digital data and audio signals 
with different variants of additional 
information are applied at 1 5 to the 
input of a receiver 16 of infra-red 
signals having an output in the form of 
digital data fed over line 1 7 to processor 
6; switching-on of the selected audio 
channel as determined by the processor 
6 


10 


The circuit for video 
signal conversion and 
image illumination 


used to convert video signals and for 
image illumination 


for converting video signals and 
displaying a picture 


11 


The circuit for sound 
signal restitution 


circuit for sound signal restitution 


for restoring 


15 


The digital data and 
the phonics with the 
different variants of 
additional information 


None 


input of receiver 1 6 


19 


The command for 
sound turn-on in the 
corresponding channel 


command for a sound signal of a 
corresponding channel that is supplied 
to a circuit 20 for turning on the selected 
sound channel 


commands to switch-on the audio signal 
from a specific channel are fed over the 
command line 1 9 from the processor 6 
to the receiver 20 


27 


The switchover of the 
television channels for 
the prescreening of the 
corresponding 
fragments of a telecast 


line for switching over television 
channels for preliminary screening of 
the corresponding fragments of a 
telecast 


television receiver 54 is fed over line 53 
with control signals from the remote 
control signal receiver 52 and over the 
one 27 from the output system 49 of the 
processor 
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Ref. 
No 


Label 


Description 


English Language Translation of 
German Patent Publication 


British Patent Publication 


28 


The short term of call 
signal transmission 
during which the 
answer is delayed 


control signal for the delay of the 
answer, which represent the short span 
of time during which call signal 
transmission takes place and during that 
time span, the answer is delayed. 


[Control system 32] is also fed via 28 
with a short delay signal for sending the 
dialing signals when the answer is 
postponed 


29 


The prefix generator 
for transmission 
announcement of the 
television viewer's 
answer 


for a transmission announcement of the 
television viewer's answer with a 
subscriber generator 30 and with a 
circuit 31 to generate the television 
viewer's answer 


prefix generator for announcing the 
transmission of the televiewer's answer 


35 


The circuit for the 
introduction of the 
initial data of the 
television viewers 


serves to put in initial data from the 
television viewers 


circuit for introducing the televiewer's 
answers 


36 


The circuit for the 
prescreening of the 
digital data from the 
video signal 


causes the preliminary screening of the 
digital data of the video signal 


system for distributing the digital data 
from the video signals 


38 


The multiplexer circuit 


supplies a signal for the subscriber 
telephone line 33. 


Output from the units 29 and 30, 3 1 and 
32 are applied to a multiplexer 38 whose 
output 46 is in turn fed to a subscriber 
telephone line 


40 


The circuit for the 
prescreening of the 
digital handling 
program (telesoftware) 
and the identification 
data of the individual 
fragments of the 
telecast 


for the prescreening of digital 
processing programs and the 
identification data of the individual 
transmission fragments with the input 
circuits 39 


system for separation of the telesoftware 
and the identification data of the 
individual fragments of the broadcast 


41 


The data selection 
circuit of the circuit 
for the comparison of 
the addresses of the 
teletext information 
items .... 


constitutes a data selection circuit or a 
circuit for the comparison of the 
addresses of text information, for 
example, page numbers. Local central 
unit 6 switches over the data selection 
circuits 4 1 as a result of the answers 
form a television viewer and the digital 
processing programs which are supplied 
to the central unit 39 by the output 
circuit 


information selections system or a 
system for comparing the address of the 
teletext information, for example the 
page number, in conjunction with the 
local processor 6 for switching over the 
information selection system depending 
upon the televiewers answer and on the 
telesoftware 


42 


generator of the 
alphanumeric and 
graphic symbols 


generator for alphanumeric and graphic 
symbols 


alphanumeric and graphic character 
generator 


43 


circuit for turning on 
one of the additional 
sound channels in the 
television receiver (54) 


switch-on or for the operation of 
additional sound channels of a television 
receiver 54 


audio channel switch for switching on 
the sound signal in the television 
receiver 


45 


multiplexer circuit 


multiplexer circuit 


multiplexer of the receiver 


46 


signal output for the 
subscriber telephone 
line 


None 


none 
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Ref. 


Label 


Description 


No 




English Language Translation of 
German Patent Publication 


British Patent Publication 


47 


circuit for the 
prescreening of the 
symbols for the control 
of the image 
illumination function 


pre filtering or prescreening of the 
symbols for the control of image 
illumination 


system for distributing characters to the 
display control 


48 


output circuit for 
symbols 


output circuit 


character output system 


51 


multiplexer circuit in 
the viewfinder of the 
television camera for 
the application of the 
graphic symbols on the 
image 


multiplexer circuit 5 1 in the viewfinder 
of a television camera is used to project 
the graphic symbols into the image of 
receiver 54 of the television camera that 
furthermore is connected to a receiver 
52 for a remote-control signal 


multiplexer system 


54 


television receiver 
with at least one 
additional sound 
channel 


Receiver 


television receiver including an audio 
channel switch 43 for switching on the 
sound signal I the television receive and 
an output circuit 55 for the video signal 


56 


teletext decoder with 
the additional data 
output after hamming 
decoder 


a video text decoder 56 with an 
additional data output (hamming 
decoder) 


teletex decoder having an additional 
data output behind the Hamming 
decoder comprising a control system 26, 
a system 36 for distributing the digital 
data from the video signals, a system 40 
for separation of the telesoftware and 
the identification data of the individual 
fragments of the broadcast, an 
information selection system 41, (or a 
system for comparing the address of the 
teletex information, for example the 
page number, in conjunction with the 
local processor 6 for switching over the 
information selection system depending 
upon the televiewers answer and upon 
the telesoftware), an RAM memory 44, 
a system 57 for distributing control 
characters, (for example no display), an 
alphanumeric and graphic character 
generator 42, a system 47 for 
distributing characters to the display 
control and a character output system 
48. 


57 


circuit for the 
prescreening of the 
control symbols, for 
example, a command: 
do not illuminate 


A circuit 57 in decoder 56 is used for 
the prefiltering of control signals or 
control commands (For example, do not 
illuminate.) 


system for distributing control 
characters, (for example no display) 



It is established that prior art must be enabling. Rockwell Int 7. Corp. v. United 
States, 147 F.3d 1358, 1365, 27 U.S.P.Q.2d 1027 (Fed. Cir. 1998). "In order to render a 
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claimed apparatus or method obvious, the prior art must enable one skilled in the art to 
make and use the apparatus or method." Beckman Industries, Inc. v. LKB Produkter AB, 
892 F.2d 1547, 1551, 13 U.S.P.Q.2d 1301, 1304 (Fed. Cir. 1989) (citing In re Payne, 606 
F.2d 303, 314, 203 U.S.P.Q. 245, 255 (CCPA 1979)). Accordingly, in Beckman, held as 
a correct statement of the law were jury instructions that stated, "References relied upon 
to support a rejection for obviousness must provide an enabling disclosure. That is to 
say, they must place the claimed invention in the possession of the public." Id. at 1550- 
51,13 U.S.P.Q.2d at 1303-4. The Federal Circuit has observed that "even if the claimed 
invention is disclosed in a printed publication, that disclosure will not suffice as prior art 
if it was not enabling." In reDonohue, 766 F.2d 531, 533, 226 U.S.P.Q. 619, 621 (Fed. 
Cir. 1985) (citing In reBorst, 345 F.2d 851, 855, 145 U.S.P.Q. 554, 557 (C.CP.A. 1965), 
cert, denied, 382 U.S. 973, 148 U.S.P.Q. 771 (1966) ("the disclosure must be such as 
will give possession of the invention to the person of ordinary skill")). See also In re 
Epstein, 32 F.3d 1559, 1568, 31 U.S.P.Q.2d 1817, 1823 (Fed. Cir. 1994); Reading & 
Bates Construction Co. v. Baker Energy Resources Corp., 748 F.2d 645, 651-52, 223 
U.S.P.Q. 1 168, 1 173 (Fed. Cir. 1984); Preemption Devices, Inc. v. Minnesota Mining & 
Manufacturing Co., 732 F.2d 903, 906, 221 U.S.P.Q. 841, 843 (Fed. Cir. 1984). 

If anything is clear, it is that Zaboklicki does not place the technology of 
Applicants' invention into the hands of the public. The reference to Zaboklicki at most 
presents some block diagrams which, as best understood, are directed to the four 
functions previously outlined. The details of these functionalities or how they are 
accomplished are not described in sufficient detail or with sufficient clarity to constitute 
an enabling disclosure. 

Therefore, Applicants respectfully request the withdrawal of this rejection of 
claims 3-82 under 35 U.S.C. § 103(a). 
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7. Rejection further in view of one or more of: Hazelwood et al., 
Yaname et ah, Hetrich, Marsden, Young et al., "Journal of 
SMPTE" Oct. 1971, U.S. Pat No. 3,761,888 to Flynn, U.S. Pat 
No. 3,627,914 to Davis, Tunmann et ah, U.K. Pat. No. 959,374 to 
Germany, Byloff, Chiddix, Skilton, Schiller et al., Zettl, Vikene, 
U.S. Pat. No. 4,547,804 to Greenberg, Jeffers et al., Diederich, 
Campbell et al. (WO 81/02961, abandoned U.S. application no. 
135,987, and U.S. Pat. No. 4,536,791), Kazama et al., Gosch, 
Stern, Breeze, Barlow, Millar, U.S. Pat. No. 4,725,886 to 
Galumbeck et at, "CBS/CCETT North American Broadcast 
Teletext Specification," Zaboklicki, U.S. Pat. No. 4,064,490 to 
Nagel, U.S. Pat No. 4,251,691 to Kakihara, Hedger et al., 
Anderson, Gunn, Gaucher, U.S. Pat. No. 4,290,142 to Schnee et 
al. 

Claims 3-82, that are directed to, inter alia, either processes of controlling affiliate 
stations and processes and monitoring of those processes and combined medium 
presentation or processes of controlling subscriber stations and method and process for 
monitoring and providing combined medium presentations, that fall out each particular 
determining group members of the group of claims described in rejection above, the 
groups are rejected further in view of one or more of: Hazelwood et al., Yaname et al., 
Hetrich, Marsden, Young et al., "Journal of SMPTE" Oct. 1971, U.S. Pat. No. 3,761,888 
to Flynn, U.S. Pat. No. 3,627,914 to Davis, Tunmann et al., U.K. Pat. No. 959,374 to 
Germany, Byloff, Chiddix, Skilton, Schiller et al., Zettl, Vikene, U.S. Pat. No. 4,547,804 
to Greenberg, Jeffers et al., Diederich, Campbell et al. (WO 81/02961, abandoned U.S. 
application no. 135,987, and U.S. Pat. No. 4,536,791), Kazama et al., Gosch, Stern, 
Breeze, Barlow, Millar, U.S. Pat. No. 4,725,886 to Galumbeck et al., "CBS/CCETT 
North American Broadcast Teletext Specification," Zaboklicki, U.S. Pat. No. 4,064,490 
to Nagel, U.S. Pat. No. 4,251,691 to Kakihara, Hedger et al., Anderson, Gunn, Gaucher, 
U.S. Pat. No. 4,290,142 to Schnee et al. 
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a) The Provisional Rejection over Numerous References is 
Improper 

Paragraph 19 of the Office Action it is stated: "Pending claims of the group 3-82 
that are directed to, inter alia, either process of controlling affiliate stations and processes 
and monitoring of those processes and combined medium presentation or processes of 
controlling subscriber stations and method and process for monitoring and providing 
combined medium presentations, or both, that fall out each particular determined group 
members of the group of claims described in rejection above, the groups are provisionally 
rejected further in view of one or more of [some thirty-six listed references]." This 
statement clearly fails to state a proper rejection. This statement fails to provide reasons 
for a rejection and is clearly so uninformative that it prevents the applicant from 
recognizing and seeking to counter any potential grounds for rejection. Applicants cannot 
determine to what claims this statement is applicable. The Examiner has failed to cite to 
the best references and avoid merely cumulative references. The references cited include 
at least some that cannot be relied upon as prior art against the pending claims. The 
Examiner has failed to explain the pertinence of each reference and to specify each 
rejected claim. The Office Action includes an explanation of the Examiner's 
understanding of the level of skill in the art in terms of some of the cited references. 
However, this explanation fails to include the elements of a proper rejection under 35 
U.S.C. § 103(a). Furthermore, the statement does not purport to be a rejection, but rather 
states that groups are provisionally rejected. Applicants find no rejection in this 
statement by the Examiner to which a response from Applicants is required. 

The Examiner has no authority to "provisionally" reject claims in view of one or 
more of a large group of generally cumulative references. The Office Action includes no 
reference to any authority for this "provisional" rejection. The M.P.E.P. provides for a 
provisional rejection only in the situation where a pending application upon issuance will 
become valid prior art, against provisionally rejected claims, under 35 U.S.C. § 102(e), 35 
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U.S.C. § 101 (statutory double patenting), or the judicially created doctrine of obvious 
type double patenting. The pending application used in the provisional rejection must 
have a common assignee or common inventor with the application containing the 
provisionally rejected claims. See, M.P.E.P §§ 706.02(f), 706.02(k), and 804. The 
provisional rejection is permitted to alert applicants that they should expect an actual 
rejection on the merits if and when the applied pending application issues. There is no 
authority nor is there any good reason to issue a provisional rejection over references that 
are issued patents or have been published. The Examiner appears to attempt to alert 
Applicants to potential rejections that will be made once the Examiner has fully reviewed 
and analyzed the instant application to determine whether the claims define a useful, 
novel, non-obvious, and enabled invention that has been clearly described in the 
specification. However, the Examiner should clearly articulate any rejection early in the 
prosecution process so Applicants have the opportunity to provide evidence of 
patentability and otherwise respond completely at the earliest opportunity. M.P.E.P. § 
706. The Examiner may not reserve rejections for future actions. "The examiner's action 
will be complete as to all matters." 37 C.F.R. § 1.104(b). "If the invention is not 
considered patentable, or not considered patentable as claimed, the claims, or those 
considered unpatentable will be rejected." 37 C.F.R. § 1.104(c)(l)(emphasis added). As 
this purported "provisional" rejection is asserted under no authority and fails to clearly 
articulate any rejection, Applicants respectfully submit that this "provisional" rejection 
has no effect on the instant application. 

b) Rejection under 35 U.S.C. § 103 is Improper 

Additionally, this statement fails to provide reasons for a rejection and is clearly 
so uninformative that it prevents the applicant from recognizing and seeking to counter 
any potential grounds for rejection. Applicants cannot determine to what claims this 
statement is applicable. The Examiner has failed to cite to the best references and avoid 
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merely cumulative references. The references cited include at least some that cannot be 
relied upon as prior art against the pending claims. The Examiner has failed to explain 
the pertinence of each reference and to specify each rejected claim. The Office Action 
includes an explanation of the Examiner's understanding of the level of skill in the art in 
terms of some of the cited references. However, this explanation fails to include the 
elements of a proper rejection under 35 U.S.C. § 103(a). 

The Examiner has failed to identify which, if any, claims actually fall into the 
group that stands rejected. Under 37 C.F.R. § 1.104(c), "If the invention is not 
considered patentable, or not considered patentable as claimed, the claims, or those 
considered unpatentable will be rejected." This rule requires that the Examiner at a 
minimum identify the claims subject to each ground of rejection. 

When rejecting any claim, the Examiner is required to state the reason for such 
rejection. 35 U.S.C. § 132. Section 132 is violated when a rejection is so uninformative 
that it prevents the applicant from recognizing and seeking to counter the grounds for 
rejection. Chester v. Miller, 906 F.2d 1574, 1578, 15 U.S.P.Q.2d 1333, 1337 (Fed. Cir. 
1990). Under 37 C.F.R. § 1.104(c), "If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those considered unpatentable will be 
rejected. . . . The pertinence of each reference, if not apparent, must be clearly explained 
and each rejected claim specified" (emphasis added) Section 707.07(i) of the M.P.E.P. 
sets forth, "In every letter, each pending claim should be mentioned by number, and its 
treatment or status given." Accordingly, to state a valid rejection the Examiner must, at a 
minimum, specify by number the claims subject to each ground of rejection. The failure 
of the Examiner to identify by number the claims that may stand rejected results in a 
statement that is so uninformative that it prevents Applicants from recognizing and 
seeking to counter the grounds for rejection. As the purported rejection fails to identify 
the claims rejected by number, the purported rejection fails to comply with the 
requirements of 35 U.S.C. § 132, 37 C.F.R. § 1.104(c) and M.P.E.P § 707.07(i). 
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The Examiner has failed to provide information on which a prima facie case of 
obviousness could be based under 35 U.S.C. § 103(a). 

Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be 
ascertained; and the level of ordinary skill in the pertinent art resolved. 
Against this background, the obviousness or nonobviousness of the subject 
matter is determined. 

Graham v. John Deere Co., 383 U.S. 1, 148 U.S.P.Q. 459, 467 (1966). 

The Examiner has utterly failed to conduct the second inquiry set forth in Graham 
v. Deere. The Office Action includes no inquiry into the differences between the prior art 
and the claims at issue. "Ascertaining the differences between the prior art and the claims 
at issue requires interpreting the claim language." M.P.E.P. § 2141.02. The Examiner 
makes no attempt to interpret the claim language. The Examiner makes no attempt to 
determine whether the pending claims are obvious in view of the cited prior art. Rather, 
the Examiner merely asserts what he feels the applied references teach. The Office 
Action includes no showing that applied references teach all of the limitations of any of 
the pending claims. Thus, the Office Action provides insufficient information on which 
to base a prima facie case of obviousness. 

Applicants respectfully submit that, notwithstanding the accuracy of the 
Examiner's characterization of the applied references or applicability of any of these 
references against the pending claims, for the above reasons the Office Action fails to 
state a prima facie case of obviousness. Therefore, Applicants respectfully request that 
this rejection under 35 U.S.C. § 103(a) be withdrawn. 

I. Response to Examiner's Administrative Requirement 

Applicants respectfully traverse the requirements imposed by the Examiner in the 
Office Action at page 138. 

The Examiner requires Applicants to either: 
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(1) file terminal disclaimers in each of the related 329 applications terminally 
disclaiming each of the other 329 applications; or 

(2) provide an affidavit attesting to the fact that all claims in the 329 
applications have been reviewed by applicant and that no conflicting claims exist between 
the applications; or 

(3) resolve all conflicts between claims in the related 329 applications by 
identifying how all the claims in the instant application are distinct and separate 
inventions from all the claims in the above identified 329 applications. 

In addition, Examiner states that failure to comply with any one of these 
requirements will result in abandonment of the application. 

Applicants traverse this requirement for the reasons stated in Section II C of the 
Amendment and Request for Reconsideration filed September 18, 1998 in application 
number 08/470,571 . Further, Applicants have fully responded to the re-imposition of this 
requirement in the Petition To The Commissioner Under 37 C.F.R. § 1.181 filed March 7, 
2000, which requests, inter alia, that this improper requirement be withdrawn. 

J. Response to Obviousness-Type Double Patenting Rejection 

Applicants respectfully request that the Examiner reconsider and withdraw his 
rejection based on obviousness-type double patenting on two separate grounds. 

1 . The Examiner has totally confused and misapplied the established law of 
double patenting and, further, has failed to follow the mandates of the Manual of Patent 
Examining Procedure as to double patenting rejections. 

2. The Examiner has also failed to analyze the pending claims on a limitation-by- 
limitation basis to demonstrate that no patentable distinctions exist between the pending 
claims and those in the issued Harvey patents. 
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1. PTO Assertions in Office Action mailed January 7, 2000 

The Examiner has rejected claims 3-82 of the application under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 
1-13 of U.S. Patent No. 4,684,490 (Harvey I); claims 1-5 of U.S. Patent No. 4,704,725 
(Harvey II); claims 1-25 of U.S. Patent No. 4,965,825 (Harvey HI); claims 1-26 of U.S. 
Patent No. 5,109,414 (Harvey IV); claims 1-71 of U.S. Patent No. 5,233,654 (Harvey V); 
and claims 1-56 of U.S. Patent No. 5,335,277 (Harvey VI), in view of at least one or more 
of a list of over 30 prior art references from pages 139-148. 

In the Office Action at page 148, the Examiner rejects 3-82 under obviousness- 
type double patenting as being unpatentable over any single claim or combination of 
claims are "no more than an obvious variation of the patented claims when the teachings 
discussed throughout this action are considered." The Examiner attempts to assert a 
catch-all rejection by incorporating all arguments and allegations discussed throughout 
the pages of the Office Action. Again, the Examiner provides no authority for this 
sweeping new ground for rejecting claims under obviousness-type double patenting. 

The Examiner's application of obviousness-type double patenting standard 
represents an erroneous and misapplied interpretation of existing case law and is contrary 
to patent examining procedure. First, the Examiner has confused and misapplied the 
established law of double patenting and has failed to follow the mandates of the M.P.E.P. 
as to double patenting rejections. Secondly, the Examiner has also failed to analyze the 
pending claims on a limitation-by-limitation basis to demonstrate that no patentable 
distinctions exist between the pending claimed and those issued in the Harvey patents as 
required by the M.P.E.P. 

Based on the following discussion, Applicants respectfully request the withdrawal 
of these rejections. 
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2. The Scope of the Double Patenting Doctrine 

The prohibition against double patenting is a judicial doctrine based on the 
language of 35 U.S.C. § 101 5 which specifies that an inventor who invents "any new and 
useful process, machine, manufacture, or composition of matter. . .may obtain a patent 
therefor." In Miller 1 , the U.S. Supreme Court held the term "a patent" to mean, "two 
valid patents for the same invention cannot be granted either to the same or to a different 
party." 2 Therefore, the claims in a second patent must be patentably distinct from the 
claims in a first patent or the second patent would be an improper extension of the first. 

As the preclusion is to obtaining two patents on the same invention or an obvious 
modification of the same invention, the sole question is whether by examining the scope 
of the claims, one has attempted to claim the same subject matter twice, or an obvious 
variation. No prohibition exists against a second patent on subject matter that is disclosed 
but not claimed in the first patent. 

Under 35 U.S.C. § 120, a patent applicant may submit additional claims in a 
subsequent application which are supported by the disclosure in the original applications' 
specification. A proper continuation application and its original application are 
considered "parts of the same transaction, and both as constituting one continuous 
application, within the meaning of the law." 3 Furthermore, 35 U.S.C. § 120 does not 
place a definite time limit on filing a continuing application. Rather, all that is required 
to preserve an earlier effective filing date as to common subject matter is copendency or a 
continuous chain of copendency. 

The double patenting doctrine prevents an extension of a patent term which would 
occur if successive patents were allowed on the same invention or obvious variants. 



1 Miller v. Eagle Mfg. Co., 151 U.S. 186(1894). 

2 Id. at 197. 

3 In re Hogan, 449 F.2d 595, 603 (CCPA 1 977)(quoting Godfrey v. Earnes, 68 U.S. 317, 325-6 (1864)). 
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However, if two patents contain the same disclosure, but claim different inventions or 
nonobvious variations, double patenting does not exist. 

3. Patent Office Procedure 

The U.S. Patent and Trademark Office ("PTO") has specified a procedure in the 
Manual of Patent Examining Procedure (M.P.E.P.) for Examiners to follow in 
establishing a prime facie case of double patenting. In determining whether a proper 
basis exists for a double patenting rejection, the Examiner must determine whether: 

1 . A double patenting rejection is prohibited by the third sentence of 35 
U.S.C. § 121 related to divisional applications, 

2. A statutory basis exists (i.e., whether same-invention double patenting is 
present), or 

3. A non-statutory basis exists (i.e., whether obviousness-type double 
patenting is present). 4 

Assuming the application is not a divisional application, the Examiner must 
establish in step 2 that the same invention is being claimed twice. The Court specified in 
In re Vogel, 422 F.2d 438, 164 U.S.P.Q. 619 (C.C.P.A. 1970), that in determining same- 
invention double patenting analysis, one must ask "is the same invention being claimed 
twice?. . .[The] "invention" here means what is defined by the claims, whether new or old, 
obvious or unobvious. . ..By the "same invention" we mean identical subject matter." 5 
The court stated "that claims may be differently worded and still define the same 
invention." 6 In conclusion, the court found "the only objective test" for same-invention 
double patenting as, 



4 M.P.E.P. § 804. 

5 In re Vogel, 422 F.2d at 441. 

6 Id. 
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whether one of the claims could be literally infringed without literally 
infringing the other. If it could be, the claims do not define identically the 
same invention. 7 

If there is no same-invention double patenting, then the Examiner must establish 
in step 3 obviousness-type double patenting wherein the grant of a patent with the claims 
in the application would unjustly extend the rights granted by the first patent. 

4. Nonstatutory Double Patenting 

In defining nonstatutory double patenting, the M.P.E.P. provides three types of 

nonstatutory- type double patenting based on the judicial doctrine, which include one-way 

obviousness, two-way obviousness 8 , and nonobviousness rejections. 9 

Under the M.P.E.P. requirements, if the application at issue is the later filed 

application, only a one-way determination of obviousness is needed to resolve the issue of 

double patenting. The issue to be determined is whether the invention defined in a claim 

in the application is an obvious variation of the invention defined in a claim of the patent. 

See, e.g., In re Berg, 46 U.S.P.Q.2d 1226 (Fed. Cir. 1998). The M.P.E.P mandates that 

unless a claimed invention in the application is obvious over a claimed invention in the 

patent, an Examiner should make no double patenting rejection of the obviousness-type. 

Thus, the sole issue is the scope of the inventions as defined by the claim language in the 

patent and later filed application. 



7 m 

8 A two-way obviousness double patenting rejection arises in the specific instance where the claims of a 
patent application are being compared with the claims of a later filed but earlier issued patent. This is not 
the case with respect to the present double patenting rejection. 

9 M.P.E.P. § 804. Nonobviousness-type double patenting rejections arise in circumstances as described in 
In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). With respect to the instant application, a 
nonobviousness-type double patenting rejection was made on February 6, 1997, and withdrawn in the 
Office Action mailed on March 31, 1998. 
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a) Standard for Determining One-Way Obviousness-Type 
Double Patenting 

In re Kaplan* 0 , the Federal Circuit specified that an obviousness-type double 
patenting rejection rests on the prohibition against issuance of a second patent that would 
continue protection, beyond the expiration date of the first patent, or a mere variation of 
the previous patented invention that would have been obvious to those of ordinary skill in 
the relevant art. 

Thus, in establishing a prima facie case of obviousness-type double patenting, the 
Examiner must, 

1 . Identify the inventions claimed in the claims under consideration and in 
the patent claims, 

2. Establish that any variation(s) between the inventions claimed in the 
claims under consideration and the earlier-issued patent claims would have been obvious 
to person of ordinary skill in the art, and 

3. Establish a prima facie case of obviousness. 1 1 

To summarize, the Examiner must show that (1) the inventions claimed (2) are 
not patentably distinct based on (3) a prima facie showing of obviousness. Instead, the 
Examiner has provided bald statements that obvious variations exist. The mere finding 
that the claims themselves are obvious variations, without establishing that the alleged 
variations would have been obvious, cannot properly support an obviousness-type double 
patenting rejection. 

In the Office Action under paragraphs 22-23, the Examiner has failed to establish 
a prima facie showing of obviousness-type double patenting in the rejection of 3-82. In 
particular, the Examiner has not identified the scope of the inventions of the instant 

10 In re Kaplan, 789 F.2d 1574, 229 USPQ 678 (Fed. Cir. 1986). 

1 1 See In re Longi, 759 F.2d 887, 225 USPQ 645, 651 (Fed. Cir. 1985) (Examiner must provide prima 
facie case of obviousness for obviousness-type double patenting rejection. The burden then shifts to the 
Applicant to rebut the prima facie case). 
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application and the patents as determined by the claims. Secondly, the Examiner has not 
positively identified any variations in the claims of the instant application and the claims 
of the patent. Examiner has provided broad allegations that obvious variants exist, but 
fail to specifically state these allegedly obvious variants. Thirdly, the Examiner has not 
shown a prima facie case of obviousness under the requirements of 35 U.S.C. § 103. The 
Examiner has not indicated proper motivation in making the alleged obvious 
modifications. Since no motivation is provided, it may follow that the variations are not 
obvious. Moreover, monopolies would not be extended on the same claimed invention. 

(1) Identifying the Inventions Claimed 

(a) Scope of the Inventions as Defined by the Claim 
Language 

The C.C.P.A. in In re Vogel 12 summarized this step by asking, "does any claim in 
the application define merely an obvious variation of an invention disclosed and claimed 
in the patent?" 13 The analysis is based on what the claim defines, and not merely the 
claim language itself This first step in the analysis should not focus on what the claim 
language discloses, but on rather what the claim language defines M As noted by the 
Federal Circuit, 

it is important to bear in mind that comparison can be made only with 
what invention is claimed in the earlier patent, paying careful attention to 
the rules of claim interpretation to determine what invention a claim 
defines and not looking to the claim for anything that happens to be 
mentioned in it as though it were a prior art reference. 15 



12 In re Vogel, 422 F.2d 438, 164 USPQ 619. 

13 Id., 164 USPQ at 622. 

14 General Foods Corp. v. Studiengesellschaft Kohle mbh, 972 F.2d 1272, 23 USPQ 1893, 1845 (Fed. Or. 
1992). 

1 5 Id., 972 F.2d at 1280. 
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[T]he fundamental rule of claim construction, that what is claimed is what 
is defined by the claim taken as a whole, every claim limitation. . .being 
material 16 

[P]atent claims are looked to only see what has been patented, the subject 
matter which has been protected, not for something one may find to be 
disclosed by reading them 17 

Rather than identifying the scope of the inventions as defined by the claims, the 
Examiner has assumed an obviousness-type double rejection based on two claims in 
separate applications supported by the same embodiment of the applications' common 
specification, as set forth in paragraph 23. The basis for the Examiner's obviousness-type 
double patenting rejection is premised on a common embodiment. There is no statutory 
basis for this improper interpretation of obviousness-type double patenting. 

The Examiner's "same embodiment" basis for obviousness-type double patenting 
is erroneous for at least the following reasons. First, two claims in two separate 
applications may find support in the same embodiment while claiming inventions that are 
patently distinct. An embodiment as described by a common specification and drawings 
may fully disclose a wide range of details and limitations. However, it may not follow 
that separate claims, which are supported by a common embodiment, are also identical in 
scope, as assumed by the Examiner. Second, by relying on a common embodiment, the 
Examiner has improperly treated the specification as prior art. Finding a claimed 
invention to be an obvious variation of patented claims by treating the patent disclosure 



16 M . 

17 Id. citing In re Aldrich, 398 F.2d 855, 859, 158 USPQ 311, 314 (CCPA 1968). 
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as though it is prior art has been repeatedly held as impermissible. 18 The use of an 
applicant's invention disclosure as prior art against him is improper. 19 By broadly 
rejecting pending claims under obviousness- type double patenting without analyzing the 
claims of the inventions, the Examiner has misapplied and confused the law of 
obviousness-type double patenting. 

(b) Proper Use of Specification 

Because the obviousness-type double patenting rejection requires claim 
interpretation, the Examiner may use the specification in a limited capacity to assist in 
interpreting what the claim language defines. The patent disclosure cannot be used as 
prior art, but the disclosure can be used to (1) determine the meaning of terms in a claim 
and may also be used as required to (2) answer the above question, "whether the claim in 
the application defines merely an obvious variation of the invention disclosed and 
claimed in the patent." 20 With respect to "the invention disclosed and claimed in the 
patent," the Federal Circuit stated in Vogel, 

We recognize that it is difficult, if not meaningless, to try to say what is or 
is not an obvious variation of a claim. A claim is a group of words 
defining only the boundary of the patent monopoly. . ..The disclosure, 
however, sets forth at least one tangible embodiment within the claim, and 
it is less difficult and more meaningful to judge whether that thing has 
been modified in an obvious manner. It must be noted that this use of the 
disclosure is not in contravention of the cases forbidding its use as prior 
art, nor is it applying the patent as a reference under 35 U.S.C. § 103, since 
only the disclosure of the invention claimed in the patent may be 
examined. 21 



18 In re Kaplan, 229 USPQ at 683. 
Mid. 

20 In re Vogel, 422 F.2d at 441. 

21 /rf.,422 F.2dat442. 
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Therefore, it is proper to identify the invention claimed in the patent by using 
exclusively only the portion(s) of the disclosure supporting the claimed invention. 
Alternately, it is improper to make a double patenting rejection when the rejection relies 
on specification support other than the specific portion(s) of the disclosure supporting the 
claimed invention. 

It has been repeatedly held that use of disclosure of a patent cited in support of a 
double patenting rejection cannot be used as through it were prior art, even where the 
disclosure is found in the claims. See, e.g., Braat, 937 F.2d at 594 n.5, 19 U.S.P.Q. at 
1293 n.5 ("The patent disclosure must not be used as prior art"); Vogel, All F.2d at 442, 
164 USPQ at 622 (in considering obviousness-type double patenting, "the patent 
disclosure may not be used as prior art"); In re Plank, 399 F.2d 241, 242, 158 U.S.P.Q. 
328, 329 (C.C.P.A. 1968) ("Its claims are used as the basis for a double patenting 
rejection. It is not a prior art reference"); In reAldrich, 398 F.2d 855, 859, 158 U.S.P.Q. 
311, 314 (C.C.P.A. 1968) ("[P]atent claims are looked to only to see what has been 
patented, the subject matter which has been protected, not for something one may find to 
be disclosed by reading them.") 

In the instant case, the Examiner has improperly relied on the specification in 
making the obviousness-type double patenting rejection. Whether support is provided for 
the claim language is an issue separate from the scope of the claims in the determination 
of a double patenting rejection. The Examiner has confused the issue of claim support 
with the issue of claim interpretation in determining whether obviousness-type double 
patenting exists. Claim interpretation is limited to what the claim language defines as the 
scope of the invention. By doing so, the Examiner has relied on specification support 
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other than the specific portions of the disclosure supporting the claimed invention. 
Applicants have failed to follow the mandates as expressed in the M.P.E.P. thereby 
failing to establish a prima facie case of double patenting of the obviousness-type. 

According to In re Vogel, one must first "determine how much of the patent 
disclosure pertains to the invention claimed in the patent" because only "[t]his portion of 
the specification supports the patent claims and may be considered." The Examiner has 
disregarded this critical step in his analysis of the obviousness-type double patenting 
rejection. 

(c) Best Mode 

The scope of the invention is determined by the claim language. The best mode 
disclosed in the specification as interpreted by the Examiner does not define the 
boundaries of the claims when determining double patenting of the obviousness-type. 
Examiner has again improperly relied on the specification to interpret the scope of the 
invention while failing to analyze the pending claims on a limitation-by-limitation basis 
to demonstrate that no patentable distinctions exist between the pending claims and those 
in the issued Harvey patents. 

Jnln re Schneller, 397 F.2d 350, 158 U.S.P.Q. 210 (C.C.P.A. 1968), the Schneller 
patent disclosed elements A, B, C, X, and Y as the best mode and claimed A, B, C, and X 
which covered other features incorporated in the claim because of the term "comprising", 
thus effectively covering the combination A, B, C, X, and Y. The later filed application 
claimed elements A, B, C, and Y and elements A, B, C, X, and Y . Thus, making the new 
combination would merely exercise skill or ingenuity expected of a person with ordinary 
skill in the art because X and Y were both known in the art. 

The court in In re Schneller noted the uniqueness of the factual circumstances 
surrounding the element composition of the application which involved the substitution 
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of element X for element Y, rather than the addition or subtraction of an element from the 
patent's claims. 22 The court went on to state that "[this] is not a case of an improvement 
or modification invented after filing . . . Hence it is not the usual 'obviousness-type' 
double patenting case." 23 Thus, the court limited the applicability of this holding. The 
Examiner has not offered any proof that Schneller' s use of the disclosed best mode may 
be properly applied to the facts of the instant application. More specifically, the instant 
case does not involve the substitution of one element (X) for another element (Y) where 
the rest of the claimed subject matter (ABC) is well known and where the two elements 
(X and Y) are also known in the art. 

While In re Schneller relied on a disclosed best mode of ABCXY in finding a 
non-statutory double patenting rejection, the Examiner's use of a best mode to find all 
variations obvious is unwarranted. An allegation of an improper extension of a unified 
system monopoly cannot be supported without examining the scope of the claims. In In 
re Schneller, the court specifically cited and analyzed both the claims in the patent and 
the elements in the claims in the Schneller application. The court then clearly 
demonstrated how the claims in the patent read on the claims in the application to support 
the double patenting rejection. The Office Action fails to provide such an analysis. 

(d) Means Plus Function 

In interpreting "means plus function" language, the Federal Circuit held In re 
Lonardo, 1 19 F3d 960, 43 U.S.P.Q.2d 1262 (Fed. Cir. 1997) that under 35 U.S.C. § 1 12, 
sixth paragraph 24 , correct interpretation of the means plus function element must be in 
light of the disclosed structure for implementing the function, and in a manner that is 



22 397 F.2d at 353-54. 

24 See In re Donaldson, 16 F.3d 1 189, 1 193, 29 USPQ2d 1845, 1849 (Fed. Cir. 1994). 
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expressly recited in the claim. 25 The PTO must apply 35 U.S.C. §112, sixth paragraph, in 
appropriate cases, and give claims their broadest reasonable interpretation in light of and 
consistent with the written description of the invention in the application. 26 

(2) Establishing Variations between the Invention Claimed 
and the Invention Defined in the Patent Claims 

Based on the proper identification of each of the inventions, supra, the Examiner 
then must identify the variation(s) between the inventions being claimed in the 
application and the invention as defined by the claims in the patent. 

As discussed above, the Examiner has not properly identified the inventions. In 
fact, the Examiner has failed to analyze and interpret the claims on a limitation-by- 
limitation basis to demonstrate that no patentable distinctions exist between the pending 
claims and those in the issued Harvey patents. Rather, in an attempt to address the 
variations between the inventions, the Examiner provides broad allegations that "no 
pending claim is more than an obvious variation.. . ." (Office Action at 148.) However, 
the Examiner has failed to specifically identify these variations. Such blanket assertions 
do not fulfill the requirement of identifying variations between the invention claimed and 
the invention defined by the patent claims, as mandated by the M.P.E.P. 

As to paragraph 23, the Examiner presents a weak attempt at establishing 
variations between the invention claimed and the invention defined in the patent claims. 
More specifically, the Examiner states that "[t]he differences . . . [are] suggested by the 
art." (Office Action at 148.) The Examiner erroneously believes that incorporating any 
differences merely suggested (and not necessarily explicitly stated) by any and all prior 
art discussed throughout entire Office Action is proper. The Examiner is required to 
identify the variations between the inventions being claimed and the invention as defined 

25 In re Lonardo, 43 USPQ2d at 1267. 

26 In re Donaldson, 16 F.3d at 1 194. 
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by the patent claims. Placing the burden on Applicants to sift through the Office Action 
to locate any and all discussions of the differences suggested, explicitly and/or implicitly, 
by the prior art is contrary to law. There is no statutory basis for Examiner's version of 
identifying variations between the sets of claims at issue. 

Applicants provide Appendix B herewith, which identify Applicants' patentable 
subject matter of the instant claims over specific Applicants' patented claims in response 
to Appendix A of the Office Action. 

(3) Variations Would Have Been Obvious to a Person of 
Ordinary Skill in the Art 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 

U.S.P.Q. 459 (1966) that establish a background for determining obviousness under 35 

U.S.C. § 103 are employed when making an obviousness-type double patenting analysis. 

However, the "patent principally underlying the double patenting rejection is not 

considered prior art." 27 The factual inquiries are summarized as follows: 

(A) Determine the scope and content of the patent claim and the prior art 
relative to the claim in the application at issue; 

(B) Determine the differences between the scope and content of the patent 
claim and the prior art as determined in (A) and the claim in the application at issue; 

(C) Determine the level of ordinary skill in the pertinent art; and 

(D) Evaluate any objective indicia of nonobviousness. 28 
Additionally, the Federal Circuit held in Kaplan that obviousness-type double 

patenting rejections must include clear evidence to establish why an alleged variation of 
an invention claimed in a prior patent would have been obvious. 



27 In re Longi, 759 F.2d at 892, n.4 (citing In re Braithwaite, 379 R2d 594, 600 n.4, 54 CCPA 1589, 154 
USPQ 29 (CCPA 1967)). 

28 M.P.E.P. § 804 (II)B(l). 
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[T]here must be some clear evidence to establish why the variation would 
have been obvious which can properly qualify as "prior art." Even if 
obviousness of the variation is predicated on the level of skill in the art, 
prior art evidence is needed to show what the level of skill was. 29 

Otherwise, if no clear prior art evidence establishes that the variation(s) in the application 
claims are obvious over the invention defined by the claims of the patent, one can assume 
that the characteristic of the claims including the variation(s), 

appear that the invention covered by the later patent was a separate 
invention, distinctly different and independent from that covered by the 
first patent; in other words, it must be something substantially different 
from that comprehended in the first patent. It must consist in something 
more than a mere distinction of the breadth or scope of the claims of each 
patent. 30 

As discussed above, the Examiner has failed to properly identify the inventions as 
claimed and has further failed to identify the variations as required for a proper 
obviousness- type double patenting rejection. Nonstatutory double patenting is intended to 
prevent prolongation of the patent term by prohibiting the extension of patent monopolies 
in successive patents. While the prohibition of extending patent monopolies is a policy 
concern, a statement of motivation for establishing obviousness under 35 U.S.C. § 103 is 
nevertheless lacking. Because Examiner has not provided any evidence that establishes 
that the variations are obvious over the invention as defined by the claims, the claims of 
the instant application may be assumed to be a separate and distinct invention. 

Under paragraph 30, in an attempt to address the obviousness of the variations, 
the Examiner states that "[t]he provision of any such differences would have been 
obvious for the benefit of providing greater functionality to the user" (Office Action at 



29 Id. at 683. 

30 Miller v. Eagle Mfg. Co., 151 U.S. at 198. 
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144.) The Examiner provides a single statement of motivation to address any differences 
without positively identifying the differences. 

This statement lacks the proper motivation for establishing obviousness under 35 
U.S.C. § 103 for at least the following reasons. First, "for the benefit of providing greater 
functionality to the user" does not answer the question of whether the differences would 
have been obvious to one of ordinary skill in the art. This attempt at providing 
motivation fails to take into consideration the level of ordinary skill at the time of the 
invention. To determine whether greater functionality provides adequate motivation, the 
Examiner should take into consideration (among other things) the level of ordinary skill 
in the art, as expressly provided in M.P.E.P § 804 (II)B(l) and Graham v. John Deere 
Co. 31 A proper motivation statement takes into consideration what would have been 
obvious to someone with ordinary skill in the art at the time of the invention. Without 
this determination, a modification cannot be deemed obvious for "greater functionality". 
Examiner attempts to provide the level of ordinary skill in the art on pages 123-128. 
However, the Examiner nevertheless fails to provide a teaching as to how the differences 
would have been obvious. A variation may not be assumed to be obvious merely because 
greater functionality is alleged to be provided. The Examiner has failed to provide a 
proper statement of motivation. 

Second, Examiner's statement of motivation is overly broad. The statement of 
"greater functionality to the user" does not adequately provide a teaching to one of 
ordinary skill in the art. According to the Examiner's reasoning, any and all differences 
between sets of claims, whether novel or not, will be considered obvious due to "greater 
functionality". The Examiner's version of motivation is improper and erroneous. 

Third, while a variation provides "greater functionality", it may also be considered 
novel and non-obvious. For example, while an improvement on a widget provides 

31 383 U.S.I, 148 USPQ 459 (1966). 
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"greater functionality", the improvement may just as well be novel and therefore merit 
patent protection. Non-obvious improvements provide "greater functionality" to the user. 
Likewise, a mere change in color may also provide greater functionality to the user. 
However, based on the level of ordinary skill in the art at the time of the invention, a 
mere color change may be considered to be an obvious variation. Because Examiner's 
version of motivation may be construed in two dynamically different ways, the 
motivation statement of providing "greater functionality to the user", as applied to "any 
such differences" is clearly deficient. 

5. Conclusion 

The Examiner's basis for the double patenting rejections is inconsistent with the 
Patent Office Procedures found in the M.P.E.P. The Examiner has fatally misapplied and 
confused the established law of double patenting. The belief that if two claims in 
separate applications are supported by the same embodiment in the application's common 
specification as being a prima facie basis for obviousness-type double patenting 
rejections is not supported by the rules and procedures as set forth in the M.P.E.P. 
Furthermore, the Examiner has not cited any case law or any other authority, for that 
matter, for this erroneous basis. 

To establish a proper obviousness-type double patenting rejection, the PTO must 
show that (1) the inventions claimed (2) are not patentably distinct and (3) are based on a 
prima face showing of obviousness. According to § 804 of the M.P.E.P, any 
obviousness-type double patenting rejection should make clear the differences between 
the inventions defined by the conflicting claims; and the reasons why a person of ordinary 
skill in the art would conclude that the invention defined in the claim in issue is an 
obvious variation of the invention defined in a claim in the patent. As discussed above, 
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the Examiner has not identified the claimed inventions; established variations; or shown 
that variations would have been obvious to a person of ordinary skill in the art. 

Therefore, the Examiner has failed to properly establish a prima facie basis for a 
double patenting rejection of the obviousness type. Applicants respectfully request 
withdrawal of the rejection of all pending claims. 

III. CONCLUSION 

In accordance with the foregoing it is respectfully submitted that all outstanding 
objections and rejections have been overcome and/or rendered moot. Further, all pending 
claims are patentably distinguishable over the prior art of record, taken in any proper 
combination. Thus, there being no further outstanding objections or rejections, the 
application is submitted as being in a condition for allowance, which action is earnestly 
solicited. 

If the Examiner has any remaining informalities to be addressed, it is believed that 
prosecution can be expedited by the Examiner contacting the undersigned attorney for a 
telephone interview to discuss resolution of such informalities. 



Respectfully submitted, 



Date: October 5. 2000 
HUNTON & WILLIAMS 
1900 K Street, N.W. 




Donald J. Lecher 



12 th Floor 
Washington, D.C. 20011 



Reg. No. 41,933 
Attorneys for Applicants 
Tel: (202) 955-1938 
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APPENDIX B 



PATENTABLE SUBJECT MATTER OF 
INSTANT CLAIMS OVER 
APPLICANTS' PATENTED CLAIMS 



Serial No. 08/446,43 1 
Docket No. 05634.0150 



Serial No. 08/446,431 
Docket No. 05634.0150 



The following charts provide a claim by claim comparison of each of Applicants' 
instant independent claims to of Applicant's independent patented claims^ as specified 
in Appendix A of the Office Action. The Office Action stated in paragraphs 22-23 that 
claims 3-82 are rejected under the judicially created doctrine of obviousness-type double 
patenting over any single claim or combination of claims of every claim of Applicants' 
six issued patents. However, the Office Action only compared three of Applicants' 
patented claims to Applicants' instant independent claims33. Ther e was no other analysis 
to any other of Applicants' patented claims with those of the instant application. 

Applicants provide an analysis in Appendix B to show that the instant 
independent claims are patentably distinct from the specified patented independent claims 
in Appendix A of the Office Action. 

For the Examiner's convenience only, Applicants have underlined portions in the 
left columns of the instant independent claims to designate the clearest and most succinct 
portions of the claim language that Applicants believe are patentably distinct from the 
patented independent claims in the right columns. Applicants assert that any lack of 
underlining in the instant independent claims in no way indicates these portions are 
common to the subject matter of the patented claims. 



32 Claim 1 of U.S. Pat. No. 4,704,725, Claim 1 of U.S. Pat. No. 5,233,654, & Claim 1 of U.S. 
4,694,490. 

33 Applicants instant independent claims 3, 13, 17, 19, 22, 27, 35, 39, 43, 47, 55, 59, 61, 64, 6 



Instant Independent Claims Patentable Subject Matter over Applicants' 



Application Claim 3 

3. A method of processing signals to select at least one 



U.S. Pat. No. 4,694,490, Claim 1 



j. t\ Iiicuiuu yji puvvwi"^ — 

datum with independent receiver specific relevance at a 
receiver station and deliver at said receiver station a 
receiver specific programming presentation, said 
receiver station having a computer and an output device, 
wherein said computer has a memory location for 
storing data and said output device outputs one of video, 
audio, and hardcopy, said method comprising the steps 
of: 



receiving 



an information transmission from a remote 



station and pa ssin g at least a portion of said information 
transmission to said com puter, said information 
transmission including data and at least one instruct 



signal; 

detectin g an instmct-to-selec t signal in said information 
transmission; 

processing said data at said c enter and selecting a 
plurality of subscriber data; 

storin g said se lected plurali ty of subscriber data at said 
memory location; 

receiving mass medium programming from a 
pro gramming source and on rpurting said mass medium 
pro grammi n g at said ou tput device; 
selecting subscriber inform ation to output based on said 
step of storing; and 

out putting at least one of a simultaneous presentat ion 
and a seque ntial presentation of said mass medium 
pro gramming and said selected subscriber informati on. 



1. A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 
transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. : 



Application Claim 13 



13. A method of controlling a plurality of receiver 
stations, each of said plurality of receiver stations 
including one of a broadcast signal converter and a 
cablecast signal converter, a signal detector, a processor, 
wherein each of said plurality of receiver stations is 
adapted to detect the presence of at least one control 
signal and programmed to process downloadable code, 
each of said plurality of receiver stations selecting at 
least one stored subscriber datum with independent 
receiver specific relevance, said method comprising the 
steps of: 



( 1 ^ receiving at a transmitte r station said 
downloadable code which is effective at at least one of 
said plurality of receiver s tations to select said at least 
one subscriber datum for a t least one of simultaneous 
presentation and a sequent ial presentation of said at least 



U.S. Pat. No. 4,694,490, Claim 1 



1. A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 
transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, . — 
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one subscriber datum with mass medium programming, 
wherein said downloadable code has a target processor 
to process data at each of said plurality of receiver 
stations; 

(2) transferring said downloadable code from said 
transmitter station to a transmitter; 

(3) receiving said at least one control signal at said 
transmitter station, said at least one control signal 
operating to execute said downloadable code; and 

(4) transferring said at least one control signal from 

said transmitter station to said transmitter and 
transmitting an information transmission including said 
downloadable code and said at least one control signal. 



receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 17 



U.S. Pat. No. 4,694,490, Claim 1 



17. A method of gathering information on the use 
of at least one of a resource and a control signal at a 
receiver station, said receiver station having a processor, 
at least one stored subscriber datum with independent 
receiver specific relevance, and a controlled device, 
wherein said receiver station transfers said gathered 
information to a remote station, said method comprising 
the steps of: 



(1) identifying at least one of : 

(a) said resource to select for at least one of 

simultaneous presentation and sequential presentation 
with mass medium programming; and 

(b) said control signal which is effective to select 

said at least one subscriber datum for said at least one of 
simultaneous presentation and sequential presentation 
with said mass medium programming; 

(2) monitoring said identified at least one of said 
resource and said control signal; 

(3) storing a record of the use of said at least one of 
said resource and said control signal from said step of 
monitoring; and 

(4) communicating information evidencing said 

use of said identified at least one of said resource and 
said control signal from said step of storing from said 
receiver station to the remote station. 



1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 19 



U.S. Pat. No. 4,694,490, Claim 1 
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19. A method of controlling a remote intermediate 
mass medium programming transmitter station to 
communicate mass medium programming material to at 
least one receiver station, said at least one receiver 
station having at least one stored subscriber datum with 
independent receiver specific relevance, with said 
remote intermediate mass medium programming 
transmitter station including one of a broadcast 
transmitter and a cablecast transmitter for transmitting 
said mass medium programming, a plurality of selective 
transfer devices each operatively connected to said one 
of said broadcast transmitter and said cablecast 
transmitter for communicating said mass medium 
programming, a mass medium programming receiver for 
receiving said mass medium prograniming from at least 
one origination transmitter station, a control signal 
detector, and one of a controller and a computer capable 
of controlling at least one of said selective transfer 
devices, and with said remote transmitter station adapted 
to detect the presence of at least one control signal , to 
control the communication of said mass medium 
programming in response to said at least one control 
signal , and to deliver at said one of said broadcast 
transmitter and said cablecast transmitter said mass 
medium programming, said method comprising the steps 
of: 

(1) receiving at said at least one origination 
transmitter station said mass medium programming to be 
transmitted by the remote intermediate mass medium 
programming transmitter station and delivering said 
mass medium programming to at least one origination 
transmitter, said mass medium programming having an 
instruct signal which is effective at said at least one 
receiver station to select said at least one subscriber 
datum for at least one of simultaneous presentation and 
sequential presentation with said mass medium 
programming; 

(2) receiving said at least one control signal which 

at the remote intermediate mass medium programming 
transmitter station operates to control the 
communication of said mass medium programming; and 

(3) transmitting said at least one control signal 

from said at least one origination transmitter before a 
specific time. 



1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 



transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 22 


U.S. Pat No. 4,694,490, Claim 1 


22. A method of controlling at least one of a 
plurality of receiver stations, each of said plurality of 
receiver stations including a mass medium programming 
receiver, a signal detector, at least one computer or 
processor, at least one stored subscriber datum with 
independent receiver specific relevance, wherein each of 


1. A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
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said plurality of receiver stations is adapted to detect the 
presence of at least one control signal and to input a 
subscriber reaction to an offer communicated in mass 
medium programming, said method comprising the steps 
of: 



(1) receiving at least one of a code and a datum at a 
transmitter station, said at least one of said code and said 
datum designating at least one of : 
(a) a product and a service offered in said mass 



medium programming: and 

(b) said subscriber reaction: 



(23_ 



receiving at said transmitter station an instruct 



signal which is effective at said at least one of said 
plurality of receiver stations to select said at least one 
subscriber datum for at least one of simultaneous 
presentation and sequential presentation with said mass 
medium programming: 

(3) transferring at least one of said at least one of 

said code and said datum and said instruct signal to a 
transmitter at said transmitter station at a specific time: 
and 

(4) transmitting said at least one of said at least one 
of said code and said datum and said instruct signal from 
said transmitter station. 



information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 27 



U.S. Pat. No. 4,694,490, Claim 1 



27. A method of controlling at least one of a 
plurality of receiver stations each of said plurality of 
receiver stations including one of a broadcast signal 
receiver and a cablecast signal receiver, at least one 
processor, at least one stored subscriber datum with 
independent receiver specific relevance, and a signal 
detector, wherein said signal detector is adapted to 
receive signals from one of a broadcast signal and a 
cablecast signal, and wherein said at least one processor 
is programmed to respond to signals from said signal 
detector, said method comprising the steps of: 



( 1 ) receiving at one of a broadcast transmitter 
station and a cablecast transmitter station at least one 
instruct signal which is effective at said at least one of 
said plurality of receiver stations to select said at least 
one subscriber datum for at least one of simultaneous 
presentation and sequential presentation with mass 
medium programming: 

(2) transferring said at least one instruct signal 
from said one of said broadcast transmitter station and 
said cablecast transmitter station to a transmitter: 

(3) receiving at least one control signal at said one 

of said broadcast transmitter station and said cablecast 



1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
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transmitter station, wherein said at least control signal 
identifies at least one specific receiver station device to 
which said at least one instruct signal is addressed; and 
(4) transferring said at least one control signal from 
said one of said broadcast transmitter station and said 
cablecast transmitter station to said transmitter, said one 
of said broadcast transmitter station and said cablecast 
transmitter station one of broadcasting and cablecasting 
said at least one instruct signal and said at least one 
control signal to said at least one of said plurality of 
receiver stations. 



with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 35 



U.S. Pat No. 4,694,490, Claim 1 



35. A method for mass medium programming 
promotion and information delivery for use with an 
interactive television viewing apparatus capable of 
storing at least one subscriber datum with independent 
interactive television viewing apparatus specific 
relevance, said method comprising the steps of: 



outputting television programming that promotes mass 
medium programming, said interactive television 
viewing apparatus having an input device to receive 
input from a subscriber; 

prompting said subscriber during said television 
programming whether said subscriber wants said mass 
medium programming promoted in said step of 
displaying, said interactive television viewing apparatus 
having a memory for storing at least one of a code and a 
datum; 

receiving a reply from said subscriber at said input 
device in response to said step of prompting said 
subscriber, said interactive television viewing apparatus 
having a processor for processing said subscriber reply; 
processing said reply from said step of receiving said 
reply and selecting at least a portion of said at least one 
of a code and a datum designating said mass medium 
prograrriming, said interactive television viewing 
apparatus having a transmitter for communicating 
information to a remote site; 

communicating said selected at least a portion of a code 
and a datum to said remote site, said interactive mass 
medium output apparatus and said remote site including 
a network having a plurality of transmitter stations; 
organizing in said network, at least a first signal which 
is effective at said interactive television viewing 
a pparatus to deliver said at least one subscriber datum 
for presentation with said mass medium programming, 
said interactive television viewing apparatus having a 
receiver for receiving said first signal from said remote 



1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 
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station; 

delivering said at least said first signal at said interactive 
television viewing apparatus; and 
outputting said at least one subscriber datum in said 
presentation with said mass medium programming on 




the basis of said at least said first signal. 



Application Claim 39 


U.S. Pat No. 4,694,490, Claim 1 


39. A method for mass medium programming 
promotion and delivery for use with an interactive mass 
medium programming output apparatus capable of 
storing at least one subscriber datum with independent 
interactive mass medium programming output apparatus 
specific relevance, said method comprising the steps of: 

outputting mass medium programming that promotes a 
specific fashion of presenting information to one of 
complete and supplement said mass medium 
programming, said interactive mass medium 
programming output apparatus having an input device to 
receive input from a subscriber; 
prompting said subscriber during said mass medium 
programming whether said subscriber wants said 
information to one of complete and supplement said 
mass medium programming presented in said specific 


1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 


fashion promoted in said step of displaying, said 
interactive mass medium programming output apparatus 
having an output device for outputting information in 


said specific fashion; 

receiving a replv from said subscriber at said input 
device in response to said step of prompting said 
subscriber, said interactive mass medium programming 
output apparatus having a processor for processing said 
subscriber replv and controlling delivery of said mass 
medium programming in response to instructions; 
delivering said instructions at said interactive mass 
medium programming output apparatus in response to 
said step of receiving said replv, said instructions 
controlling said interactive mass medium programming 
output apparatus; 

processing said instructions from said step of delivering, 
said instructions effective to select said at least one 
subscriber datum for presentation with said mass 
medium programming; and 
presenting said information to one of complete and 


supplement said mass medium programming in said 
specific fashion on the basis of said instructions. 



Application Claim 43 


U.S. Pat. No. 4,694,490, Claim 1 


43. A method of controlling a receiver station 


1 . A method of communicating television program 
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including at least one stored subscriber datum with 
independent receiver specific relevance, comprising the 
steps of: 



detecting one of a presence and an absence of one of a 
broadcast control signal and a cab lecast control signal; 



in putting an instruct-to-rea ct signal to a processor based 
on said step of detecting; 

controlling s aid processor to output sp ecific information 
in response to said instruct-to-reac t signal; and 
selecting said at least one datum for at least one of 



simultaneous and sequential presen tation with mass 
medium p ro gramming on the basis of information 



ammi n g on tne oasis 01 in iumumuu 

received from said processor based on said step of 
controlling said processor. 



material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 
transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. . : 



Application Claim 47 



ILS. Pat. No. 4,694,490, Claim 1 



47. A method of processing signals to deliver a 
receiver specific programming presentation at a receiver 
station, said receiver station having a computer and an 
output device, with said computer having a memory 
location for storing data and said output device 
outputting one of video, audio, and hardcopy, said 
method comprising the steps of: 



receiving a data transmission from a remote data source 
and passing said data transmission to said computer; 
processing said data transmission at said computer and 
selecting one or more data of interest; 
storing said selected one or more d ata of interest at said 
memory location; 

receiving mass medium programm ing from a 



1. A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
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programming source and outputting said mass medium 

programming at said output device; 

selecting designated information to output said 

designated information being the product of processing 

at least a portion of said selected data; and 

outputting a simultaneous or sequential presentation of 

said mass medium program and said designated output. 



video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 55 



U.S. Pat. No. 5,233,654, Claim 1 



55. A method of controlling a plurality of receiver 
stations each of which includes at least one of a 
television and radio receiver, a signal detector, a 
processor, and with each said receiver station adapted to 
detect the presence of at least one control signal and 
programmed to process downloadable code, said method 
of controlling comprising the steps of: 
receiving at a transmitter station downloadable code 
which is effective at a receiver station to select and store 
one or more data for subsequent processing or 
presentation during the course of a mass medium 
program, said downloadable code addressed at each of 
said plurality of receiver stations to said processor; 
transferring said downloadable code from said 
transmitter station to a transmitter; 
receiving said at least one control signal at said 
transmitter station, said control signal operative at a 
receiver station to execute said downloadable code; and 
transferring said at least one control signal from said 
transmitter station to said transmitter, and transmitting 
an information transmission comprising said 
downloadable code and said at least one control signal. 



1 . A system for inputting, processing and collecting 
response information from members of an audience 
consisting of a plurality of audience stations, each 
station accommodating a specific audience member and 
each station having read/write memory means capable of 
holding specific data of its audience member, input 
means for inputting information of its audience member, 
first storage means for holding its audience member's 
input, processor means for processing its audience 
member's input and assembling output records that hold 
additional information besides said input, second storage 
means for holding said output records, and transmission 
means for transferring the output of said second storage 
means, with at least some of said stations programmed 
to process input information in a predetermined fashion, 
a transmission medium for conveying the output of the 
transmission means of at least some of said audience 
stations, and 

at least one data collection station for receiving the 
output records of said audience stations, processing said 
records, and collecting the information of said records. 



Application Claim 59 



U.S. Pat. No. 5,233,654, Claim 1 



59. A method of gathering information on the use 
of a resource or a signal at a receiver station, said 
receiver station having a processor, and a controlled 
device, said receiver station transferring said gathered 
information to a remote station, said method comprising 
the steps of: 

identifying a resource to select for subsequent 
presentation of a mass medium program or a control 
signal which is effective to select information from one 
or more processed and stored data for presentation 
during the course of a mass medium program; 
monitoring said resource or said control signal; 
storing a record of the use of said resource or said 
control signal from said step of monitoring; and 
communicating information evidencing said use of said 



1 . A system for inputting, processing and collecting 
response information from members of an audience 
consisting of a plurality of audience stations, each 
station accommodating a specific audience member and 
each station having read/write memory means capable of 
holding specific data of its audience member, input 
means for inputting information of its audience member, 
first storage means for holding its audience member's 
input, processor means for processing its audience 
member's input and assembling output records that hold 
additional information besides said input, second storage 
means for holding said output records, and transmission 
means for transferring the output of said second storage 
means, with at least some of said stations programmed 
to process input information in a predetermined fashion, 
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resource or said control signal from said step of storing a 
record from said receiver station to said remote station. 



a transmission medium for conveying the output of the 
transmission means of at least some of said audience 
stations, and 

at least one data collection station for receiving the 
output records of said audience stations, processing said 
records, and collecting the information of said records. 



Application Claim 6 1 



U.S. Pat. No. 4,694,490, Claim 1 



61 . A method of controlling a remote intermediate 
mass medium transmitter station to communicate mass 
medium program material to a receiver station, with said 
remote intermediate mass medium transmitter station 
including a broadcast or cablecast transmitter, a plurality 
of selective transfer devices each operatively connected 
to said broadcast or cablecast transmitter for 
communicating mass medium programming, a mass 
medium programming receiver for receiving mass 
medium programming from at least one remote 
programming origination source, a control signal 
detector, and a computer capable of controlling one or 
more of said selective transfer devices, and with said 
remote transmitter station adapted to detect the presence 
of at least one control signal, to control the 
communication of said mass medium programming in 
response to said detected at least one control signal, and 
to deliver from its broadcast or cablecast transmitter 
mass medium programming, said method comprising the 
steps of: 

receiving mass medium programming to be transmitted 
by the remote intermediate mass medium programming 
transmitter station and delivering said mass medium 
programming to at least one origination transmitter, said 
mass medium programming having an instruct signal 
which is effective at said receiver station to select 
information from one or more processed and stored data 
for presentation during the course of a mass medium 
program; 

receiving one or more control signals which at the 
remote intermediate mass medium programming 
transmitter station operate to control the communication 
of at least one of said mass medium programming and 
said instruct signal; and 

transmitting said one or more control signals to said 
transmitter before a specific time. 



1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 



transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 64 


U.S. Pat. No. 4,694,490, Claim 1 


64. A method of controlling at least one of a 
plurality of receiver stations each of which includes a 
mass medium prograrnrning receiver, a signal detector, a 
computer or processor, and with each receiver station 


1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
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adapted to detect the presence of a control signal and to 
input a subscriber response to an offer communicated in 
a mass medium programming presentation, said method 
comprising the steps of: 



receiving a first code or first data at a transmitter station, 
said first code or data designating at least one of said 
subscriber response and a product or service offered by 
said mass medium programming presentation; 
receiving at said transmitter station a first instruct signal 
which is effective at said at least one receiver station to 
select and store one or more second data received in an 
information transmission for subsequent processing or 
presentation during the course of said mass medium 
programming presentation; 
transferring said first code or first data or said first 
instruct signal to a transmitter at said transmitter station 
at a specific time; and 

transmitting said first code or first data or said first 
instruct signal from said transmitter station. 



overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 



Application Claim 69 



U.S. Pat. No. 4,694,490, Claim 1 



69. A method of controlling at least one of a 
plurality of receiver stations each of which includes a 
broadcast or cablecast signal receiver, a processor, a 
signal detector, said signal detector adapted to detect 
signals within a broadcast or cablecast transmission, and 
said processor programmed to respond to detected 
signals communicated from said detector, and said 
method of controlling comprising the steps of: 



receiving at a broadcast or cablecast transmitter station a 
first instruct signal which is effective at said at least one 
of a plurality of receiver stations to select and store one 
or more data for subsequent processing or presentation 
during the course of a mass medium program; 
transferring said first instruct signal from said 
transmitter station to a transmitter; 
receiving one or more first control signals at said 
transmitter station, said control signals addressing said 
first instruct signal to said processor at said at least one 



1 . A method of communicating television program 
material to a multiplicity of receiver stations each of 
which includes a television receiver and computer, the 
computers being adapted to generate and transmit 
overlay signals to their associated television receivers, 
said overlay signals causing the display of user specific 
information related to said program material, and with at 
least some of said computers being programmed to 
process overlay modification control signals so as to 
modify the overlay signals transmitted to their associated 
receivers, each of said computers being programmed to 
accommodate a specific user application, comprising the 
steps of: 

transmitting a video signal containing a television 
program signal to said receivers, 

transmitting an instruct-to-overlay signal to said receiver 
stations at a time when the corresponding overlay is not 
being displayed, 

receiving said video signal at a plurality of receiver 
stations and displaying said program material on the 
video receivers of selected ones of said plurality of 
receiver stations, 

detecting the presence of said instruct-to-overlay signal 
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of a plurality of receiver stations; and 
transferring said one or more first control signals from 
said transmitter station to said transmitter, said 
transmitter station broadcasting or cablecasting said first 


at said selected receiver stations and coupling said 
instruct-to-overlay signal to the computers associated 
with the video receivers of said selected stations, and 
causing said last named computers to generate and 
transmit their overlay signals to their associated 
television receivers in response to said instruct-to- 
overlay signal, thereby to present a display at the 
selected receiver stations including the television 
program material and the related computer generated 
overlay, the overlays displayed at a multiplicity of said 
receiver stations being different, with each display 
specific to a specific user. 


instruct signal and said one or more first control signals 
to said plurality of receiver stations. 



Application Claim 77 


U.S. Pat. No. 4,704,725, Claim 1 


77. An interactive method for data promotion and 
delivery for use with an interactive mass medium 
program output apparatus, comprising the steps of: 

displaying a first mass medium program that promotes 
first data, said interactive mass medium program output 
apparatus having an input device to receive input from a 
subscriber; 

prompting said subscriber during said first mass medium 
program to provide subscriber input if said subscriber 
wants said first data promoted in said step of displaying, 
said interactive mass medium program output apparatus 
having an output device for outputting said first data; 
receiving a reply from said subscriber at said input 
device in response to said step of prompting said 
subscriber, said interactive mass medium program 
output apparatus having a processor for processing said 
subscriber reply and controlling delivery of said first 
data; 

delivering instructions at said interactive mass medium 
program output apparatus in response to said step of 
receiving a reply, said instructions controlling said 
interactive mass medium program output apparatus; 
processing said instructions from said step of delivering, 
said instructions effective to select and store second data 
to be used as a source for subsequent processing or 
presentation of said first data during the course of a 
second mass medium program; and 
delivering said first data on the basis of said instructions. 


1 . A method of communicating data to a multiplicity of 
receiver stations, each of which includes a computer 
adapted to generate and transmit user specific signals to 
one or more associated output devices, with at least 
some of said computers being programmed to process 
modification control signals so as to modify the user 
specific signals transmitted to their associated output 
devices, each of said computers being programmed to 
accommodate a special user application, comprising the 
steps of: 

transmitting an instruct-to-process signal to said 
computers to cause each of said computers to process 
data in accordance with its associated special user 
application, 

transmitting an instruct-to-output signal to said 
computers at a time when the corresponding user 
specific information is not being transmitted to an output 
device, 

detecting the presence of said instruct-to-output signal at 
selected receiver stations and coupling said instruct-to- 
output signal to the computers associated with said 
selected stations, and 

causing said last named computers simultaneously to 
output their user specific signals to their associated 
output devices in response to said instruct-to-output 
signal, thereby to transmit to the selected output devices 
an output signal comprising said data and said related 
user specific signals, the output signals at a multiplicity 
of said output devices being different, with each output 
signal specific to a specific user. 
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APPENDIX D 

GLOSSARY OF DEFINED TERMS 
TO THE 1987 PRIORITY INSTANT SPECIFICATION 



GLOSSARY OF DEFINED TERMS 



1987 Priority U.S. Patent Application 

The following terms are defined and used in specific ways in U.S. Patent No. 4,965,825 and its 
continuations, including Applicants' instant specification. Terms that appear at the left margin in 
quotation marks are formally defined in the patent disclosures. The meanings of terms that are 
shown below without quotation marks are made clear in the context in which they appear. 



A 
B 

"broadcast" ... page 12 line 22 ... to transmit programming over-the-air. 

"broadcast print" ... page 1 line 25 ... Radio and electronic print services such as stock brokers' 
so-called "tickers" and "broad tapes" are ... powerful, user friendly mass media. (Hereinafter, 
the electronic print mass medium is called, "broadcast print.") 

C 

cadence information ... page 60 line 12 ... Cadence information which consists of headers, certain 
length tokens, and signals that are called "end of file signals" enables subscriber station 
apparatus to distinguish each instance of header information in any given message stream 
and, hence, to distinguish the individual messages of said stream. In the present invention, 
subscriber station apparatus are preprogrammed to process cadence information. 

"cablecast" ... page 12 line 23 ... to transmit programming over hard-wire. 

"combined" media ... page 2 line 17 ... Today great potential exists for combining the capacity of 
broadcast communications media to convey ideas with the capacity of computers to process 
and output user specific information. One such combination would provide a new 
radio-based or broadcast print medium with the capacity for conveying general information 
to large audiences~e.g., "Stock prices rose today in heavy trading, "-with information of 
specific relevance to each particular user in the audience— e.g., "but the value of your stock 
portfolio went down." (Hereinafter, the new media that result from such combinations are 
called "combined" media.)' 

"combining synch command" ... page 26 line 20 ... (Hereinafter, an instruction such as the above 
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signal of "GRAPHICS ON" that causes subscriber station apparatus to execute a combining 
operation in synchronization is called a "combining synch command." Said initial signal 
word or words that preceded the above program instruction set provide another example of 
a combining synch command in that said word or words synchronized all subscriber station 
computers in commencing loading and running information for a particular combining.) 

command ... page 44 line 12 ... As Fig. 2E shows, [a] header and execution and meter-monitor 
segments constitute [one form of] a command. 

A command is an instance of signal information that is addressed to particular subscriber 
station apparatus and that causes said apparatus to perform a particular ftinction or functions. 
A command is always constituted of at least a header and an execution segment. With 
respect to any given command, its execution segment contains information that specifies the 
apparatus that said command addresses and specifies a particular function or functions that 
said command causes said apparatus to perform. (Hereinafter, functions that execution 
segment information causes subscriber station apparatus to perform are called "controlled 
functions.") 

Commands often contain meter-monitor segments. ... 

... page 47 line 11 ... Commands can address many apparatus and execute many 
controlled functions. 

"control invoking instructions" ... page 23 line 24 ... see "invoking broadcast control" 

"controlled functions" ... page 44 line 22 ... (Hereinafter, functions that execution segment 
information causes subscriber station apparatus to perform are called "controlled functions.") 

... page 46 line 8 ... Examples of controlled functions include: 

Load and run the contents of the information segment. 

Decrypt the execution segment using decryption key G. 

Decrypt the execution and meter-monitor segments using decryption key J. 

Commence the video overlay combining designated in the meter-monitor 
segment. 

Modify the execution segment to instruct URS microcomputer, 205, to 
commence overlay designated in meter-monitor segment, record the 
contents of the execution and meter-monitor segments, and transfer 
command to URS microcomputer, 205. 



Print the contents of the information segment. 
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Record the contents of the execution and meter-monitor segments; transfer 
them to URS decryptors, 224, and execute the preprogrammed 
instructions that cause URS decryptors, 224, to commence decrypting 
with said contents as decryption key; execute preprogrammed 
instructions that cause URS cable converter boxes, 222, to switch to 
cable channel Z; execute preprogrammed instructions that cause URS 
matrix switches, 258, to configure its switches to transfer the input 
from converter boxes, 222, to decryptors, 224, and the output from 
decryptors, 224, to microcomputers, 205; modify the execution 
segment to instruct URS microcomputers, 205, to commence loading 
and executing the information received from URS decryptors, 224 via 
URS switches, 258. 



controller, 39 M ... page 156 line 26 ... More precisely, controller, 39, of decoder, 203, and SPAM- 
controller, 205C, are one and the same (and are called, hereinafter, "controller, 39"). Thus 
the preferred embodiment of controller, 39, is configured and preprogrammed not only to 
control the detecting, correcting, converting, and executing of controlled functions at 
decoder, 203, but also to input to and execute at microcomputer, 205, the information of any 
given detected SPAM message that is addressed to URS microcomputers, 205. 

covert control" ... page 218 line 6 ... By themselves, the first and second features provide a 
technique whereby a message such as the second message of the "Wall Street Week" 
program can take affect at only selected stations (such as those stations preprogrammed with 
decryption key J) without being decrypted at said stations. (Hereinafter, this technique is 
called "covert control.") 

covert control-invoking value" ... page 285 line 7 ... (Hereinafter, the normal binary value of a given 
instance of information that invokes a preprogrammed function-such as, for example, the 
"1001 10" that is the normal value of said execute-conditional -overlay-at-205 information—is 
called a "standard control-invoking value", and a value that temporary replaces a standard 
control-invoking value in the course a covert control application- such as "111111" in 
example #6— is called a "covert control-invoking value".) 

CPU" ... page 22 line 33 ... central processor unit ... also defined at page 87 line 21 as ... central 
processor unit 



data module set" ... page 365 line 24 ... (Hereinafter, a data module that is transmitted to subscriber 
stations and processed by computers of said stations under control of instructions of a 
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program instruction set is called a "data module set," 
"data module set of Q" ... page 366 line 18 ... (Hereinafter, the data module set generated in example 
#9, under control of said intermediate generation set of Q, is called the "data module set of 
Q'\) 

"data module set of Q.l" ... page 378 line 31 ... (Hereinafter, the data module set generated at the 
station of Fig. 6 in example #1 0 is called the "data module set of Q. 1 ", signifying that said 
set is one version of complete data module set information of said instance of the network 
transmission of Q.) 

"data module set of Q.2" ... page 380 line 33 ... [Hereinafter, the data module set generated at said 
second station is called the "data module set of Q.2", signifying that said set is a second 
version of complete data module set information of said instance of the network transmission 
ofQ.]) 



E 

end of file signals ... page 62 line 26 ... distinctive end of file signals are required to communicate 
the locations of the ends of information segments to subscriber station apparatus. In the 
present invention, each end of file signal is transmitted immediately after the end of an 
information segment; said signal is part of the information of the message in which said 
segment occurs; and said signal is located at the end of said message. 

At any given time, subscriber station apparatus are preprogrammed to process only one 
distinct signal as an end of file signal. In order for said apparatus to distinguish an instance 
of said signal from all other signal information, an end of file signal must differ distinctly 
from all other information. Signal information, especially information transmitted in an 
information segment, can vary greatly in composition. Accordingly, to be distinctive, an end 
of file signal must be long and complex to detect. 

An end of file signal consists of a particular sequence of bits of binary information. In 
the preferred embodiment each bit is identical to every other bit; that is, disregarding error 
correction information, an end of file signal consists of a sequence of "1" bits (eg. 
" 1 1 1 1 1 1 1 1 ") or "0" bits (eg. "00000000"). In the preferred embodiment, end of file signals 
are composed of "1" bits rather than "0" bits. 

see EOFS, EOFS bit and MOVE bit 

EOFS ... refers to End Of File Signal ... see end of file signals 

"EOFS bit" ... page 64 line 1 ... An end of file signal consists of a particular sequence of bits of 
binary information. In the preferred embodiment each bit is identical to every other bit; that 
is, disregarding error correction information, an end of file signal consists of a sequence of 
" 1 " bits (eg. "1 1 1 1 1 1 1 1 ") or "0" bits (eg. "00000000"). In the preferred embodiment, end of 
file signals are composed of "1" bits rather than "0" bits. Zero is a value that occurs 
frequently in data and in mathematics, and however many bits may occur in a binary data 
word that consists of a series of "0" bits, the numeric value of said word remains zero. 
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Numeric values that are represented in binary form by a sequence of "1" bits, especially a 
sequence that is long, occur in data and mathematics far less frequently than zero. Thus the 
preferred composition bit is "1" because the chance of data being joined in a given signal in 
such a way that two or more instance of information combine inadvertently and create the 
appearance of an end of file signal is far smaller if the preferred bit is "1" than if it is "0". 
(Hereinafter, the preferred binary end of file signal composition bit, "1", is called an "EOFS 
bit," and for reasons that are explained below, the alternate binary bit, "0", is called a 
"MOVE bit.") 

"EOFS Complete Flag" ... page 69 line 10 ... see EOFS valve components 

"EOFS Empty Flag" ... page 69 line 10 ... see EOFS valve components 

"EOFS Standard Length Location" ... page 69 line 10 ... see EOFS valve components 

"EOFS Standard Word Location" ... page 69 line 10 ... see EOFS valve components 

"EOFS valve" ... page 65 line 19 ... an apparatus, called an "EOFS valve," that detects end of file 
signals 

EOFS valve components ... page 69 line 10 ... In the present invention, any microprocessor, 
buffer/comparator, or buffer can be adapted and preprogrammed to detect end of file signals. 
At any given SPAM apparatus that is so adapted and preprogrammed, particular dedicated 
capacity exists for said detecting. Said capacity includes standard register memory or RAM 
capacity, well known in the art, including three particular memory locations for comparison 
purposes, one particular memory location to serve as a counter, and three so-called "flag bit" 
locations to hold particular true/false information. (Hereinafter, said three particular memory 
locations, said one particular memory location, and said three flag bit locations are called the 
"EOFS Word Evaluation Location," "EOFS Standard Word Location," and "EOFS Standard 
Length Location"; the "EOFS WORD Counter"; and the "EOFS WORD Flag," "EOFS 
Empty Flag," and "EOFS Complete Flag" all respectively.) 

"EOFS WORD" ... page 70 line 12 ... (Hereinafter, one signal word of EOFS bits is called an "EOFS 
WORD.") 

"EOFS WORD Counter" ... page 69 line 10 ... see EOFS valve components 

"EOFS Word Evaluation Location" ... page 69 line 10 ... see EOFS valve components 

"EOFS WORD Flag" ... page 69 line 10 ... see EOFS valve components 

"EPROM" ... page 33 line 17 ... erasable programmable ROM [or other forms of programmable 
nonvolatile memory] 
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execution segment ... page 45 line 22 ... Execution segment information includes the subscriber 
station apparatus that the command of said segment addresses and the controlled functions 
said apparatus is to perform. ("ITS'* refers, hereinafter, to intermediate transmission station 
apparatus, and "URS" refers to ultimate receiver station apparatus.) [Some] examples of 
addressed apparatus include: 



ITS signal processors (in 71 in Fig. 6), 
ITS controller/computers (73 in Fig. 6), 
URS signal processors (200 in Fig. 7), 
URS microcomputers (205 in Fig. 7), 
URS printers (221 in Fig. 7), and 
URS utilities meters (262 in Fig. 7). 



... page 47 line 16 ... Execution segment information operates by invoking 

preprogrammed operating instructions that exist at each subscriber station apparatus that is 
addressed. ... [see controlled function] 

For each appropriate addressed apparatus and controlled function combination a unique 
execution segment binary information value is assigned. ... 

For any given command, the execution segment information of said command invokes, 
at each relevant subscriber station apparatus, the preprogrammed operating instructions 
uniquely associated with its particular binary value in particular comparing and matching 
fashions that are described [extensively.] 

The determination of appropriate addressed apparatus and controlled function 
combinations takes into account the facts that different apparatus, at any given subscriber 
station, can be preprogrammed to interpret any given instance of execution segment 
information differently and that subscriber station apparatus can be preprogrammed to 
automatically alter execution segment information. ... 

... page 49 line 16 ... In the preferred embodiment, at any given time the number of binary 
information bits in any given instance of execution segment information is a particular 
constant number, [see "X."] 

F 

"field" ... page 50 line 28 ... see "meter-monitor field." 

first combining synch command ... page 89 line 8 ... Each example focuses on the processing 
of the three signal messages of the Fig. 1C combining. The information of said messages 
include three combining synch commands and one program instruction set. 

The first message is of the information associated with the first combining synch 
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command. [See page 23 line 35 through page 24 line 16 of the specification as well as 
"combining synch command" above.] Said first command has a "01" header, an execution 
segment, and a meter-monitor segment of six fields. Said command is followed by an 
information segment that contains said program instruction set, and said information segment 
is followed by an end of file signal. Said first command addresses URS microcomputers, 
205, and causes said computers, 205, to load and run the program instruction set transmitted 
in the information segment. Each meter-monitor segment field of said command contains 
information that identifies one of the following: 

. the origin of said "Wall Street Week" transmission, 

. the subject matter of said "Wall Street Week" program, 

. the program unit of said program, 

. the day of said transmission within a particular one 
hundred year period, 

. the supplier of the program instruction set in the 
information segment following said first 
combining synch command, and 

. the format of said meter-monitor segment information. 

G 

"guide commands ... page 267 line 26 ... All eight of said messages are commands. The 1st- and 
3rd-new-program-message (#5) and the 1 st-new-radio-program- message (#5) signals are 
addressed to microcomputer, 205. Each informs said microcomputer of new programming 
transmissions to which said microcomputer can tune appropriate station receiver and display 
apparatus in fashions described below. (Hereinafter said commands are called "guide 
commands" because they can guide station control apparatus to desired programming.) By 
contrast, the 1st-, 2nd-, and 3rd-old-program-message (#5) messages, the 
2nd-new-program-message (#5), and the lst-old-radio-program- message (#5) inform no 
station control apparatus of new programming transmissions because said commands are 
addressed to no apparatus; the execution segment of each is the aforementioned 
pseudo-command. (Hereinafter, each said signal is called a "transparent command" because 
no subscriber station control apparatus "sees" said signal.) 



H 
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"H" ... page 95 line 30 ... a particular preprogrammed constant number of the first converted bits of 
said binary information. Said constant number is the number of bits in a SPAM command 
header. (Hereinafter, said constant number is called "H".) 

"H+X" ... page 127 line 13 ... At any given time, any given instance of "10" header message 
command information is of one constant binary length-the aforementioned header+exec 
constant length. (Hereinafter, said length is called "H+X" and is the sum of H plus X.) 

"H+X+L" ... page 110 line 16 ... a particular preprogrammed constant number that is the sum of H 
plus X plus L to the x-bits information at said SPAM-length-info memory; (Hereinafter, said 
constant is called n H+X+L".) 

header ... page 45 line 4 ... In simple preferred embodiments, at any given time the number of 
binary information bits in any given instance of header information is a particular constant 
number. In other words, every header contains the same number of bits. In the simplest 
preferred embodiment, said constant number is two, all headers consist of two bits binary 
information, and commands are identified by one of three binary headers: 

10 - a command with an execution segment alone; 

00 - a command with execution and meter-monitor segments; and 

01 - a command with execution and meter-monitor segments that is followed 

by an information segment. 

... page 54 line 12 ... In the simplest preferred embodiment, a fourth type of header is: 

1 1 - an additional information segment transmission following a "01" header 

command and one or more information segments which 
additional segment is addressed to the same apparatus and 
invokes the same controlled functions as said "01" command. 



information segment ... page 53 line 33 ... Information segments follow commands and can be 
of any length. Program instruction sets, intermediate generation sets, other computer 
program information, and data (all of which are organized in a fashion or fashions well 
. known in the art) are transmitted in information segments. An information segment can 
transmit any information that a processor can process. It can transmit compiled machine 
language code or assembly language code or higher level language programs, all of which 
are well known in the art. Commands can execute such program information and cause 
compiling prior to execution. 
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"intermediate generation sets" ... page 42 line 8 ... (Hereinafter, instances of computer program 
information that cause intermediate transmission station apparatus to generate program 
instruction set information and/or command information are called "intermediate generation 
sets.") ... see also "program instruction set" ... "intermediate generation set" is also defined 
at page 356 line 13 as ... (Hereinafter, an instance of computer program instructions that 
cause a computer, at an intermediate transmission station, to generate information of a 
program instruction set is called an "intermediate generation set.") 

"intermediate generation set of Q" ... page 359 line 9 ... (Hereinafter, the intermediate generation set 
that causes any given intermediate transmission station to generate a program instruction set 
of an instance of the transmission of the programming of program unit Q is called the 
"intermediate generation set of Q".) 

"intermediate transmission stations" ... page 40 line 33 ... (Hereinafter, ... stations that receive and 
retransmit broadcast transmissions are called "intermediate transmission stations", ... 

"interval," as in "interval Q" of unit Q ... page 355 line 26 ... When the aforementioned remote 
distribution station inputs information to computer, 73, via network, 98, regarding unit Q, 
said distribution station inputs information that Q is particular combined medium 
programming and instructs computer, 73, to commence particular program instruction set 
generation in a particular fashion at a particular time interval prior to the scheduled playing 
of Q. (Hereinafter, a particular instance of such a time period is called "interval," as in 
"interval Q" of unit Q.) 

"invoking broadcast control" ... page 23 line 25 ... Operating in said preprogrammed fashion under 
control of said first set of instructions, microcomputer, 205, reaches a stage at which the 
subscriber can input information only under control of signals embedded in the broadcast 
transmission and can reassume control of microcomputer, 205, ... only by executing a system 
reset (or so-called "warm boot") which on an IBM PC is accomplished by ... (Hereinafter, 
this first set of instructions is called the "control invoking instructions," and the associated 
steps are called "invoking broadcast control.") 

"ITS" ... page 45 line 25 ... refers to intermediate transmission station apparatus. 

J 

K 

L 

"L" ... page 103 line 4 ... a third preprogrammed constant number of next bits and record said bits 
at particular memory. Said third constant number is the particular number of bits in an 
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instance of SPAM meter-monitor format field length token information. (Hereinafter, said 
third constant number is called ,f L n .) 

"length token" ... page 52 line 5 ... each instance of a meter-monitor segment includes a format field 
that contains information that specifies the particular format of the meter-monitor segment 
of said instance. Within said field is a particular group of binary information bits 
(hereinafter, the "length token") that identifies the number of bits in a meter-monitor segment 
of said format. Each alternate length token has a unique binary information code. The 
number of information bits in each instance of a length token is the smallest number of bits 
capable of representing the binary value of the total number of meter-monitor segment bit 
length alternatives. And the unique code of each different alternative is within the range of 
binary numbers thus defined. 

... page 53 line 20 ... In the preferred embodiment, the bits of the length token are the first 
bits in each meter-monitor segment. ... 



M 

"message" ... page 59 line 24 ... All of the information transmitted with a given header is called 
a "message." Each header begins a message, and each message begins with a header. More 
specifically, a message consists of all the SPAM information, transmitted in a given 
transmission, from the first bit of one header to the last bit transmitted before the first bit of 
the next header. 

A SPAM message is the modality whereby the original transmission station that 
originates said message controls specific addressed apparatus at subscriber stations. The 
information of any given SPAM transmission consists of a series or stream of sequentially 
transmitted SPAM messages. 

"meter command" ... page 48 line 33 ... The preferred embodiment includes ... one command that 
is addressed to URS signal processors, 200, (hereinafter, the "meter command") but does not 
instruct said processors, 200, to perform any controlled function. [This command is ] always 
transmitted with meter-monitor segment data that receiver station apparatus automatically 
process and record. By transmitting ... meter command signals, transmission stations cause 
receiver station apparatus to record meter-monitor segment information without executing 
controlled functions. ... The meter command causes apparatus such as controller, 12, of Fig. 
2D to transmit meter information to buffer/comparator, 14, without performing any 
controlled function. 

"meter-monitor field" ... page 50 line 28 ... For each category of [meter information and/or monitor] 
information, a series of binary bits (hereinafter, a "field" or "meter-monitor field") exists in 
the meter-monitor segment to contain the [category] information. 
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meter-monitor segments ... page 44 line 26 ... contain meter information and/or monitor information, 
and the information of said segments causes subscriber station signal processor systems to 
assemble, record, and transmit meter records to remote billing stations and monitor records 
to remote ratings stations in fashions that are described [in many places of the disclosure, 
especially examples #3, #4 and #5. 

... page 49 line 27 ... Examples of categories of [meter information and/or monitor] 
information include: 

meter instructions that instruct subscriber station meter apparatus to record 
particular meter-monitor segment information and maintain meter 
records of said information; 

origins of transmissions (eg., network source stations, broadcast stations, 
cable head end stations); 

dates and times; 

unique identifier codes for each program unit (including commercials); 

codes that identify uniquely each combining in a given combined medium 
program unit; codes that identify the subject matter of a program unit; 

unique codes for programming (other than programming identified by 
program unit codes) whose use obligates users to make payments 
(eg., royalties and residuals); and 

unique codes that identify the sources and suppliers of computer data. 

For each category of information, a series of binary bits (hereinafter, a "field" or 
"meter-monitor field") exists in the meter-monitor segment to contain the information. In 
any given category such as origins of transmissions, each distinct item such as each network 
source, broadcast, or cable head end station has a unique binary information code. In the 
preferred embodiment, the number of information bits in that category's meter-monitor field 
is the smallest number of bits capable of representing the binary value of the total number 
of distinct items. And the information code of each distinct item is within the range of binary 
numbers thus defined. In the preferred embodiment, date and time fields have sixteen bits. 

Few commands require meter-monitor information of every information category. Often 
commands require no more than the identification codes of a specific combined medium 
program unit and of a specific combined medium combining within said program unit. 

Because the amount of information in meter-monitor segments varies from command 
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to command, in the preferred embodiment more than one format exists at any given time for 
meter-monitor segment information. ... 

Because the number of categories of meter-monitor information varies from one 
command to the next, the length of meter-monitor segments varies. ... 

In the preferred embodiment, each instance of a meter-monitor segment includes a 
format field that contains information that specifies the particular format of the 
meter-monitor segment of said instance. Within said field is a particular group of binary 
information bits (hereinafter, the "length token") that identifies the number of bits in a 
meter-monitor segment of said format. ... 

In the preferred embodiment, each distinct meter-monitor segment format (including 
each distinct field format) also has a unique binary information code. ... 

In the preferred embodiment, the bits of the length token are the first bits in each 
meter-monitor segment. ... 

"MMS" ... page 104 line 7 ... (Hereinafter, the exact number of bits in any given meter-monitor 
segment is called, "MMS".) 

"MMS-L" ... page 103 line 29 ... (Hereinafter, the number of the particular selected 
bit-length-number alternative associated with any given length token is called "MMS-L" to 
signify that said number is L bits less than the number bits in the meter- monitor segment in 
which said length token occurs.) 

"MOVE bit" ... page 64 line 1 ... see "EOFS bit" 



N 

"normal transmission location" ... page 86 line 12 ... (Hereinafter, the preferred normal location for 
transmitting signals in any given communication medium is called, the "normal transmission 
location".) 

"null outputs" ... page 159 line 10 ... Among such other outputs is one or more (hereinafter called, 
"null outputs") with capacity for accepting binary information and merely recording said 
information at particular memory associated with matrix switch, 391, thereby overwriting and 
obliterating information previously recorded at said memory. The purpose of such a null 
output is to provide means whereby said switch can automatically cause information of any 
selected SPAM message to be discarded rather than transferred to addressed apparatus. 

O 

"original transmission stations" ... page 40 line 31 ... (Hereinafter, stations that originate broadcast 
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transmissions are called "original transmission stations, " ... 



'padding bits" ... page 55 line 22 ... particular bits are added at the end of any command that is not 
already a multiple of the particular signal word bit length that applies in signal processor 
system communications at the subscriber stations to which said transmission is transmitted. 
(Hereinafter, said bits are called "padding bits.") Padding bits communicate no command 
information nor are padding bits part of any information segment. The sole purpose of 
padding bits is to render the information of any given SPAM command into a bit length that 
is, by itself, complete for signal processor system communication. Padding bits are added 
to command information prior to the transmission of said information at said station, and all 
subscriber station apparatus are preprogrammed to process padding bits. The particular 
number of padding bits that are added to any given command is the smallest number of bits 
required to render the bit length of said command into a multiple of said signal word bit 
length. 

pre-transmission evaluation" ... page 65 line 29 ... To prevent such erroneous processing, in the 
preferred embodiment, after the initial generation of any given instance of SPAM message 
information (not including end of file signal information) and before the embedding and 
transmitting of said instance, said information is transmitted through an apparatus, called an 
"EOFS valve," that detects end of file signals and is described below. If said valve detects 
in said information particular information that constitutes an end of file signal, before being 
embedded and transmitted, the binary information of said instance is rewritten, in a fashion 
well known in the art that may be manual, to cause substantively the same information 
processing at subscriber stations without containing an instance of information that is 
identical to the information of an end of file signal. (Hereinafter, such pre-transmission 
processing of a message is called a "pre-transmission evaluation.") 

program instruction set" ... page 24 line 16 ... a ... set of [processing] instructions [conveyed in the 
information segment of a SPAM message] that is loaded and run [at receiver station 
(including ITS) computing apparatus] ... [at page 42 line 2, the meaning of "program 
instruction sets" is further defined as ->] (Hereinafter, instances of computer program 
information that cause ultimate receiver station apparatus to generate and display user 
specific information are called "program instruction sets.") ... [see also "intermediate 
generation set"] 

program instruction set of Q" ... page 365 line 18 ... (Hereinafter, the program instruction set 
generated in example #9, under control of said intermediate generation set of Q, is called the 
"program instruction set of Q".) 
program instruction set of Q.l" ... page 378 line 23 ... (Hereinafter, the program instruction set 
generated at the station of Fig. 6 in example #10 is called the "program instruction set of 
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Q.l", signifying that said set is one version of complete program instruction set information 
of said instance of the network transmission of Q.) 
"program instruction set of Q.2" ... page 380 line 20 ... [Hereinafter, the program instruction set 
generated at said second station is called the "program instruction set of Q.2", signifying that 
said set is a second version of complete program instruction set information of said instance 
of the network transmission of Q.] 

"program originating studio" ... page 20 line 29 ... (Hereinafter, a studio or station that originates the 
broadcast transmission of programming is called the "program originating studio.") 

"program unit identification code" ... page 90 line 1 ... (Hereinafter, meter-monitor information that 
identifies the program unit of a given program may also be called the "program unit 
identification code".) 

"programming" ... page 1 1 line 7 ... The term "programming" refers to everything that is transmitted 
electronically to entertain, instruct or inform, including television, radio, broadcast print, and 
computer programming as well as combined medium programming. 

"pseudo command" ... page 48 line 31 ... The preferred embodiment includes one appropriate 
command (hereinafter called the "pseudo command") that is addressed to no apparatus ... 
[This command is] always transmitted with meter-monitor segment data that receiver station 
apparatus automatically process and record. By transmitting pseudo command ... signals, 
transmission stations cause receiver station apparatus to record meter-monitor segment 
information without executing controlled functions. The pseudo command enables a 
so-called ratings service to use the same system for gathering ratings on conventional 
programming transmissions that it uses for combined media without causing combined 
media apparatus to execute controlled functions at inappropriate times (eg., combine overlays 
onto displays of conventional television programming). 

Q 
R 

"RAM" ... page 23 line 1 ... random access memory 

"revoking broadcast ' control." ... page 513 line 25 ... the steps associated with returning a 
microcomputer, 205, from broadcast control to local control are called "revoking broadcast 
control." 

"ROM" ... page 31 line 9 ... read only memory 
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second combining synch command ... page 89 line 3 ... Each example focuses on the 

processing of the three signal messages of the Fig. 1C combining. The information of said 
messages include three combining synch commands and one program instruction set. 

... page 90 line 4 The second message is of the information associated with the second 
combining synch command. [See page 25 line 34 through page 26 line 8 of the specification 
as well as "combining synch command" above.] Said second command has a "00" header, 
an execution segment, and a meter-monitor segment of five fields and addresses URS 
microcomputers, 205. Said second command causes said computers, 205, to combine the 
Fig. 1A information of each microcomputer, 205, with the information of Fig. IB and 
transmit the combined information to monitors, 202M. Each meter-monitor segment field 
of the second command contains information of one of the following: 

. the subject matter of said "Wall Street Week" program, 

. the program unit of said program, 

. the unique code of said overlay given said program unit 
information, 

. the minute of said transmission within a particular one 
month period, and 

. the format of said meter-monitor segment information. 

segment ... page 44 line 4 ... Fig. 2E shows one example of the composition of signal information 
(excluding bit information required for error detection and correction). The information in 
Fig. 2E commences with a header which is particular binary information that synchronizes 
all subscriber station apparatus in the analysis of the information pattern that follows. 
Following said header are three segments: an execution segment, a meter-monitor segment, 
and an information segment. As Fig. 2E shows, the header and execution and meter-monitor 
segments constitute a command. 

"signal processor" ... page 15 line 8 ... signal processing apparatus defined at page 15, line 8. 

"signal processor alternative #1" ... page 34 line 1 ... For certain applications, one particular 
embodiment (hereinafter, "signal processor alternative #1 ") can be configured to receive only 
other inputs at buffer/comparator, 8, in which case said embodiment has no oscillator, 6; 
switch, 1; mixers, 2 and 3; or decoders, 30 or 40. 

"signal processor alternative #2" ... page 34 line 6 ... For other particular applications, another 
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particular embodiment (hereinafter, "signal processor alternative #2") can be configured to 
receive only inputs at buffer/comparator, 14, in which case said embodiment has only 
buffer/comparator, 14; recorder, 16; clock, 18; and the control device apparatus associated 
with controller, 20. 

signal records" ... page 31 line 34 ... Buffer/comparator, 14, receives signal information that is meter 
information and/or monitor information from controller, 12, and from other inputs; organizes 
said received information into meter records and/or monitor records (called, in aggregate, 
hereinafter, "signal records") 

signal unit" ... page 14 line 26 ... (The term "signal unit" hereinafter means one complete signal 
instruction or information message unit. Examples of signal units are a unique code 
identifying a programming unit, or a unique purchase order number identifying the proper 
use of a programming unit, or a general instruction identifying whether a programming unit 
is to be retransmitted immediately or recorded for delayed transmission. The term "signal 
word" hereinafter means ... 

signal word" ... page 14 line 32 ... The term "signal word" hereinafter means one full discrete 
appearance of a signal as embedded at one time in one location on a transmission. Examples 
of signal words are a string of one or more digital data bits encoded together on a single line 
of video or sequentially in audio. Such strings may or may not have predetermined data bits 
to identify the beginnings and ends of words. Signal words may contain parts of signal units, 
whole signal units, or groups of partial or whole signal units or combinations.) 

signals ... page 40 line 17 ... The signals of the present invention are the modalities whereby 
stations that originate programming transmissions control the handling, generating, and 
displaying of programming at subscriber stations. 

SPAM signals control and coordinate a wide variety of subscriber stations. Said stations 
include ... "local affiliate" broadcast stations that receive and retransmit single network 
transmissions; ... "cable system headends" that receive and retransmit multiple network and 
local broadcast station transmissions; and ... "media centers" in homes, offices, theaters, etc. 
where subscribers view programming. 

... page 43 line 32 ... SPAM signals contain binary information of the sort well know in 
the art including bit information required for error correction using forward error correction 
techniques, well known in the art, in point to multi-point communications; request 
retransmission techniques, well known in the art, in point to point communications; and/or 
other error correction techniques, as appropriate. 

Fig. 2E shows one example of the composition of signal information (excluding bit 
information required for error detection and correction). The information in Fig. 2E 
commences with a header which is particular binary information that synchronizes all 
subscriber station apparatus in the analysis of the information pattern that follows. 

Appendix D 
Page 16 of 23 



Following said header are three segments: an execution segment, a meter-monitor segment, 
and an information segment. As Fig. 2E shows, the header and execution and meter-monitor 
segments constitute a command. 



"SPAM" ... page 40 line 21 ... (The term, "SPAM," is used, hereinafter, to refer to signal processing 
apparatus and methods of the present invention.) 

"specified condition commands" ... page 44 line 33 ... Particular commands (called, hereinafter, 
"specified condition commands") always contain meter-monitor segments. Said commands 
cause addressed apparatus to perform controlled functions only when specified conditions 
exist, and meter-monitor information of said commands specifies the conditions that must 
exist. 

"standard control-invoking value" ... page 285 line 7 ... see "covert control-invoking value" 
T 

third combining synch command ... page 89 line 3 ... Each example focuses on the 

processing of the three signal messages of the Fig. 1C combining. The information of said 
messages include three combining synch commands and one program instruction set. 

... page 90 line 28 The third message is of the information associated with the third 
combining synch command. [See page 26 line 33 through page 27 line 7 of the specification 
as well as "combining synch command" above.] Said third command has only a "10" header 
and an execution segment and addresses URS microcomputers, 205. Said command causes 
said computers, 205, to cease combining and transmit only the received composite video 
transmission to monitors, 202M, and to continue processing in a predetermined fashion 
(which fashion may be determined by the aforementioned program instruction set). 

"transparent commands ... page 267 line 34 ... All eight of said messages are commands. The 1 st- 
and 3rd-new-program-message (#5) and the lst-new-radio-program- message (#5) signals 
are addressed to microcomputer, 205. Each informs said microcomputer of new 
programming transmissions to which said microcomputer can tune appropriate station 
receiver and display apparatus in fashions described below. (Hereinafter said commands are 
called "guide commands" because they can guide station control apparatus to desired 
programming.) By contrast, the 1st-, 2nd-, and 3rd-old-program-message (#5) messages, the 
2nd-new-program-message (#5), and the lst-old-radio-program- message (#5) inform no 
station control apparatus of new programming transmissions because said commands are 
addressed to no apparatus; the execution segment of each is the aforementioned 
pseudo-command. (Hereinafter, each said signal is called a "transparent command" because 
no subscriber station control apparatus "sees" said signal.) 
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"ultimate receiver stations" ... page 40 line 31, page 40 line 33, and page 40 line 35 ... (Hereinafter, 
... stations where subscribers view programming are called "ultimate receiver stations.") 

"URS" ... page 45 line 26 ... refers to ultimate receiver station apparatus. 
V 



W 

"w-bits information" ... page 103 line 29 ... Said match causes SPAM-controller, 205C, to place 
particular preprogrammed bit- length-number information at said SPAM-length-info-@205 
memory. (Said particular bit-length-number information is called, hereinafter, n w-bits 
information".) Said information is the precise number of bits, following the last of said L 
bits, that remain in the meter-monitor segment of the command associated with said length 
token. Said number is not a preprogrammed constant value such as H, X 5 and L that is the 
same for every SPAM command with a meter-monitor segment. Rather, said number is a 
variable that may differ from one SPAM meter-monitor segment to the next. More precisely, 
it is, for any given meter-monitor segment, a selected one of several preprogrammed 
bit-length-number information alternatives. 

"W-token information" ... page 103 line 15 ... Automatically SPAM-controller, 205C, compares the 
information at said SPAM-length-info-@205 memory with preprogrammed 
token-comparison-@205 information and determines that said information at memory 
matches particular token-comparison- @205 information (which particular information is 
called, hereinafter, "W-token information"). 

"wireless" ... page 248 line 21 ... over-the-air (hereinafter, "wireless") 
X 

"X" ... page 96 line 11 ... a second preprogrammed constant number of next bits and record said bits, 
in their order after conversion, at particular SPAM-exec register memory. Said second 
constant number is the particular number of bits in a SPAM execution segment. 
(Hereinafter, said second constant number is called "X".) 
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Z 

MESSAGES DEFINED IN SPECIFIC EXAMPLES 

EXAMPLE #1 
EXAMPLE #2 

"2nd meter information (#2)" ... page 152 line 34 ... 
EXAMPLE #3 

"1st monitor information (#3) n ... page 174 line 21 ... 
M 2nd monitor information (#3)" ... page 190 line 14 ... 

EXAMPLE #4 

"1st meter-monitor information (#4)" ... page 213 line 32 ... 

"2nd meter-monitor information-second precondition failed-(#4)." ... page 238 line 16 ... 
"2nd meter-monitor information (#4). !t ... page 239 line 3 ... 
"2nd monitor information (#4)" ... page 240 line 40 ... 

EXAMPLE #5 

1st command (#5) ... page 251 line 17 ... 
"lst-old-program-command (#5)" ... page 252 line 13 ... 
"lst-new-program-message (#5)" ... page 253 line 1 ... 
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"2nd command (#5) n ... page 256 line 5 ... 
"2nd-old-program-message (#5)" ... page 256 line 27 ... 
"2nd-new-program-message (#5)" ... page 257 line 5 ... 
"3rd command (#5)." ... page 259 line 25 ... 
"3rd-old-program-message (#5) M ... page 260 line 12 ... 
"3rd-new- program-message (#5) M ... page 260 line 29 ... 
"4th command (#5)" ... page 263 line 5 ... 
M lst-old-radio-program-message (#5)" ... page 264 line 28 ... 
"Ist-new-radio-program-message (#5) M ... page 265 line 9 ... 

EXAMPLE #6 

"1st supplementary message (#6) M ... page 281 line 35 ... 
"2nd supplementary message (#6) M ... page 281 line 35 ... 

EXAMPLE #7 

please-fully-enable-WSW-on-CC13-at-particular-8:30 information ... page 289 line 28 ... 
"local-cable-enabling-message (#7)" ... page 291 line 19 ... 
"lst-WSW-program-enabling-message (#7)" ... page 297 line 23 ... 
"1st- WSW-decryption-check (#7) n ... page 300 line 15 ... 
"2nd-WSW-program-enabling-message (#7)" ... page 304 line 10 ... 
"2nd- WSW-decryption-check (#7) n ... page 308 line 5 ... 
Prepare-To-Retransmit-WSW message ... page 430 line 35 ... 
Select- WSW-Program-Unit SPAM message ... page 435 line 19 ... 
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EXAMPLE #8 

"first- network-cue-to-transmit-locally message (#8)") ... page 335 line 30 ... 

"first-network-cue-to-transmit-network message (#8)" ... page 335 line 35 ... 

"select-A-message (#8)," the M select-B-message (#8)," the "select-C-message (#8)/' and so forth up 
to the "select-Z- message (#8) 5 n each message referring to the corresponding program unit: 
A, B 5 C, and so forth up to Z, respectively, and said messages are called collectively the 
"cue-to-select messages (#8)." ... page 342 line 14 ... 

EXAMPLE #9 

"generate-set-information message (#9)" ... page 359 line 3 ... 
"first cueing message (#9)" ... page 366 line 27 ... 
"align-URS- microcomputers-205 message (#9)" .. Page 368 line 6 ... 
"synch-SPAM-reception message (#9)" ... page 368 line 19 ... 
"control-invoking message (#9)" ... page 368 line 30 ... 
"transmit-data-module-set message (#9)" ... page 369 line 22 ... 
"data-module-set message (#9)" ... page 369 line 30 ... 

"transmit-and-execute-program-instruction-set message (#9)" ... page 371 line 9 ... 

"program-instruction-set message (#9)" ... page 371 line 17 ... 

"cease-stripping-and-embedding message (#9)" ... page 372 line 13 ... 

"1st commence-outputting message (#9)" ...page 372 line 25 ... 

"2nd commence-outputting message (#9)" ... page 372 line 26 ... 

"3rd commence-outputting message (#9)" ... page 372 line 27 ... 

"1st cease-outputting message (#9)" ... page 372 line 27 ... 
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M 4th commence-outputting message (#9)" ... page 372 line 28 ... 

"5th commence-outputting message (#9)" ... page 372 line 29 ... 

"6th commence-outputting message (#9)" ... page 372 line 30 ... 

"2nd cease-outputting message (#9)" ... page 372 line 30 ... 

"second cueing message (#9)" ... page 373 line 5 ... 

"disband-URS- microcomputers-205 message (#9)" ... page 373 line 22 ... 

EXAMPLE #10 

"generate-set-information message (#10)" ... page 377 line 34 ... 
"load-set-information message (#10)" ... page 381 line 23 ... 
"align-URS-microcomputers-205 message (#10)" ... page 382 line 26 ... 
"synch- SPAM-reception message (#10)" ... page 383 line 4 ... 
"control-invoking message (#10)" ... page 383 line 13 ... 
"transmit-data-module-set message (#10)" ... page 383 line 24 ... 
"transmit-and-execute-program-instruction-set message (#10)" ... page 385 line 7 ... 
"program-instruction-set message (#10) ... page 385 line 14 ... 
"cease-stripping-and-embedding message (#10)" ... page 387 line 9 ... 
"1st commence-outputting message (#10)" ... page 387 line 25 ... 
"2nd commence-outputting message (#10)" ... page 387 line 26 ... 
"3rd commence-outputting message (#10)" ... page 387 line 26 ... 
"1st cease-outputting message (#10)" ... page 387 line 27 ... 
"4th commence-outputting message (#10)" ... page 387 line 28 ... 
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"5th commence-outputting message (#10) n ... page 387 line 29 ... 
"6th commence-outputting message (#10) M ... page 387 line 29 ... 
"2nd cease-outputting message (#10)" ... page 387 line 30 ... 
"disband-URS-microcomputers-205 message (#10) M ... page 387 line 34 ... 
"local-output-cueing message (#10)" ... page 388 line 7 ... 

EXAMPLE #11 

first-master-cueing message (#11) ... page 545 line 32 ... 
first-national-cueing message (#1 1) ... page 546 line 3 ... 
second-master-cueing message (#1 1) ... page 546 line 33 ... 
transmit-program-instruction-set SPAM message (#11) ... page 547 line 17 . 
local-second-cueing message (#1 1) ... page 552 line 12 ... 
second-cueing message (#1 1) ... page 554 line 22 ... 



